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for publication and is not binding precedent of the Board.
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ON BRI EF

Before FLEM NG NASE, and KRATZ, Adninistrative Patent Judges.
NASE, Adm nistrative Patent Judge.

DECI SI ON ON APPEAL

This is a decision on an appeal fromthe exam ner’s final
rejection of the follow ng design claim

The ornanental design for a SIDE PORTION OF A
MOTORCYCLE ROCKER BOX as shown and descri bed.

W REVERSE and REMAND.
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BACKGROUND

The design application was filed with two figures.
Figure 1 being a side view of a side portion of a notorcycle
rocker box. Figure 2 is an enlarged side view of the side
portion of a nmotorcycle rocker box of Figure 1. On the sole
page of the specification, the appellants state that

[t]he present invention is directed to the design
illustrated in the drawings. The other features of the
drawi ngs, such as the notorcycle shown in Fig. 1, are not
consi dered part of the design sought to be patented, and
have accordi ngly been shown in broken |ines.

The design sought to be patented is not visible in

the front, rear, top, bottomand left side views.
Accordi ngly, these views have been omtted.

The sole rejection before is in this appeal is the
rejection of the design claimunder 35 U S.C. 8§ 112, first
par agr aph, as the clainmed invention is not described in such
full, clear, concise and exact terns as to enable any person

skilled in the art to make and use the sane.

Rat her than reiterate the conflicting viewoints advanced
by the exam ner and the appellants regardi ng the above-noted

rejection, we nmake reference to the first Ofice action (Paper
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No. 5, mail ed Novenber 29, 1999), the final rejection (Paper
No. 7, mailed March 1, 2000) and the answer (Paper No. 10,
mai | ed Septenber 29, 2000) for the exam ner's conplete
reasoni ng in support of the rejection, and to the brief (Paper
No. 9, filed July 24, 2000) for the appellants' argunents

t her eagai nst .

OPI NI ON
In reaching our decision in this appeal, we have given
careful consideration to the appellants' draw ngs,
specification and claimand to the respective positions
articulated by the appellants and the exam ner. As a
consequence of our review, we have determ ned that the
examner's rejection of the appellants' design claimunder 35

US C 8§ 112, first paragraph, cannot be sustai ned.

The exam ner's basis for the rejection under appeal
(answer, p. 3-4) is that the appearance of the clained design
is not definite since the surface shading on the side and
m ddl e portions of the clained design (see Figure 2) indicate

changes in contour which cannot be understood in the absence
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of a drawing view froma different point of view
Specifically, the exam ner states (answer, p. 4) that
[i]n the absence of a disclosure of the specific
contours, configuration, and spatial and pl anar
relati onship and configuration of the disclosed el enents
of the claimed design, the clainmed design is subject to

conjecture and could be achieved by different
configurations.

The appellants state (brief, p. 4) that the design sought
to be patented is the ornanentality provided by a rocker box
when viewed fromthe side, and is not limted to the specific
t hr ee- di nensi onal geonetry of their commercial design. The
appel l ants argue (brief, pp. 5-6) that one skilled in the art
coul d make and use the design illustrated in the drawi ngs. W
agree. In that regard, the ornanental design for a side
portion of a notorcycle rocker box as shown and described in
t he appel lants' application constitutes a conpl ete disclosure
of the side portion of a notorcycle rocker box in al
essential respects, is so far as its appearance in side view
is concerned. Any side portion of a notorcycle rocker box
havi ng substantially the appearance depicted in the

appel  ants' drawi ngs woul d constitute an infringenent of any
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patent to be issued, and we see no reason for holding the
appeal ed design claimto be unpatentabl e under the enabl enent
requi renent of the 35 U . S.C. § 112, first paragraph.
Accordingly, the decision of the exam ner to reject the design
claimunder 35 U. S.C. § 112, first paragraph, is reversed.
REMAND

We remand this application to the exam ner to determ ne
whet her or not the design claimshould be rejected under the
judicially created doctrine of double patenting over the

appel l ants' Patent No. Des. 408, 828, issued April 27, 1999.

CONCLUSI ON

To summari ze, the decision of the exam ner to reject the
design claimunder 35 U . S.C. §8 112, first paragraph, is

rever sed

This application, by virtue of its "special" status,
requires i medi ate action, see MPEP 8§ 708. 01.

REVERSED, REMANDED
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