The opinion in support of the decision being entered today was not witten
for publication and is not binding precedent of the Board.

Paper No.

UNI TED STATES PATENT AND TRADEMARK OFFI CE

BEFORE THE BOARD OF PATENT APPEALS
AND | NTERFERENCES

Ex parte AN LKUVAR BHATT et al

Appeal No. 2001-0323
Application No. 09/159, 360

ON BRI EF

Before STONER, Chief Adm nistrative Patent Judge, FRANKFORT and
NASE, Adm nistrative Patent Judges.

NASE, Adninistrative Patent Judge.

DECI S| ON ON APPEAL

Upon consi deration of appellants' brief (Paper No. 11
filed April 21, 2000), the exam ner's answer (Paper No. 12,
mai l ed July 13, 2000), and appellants' reply brief (Paper No.
13, filed Septenber 1, 2000), the exami ner's rejection of
claims 2 to 11 and 13 to 24, the only clains pending in this

rei ssue application, under 35 U . S.C. §8 251 i s REVERSED
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FACT FI NDI NGS

Application No. 08/342,533

1. Application No. 08/342,533 was filed by the appellants on
Novenber 21, 1994 with clains 1 to 13 directed to a printed
circuit board and clainms 14 to 16 drawn to a nethod of
preparing a printed circuit board.

2. The exam ner required restriction under 35 U S.C. § 121
between clains 1 to 13 (directed to a printed circuit board)
and clainms 14 to 16 (drawn to a nethod of preparing a printed
circuit board) and the appellants elected to prosecute clains
14 to 16 (see Paper No. 3, mailed May 26, 1995, pages 2-3).

3. In the anendnent filed June 26, 1995 (Paper No. 4), the
appel l ants canceled clains 1 to 14 and anmended cl ai m 15.

4. On August 7, 1995, nethod clainms 15 and 16 were all owed by
t he exam ner (Paper No. 5).

5. On January 30, 1996, U. S. Patent No. 5,487,218 issued with

clainms 15 and 16 renunbered as clains 1 and 2, respectively.

Application No. 08/463, 344

6. Application No. 08/463,344 was filed by the appellants on
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June 5, 1995 under 37 CFR § 1.60 as a divisional application
of Application No. 08/342,533 (the parent application). This
application contained clains 1 to 13 directed to a printed
circuit board and clainms 14 to 16 drawn to a nethod of
preparing a printed circuit board identical to the clains
originally filed in the parent application.

7. The filing of this divisional application was acconpani ed
by an anendnent canceling clainms 1 to 15 (Paper No. 2).

8. On February 7, 1996, nethod claim 16, identical to nethod
claim16 allowed in the parent application, was allowed by the
exam ner (Paper No. 3).

9. On Septenber 24, 1996, U. S. Patent No. 5,557,844 issued

with claim 16 renunbered as claim1.

Application No. 09/159, 360

10. Application No. 09/159, 360 (the reissue application) was
filed Septenber 23, 1998 for reissue of U S. Patent No.

5, 557, 844.

11. The reissue application as filed sought to cancel nethod
claim1l of the patent and to add clains 2 to 19 directed to a

printed circuit board and clains 20 to 24 drawn to a net hod of
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preparing a printed circuit board. Cains 2 to 24 are broader
than claim 1, thus appellants are seeking to enlarge the scope
of U S. Patent No. 5,557, 844.

12. The decl arati ons acconpanyi ng the rei ssue application
provide that the cancellation of clains 1 to 13 from

di vi sional Application No. 08/463, 344 was erroneous.

The rejection on appeal

13. Cainms 2 to 11 and 13 to 24, all the clains pending in
this reissue application, stand rejected under 35 U S.C. § 251
"as these clainms were not intended to be covered and secured
by the original patent which is Pat No. 5,487,218." (Answer,

p. 2).

OPI NI ON
In reaching our decision in this appeal, we have given
careful consideration to the respective positions articul ated
by the appellants and the exam ner. As a consequence of our
review, we have determ ned that the decision of the exam ner
toreject clainms 2 to 11 and 13 to 24 under 35 U.S.C. § 251

must be reversed for the reasons that foll ow
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The first paragraph of 35 U S.C. 8§ 251 provides:

Wenever any patent is, through error w thout any
deceptive intention, deenmed wholly or partly inoperative
or invalid, by reason of a defective specification or
drawi ng, or by reason of the patentee claimng nore or
| ess than he had a right to claimin the patent, the
Director shall, on the surrender of such patent and the
paynment of the fee required by |aw, reissue the patent
for the invention disclosed in the original patent, and
in accordance with a new and anended application, for the
unexpired part of the termof the original patent. No new
matter shall be introduced into the application for
rei ssue.

The fourth paragraph of 35 U.S.C. § 251 provides:
No rei ssued patent shall be granted enlarging the
scope of the clainms of the original patent unless applied

for within two years fromthe grant of the original
pat ent .

We find ourselves in agreenent with the appellants
position set forth in their briefs that the examner's
rejection of clains 2 to 11 and 13 to 24 under 35 U S. C. § 251
is unsound. First, it is our determ nation that the reissue
application conplies with the fourth paragraph of 35 U S.C. §
251 since the reissue application was applied for within two
years fromthe grant of the original patent. In our view, the

phrase "original patent” as used in the fourth paragraph of 35
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U.S.C. §8 251 neans the patent upon which reissue is being
sought (in this case U S. Patent No. 5,557,844) not the first
patent issued on the underlying disclosure. Since the filing
date of the reissue application (i.e., Septenber 23, 1998) is
within two years of the issue date (i.e., Septenber 24, 1996)
of U S. Patent No. 5,557,844, the appellants have neet the
requi renents of the fourth paragraph of 35 U . S.C. § 251
enabling the appellants to enlarge the scope of the clains of

the original patent (i.e., U S. Patent No. 5,557, 844).

Wth respect to the requirenents of the first paragraph
of 35 U S.C. 8 251, it is clear to us that the record
establishes that clains directed to the printed circuit board
wer e erroneously cancel ed from divisional Application No.

08/ 463, 344. Thus, a rejection of clains 2 to 11 and 13 to 24
under the first paragraph of 35 U.S.C. 8§ 251 is not

appropriate under the facts of this case.?

! The appellants have offered to file a term nal
di sclaimer (brief, p. 13). W believe that a term nal
di sclaimer is necessary under the facts of this case in order
to prevent or overcone obvi ousness-type doubl e patenting
between clains 20 to 24 in this reissue application and cl ains
(continued...)
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(. ..continued)
1 and 2 of U S. Patent No. 5, 487, 218.
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CONCLUSI ON

To summari ze, the decision of the exam ner to reject
claims 2 to 11 and 13 to 24 under 35 U. S.C. 8§ 251 is reversed.

REVERSED

BRUCE H. STONER, JR. )
Chi ef Adm nistrative Patent Judge

)

BOARD OF PATENT

CHARLES E. FRANKFORT APPEALS
Adm ni strative Patent Judge AND
| NTERFERENCES

JEFFREY V. NASE
Adm ni strative Patent Judge
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