The opinion in support of the decision being entered today was not witten
for publication and is not binding precedent of the Board.
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OH BRI EF?

Bef ore COHEN, FRANKFORT, and NASE, Adninistrative Patent Judges.
COHEN, Admini strative Patent Judge.

DECI S| ON ON APPEAL

This is an appeal fromthe final rejection of clains 1

through 7, 11 through 16, 19, 21, 22, 26 through 32, 34

! After a review of the appeal, this panel of the Board,
in accordance with 37 CFR 1.194(c), determ ned that the oral
heari ng set for January 25, 2001 was not necessary since the
examner’s three rejections under 35 U. S.C. 8§ 103(a) could not
be sustai ned. Counsel for appellants was so notified by
Prograns and Resources Adm nistrator Craig Fei nberg on January
22, 2001.
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t hrough 40, and 48 through 57. dains 8 through 10 stand
allowed. Caim46 stands withdrawn from consi deration by the
exam ner pursuant to a requirenent for restriction. ains
17, 18, 20, 23 through 25, and 47 are objected to as being
dependent upon a rejected base claimbut wuld be all owabl e
according to the examner if rewitten in independent form
including all of the limtations of the base claimand any
intervening clains. Cains 33 and 41 through 45 have been
cancel ed. These clains constitute all of the clains in the

appl i cation.

Appel lants’ invention pertains to a device for attracting
i nsects, an insect trapping device, a nethod of urging insects
into a device, and a nethod of disabling insects. A basic
under st andi ng of the invention can be derived froma reading
of exenplary clainms 1, 28, 31, and 40, copi es of which appear

in the APPENDI X to the main brief (Paper No. 28).

As evi dence of obviousness, the exam ner has applied the

docunents |isted bel ow
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Deyoreo et al 5,301, 458 Apr. 12,
1994

( Deyor eo)

Bi bl e 5,329, 725 Jul . 19,
1994

Butler et al 5,417, 009 May 23,
1995

(Butler)

The following rejections are before us for review?

Claims 1 through 7, 11 through 16, 19, 21, 22, 27, 31,
32, 34 through 36, 40, 48, 49,3 and 55 through 57 stand
rej ected under 35 U.S.C. 8 103(a) as being unpatentable over

Deyor eo.

2 Afinal rejection of clainms 50, 51, and 53 under 35
U S . C 8§ 112, second paragraph, was overcone, as set forth in
t he advi sory action of March 4, 1999 (Paper No. 18).

3 Caim49 has been added to the statenent of the
rejection, since in the body of the rejection on page 2 of the
final rejection (Paper no. 11) claim49 is specified.
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Clains 26 and 37 through 39 stand rejected under 35
U S.C. 8 103 as being unpatentabl e over Deyoreo, as applied

to clainms 11 and 31 above, further in view of Butler.

Clains 28 through 30 and 50 through 54 stand rejected
under 35 U. S.C. 8§ 103 as bei ng unpatentabl e over Deyoreo, as
applied to clains 1, 11, 31, 40, and 48 above, further in view

of Bi bl e.

The full text of the exam ner’s rejections and response
to the argunent presented by appellants appears in the final
rejection and answer (Paper Nos. 11 and 30), while the
conpl ete statenent of appellants’ argunent can be found in the

main and reply briefs (Paper Nos. 28 and 33).

CPI NI ON

I n reaching our conclusion on the obviousness issues

raised in this appeal, this panel of the board has carefully

consi dered appellants’ specification and clains, the applied
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t eachi ngs,* and the respective viewpoints of appellants and
the exam ner. As a consequence of our review, we nake the

determ nati on which foll ows.

Thi s panel of the board reverses each of the exam ner’s
rejections of appellants’ clainms under 35 U.S.C. § 103(a).

Qur reasoni ng appears bel ow

At the outset, it is inportant to appreciate that each of
appel l ants’ respective i ndependent device and nethod clainms 1,

11, 28, 31, 40, and 48 requires, inter alia, a flow of “an

i nsect attractant”.

The primary reference relied upon by the exam ner in each

of the obviousness rejections on appeal is the Deyoreo patent.

“1n our evaluation of the applied prior art, we have
considered all of the disclosure of each docunent for what it
woul d have fairly taught one of ordinary skill in the art.
See In re Boe, 355 F.2d 961, 965, 148 USPQ 507, 510 (CCPA
1966). Additionally, this panel of the board has taken into
account not only the specific teachings, but also the
i nferences which one skilled in the art woul d reasonably have
been expected to draw fromthe disclosure. See In re Preda,
401 F. 2d 825, 826, 159 USPQ 342, 344 (CCPA 1968).
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A readi ng of the Deyoreo docunent makes it abundantly clear to
us that the patentee’s focus (colum 1, lines 6 through 19 and
colum 2, lines 32 through 40) was upon an insect killer or
attracting device which enploys a |ight source to attract

i nsects.

Based upon the overall teaching of Deyoreo al one, as
relied upon by the examner in the rejection of independent
claims 1, 11, 31, 40 and 48, it is apparent to us that only
i mper m ssi bl e hindsi ght and reliance upon appellants’ own
t eachi ng woul d have enabl ed one having ordinary skill in the
art to so alter and reconfigure the insect killer of the
applied patent to yield the now clainmed invention with it’s
particular feature of a flow of insect attractant. Turning
now to the other rejections, inclusive of the rejection of
remai ni ng i ndependent claim 28, the exam ner relies upon
features found in the respective teachings of Butler (carbon
di oxi de as an attractant) and Bible (nmesh screen).

Not wi t hst andi ng the particular features relied upon by the
exam ner in these additional references, it is quite apparent
to us that the deficiency of the Deyoreo reference i s not
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overcone thereby. Since the evidence proffered by the
exam ner does not support a concl usion of obviousness relative
to appellants’ clains, each of the rejections on appeal nust

be reversed.

REMAND TO THE EXAM NER

1. On page 1 of appellants’ application, U S. Patents to
Pl unkett (3,196,577) and Cody (5, 157,090, sic 5,167,090) are
specified. The Plunkett (Fig. 2) and Cody (Fig. 3) patents
each show devi ces which provide an outflow of air and i nsect

attractant wherein an inflow appears to be directed near an

upper edge of the outflow outside the device. The exam ner
shoul d assess these docunments in particular relative to
i ndependent claim48 (and its dependent clains) under 35

U S.C § 102(b) and 35 U.S.C. § 103(a).

2. As acknow edged by appellants in the main brief (page
2), the exam ner denied entry of a declaration (letter by
Daniel Kline, Ph.D.) and an exhibit which details sales
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i nformati on. However, appellants request reconsideration of
the refusal to consider the declaration and al so point out
that an anmendnent acconpani es the appeal brief providing an
updat ed sales report and a declaration (Raynond |annetta).
The exam ner shoul d address the noted request and anendnent,

each of which were not nentioned in the answer.

As a final point, we note that should the exam ner reject
clainms under 35 U.S.C. § 103, with evidence of nonobvi ousness
(secondary considerations) entered into the application, the
exam ner must assess the evidence of obviousness with the

evi dence of nonobvi ousness; See In re Piasecki, 745 F.2d 1468,

1472, 223 USPQ 785, 788 (Fed. Gir. 1984).

In summary, this panel of the board has:

reversed the rejection of clainms 1 through 7, 11 through
16, 19, 21, 22, 27, 31, 32, 34 through 36, 40, 48, 49, and 55
through 57 wunder 35 U S.C. 8§ 103(a) as being unpatentable

over Deyor eo;
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reversed the rejection of clainms 26 and 37 through 39
under 35 U. S.C. 8 103 as bei ng unpatentable over Deyoreo and

Butl er; and

reversed the rejection of clains 28 through 30 and 50
t hrough 54 under 35 U. S.C. § 103 as bei ng unpat ent abl e over

Deyoreo and Bi bl e.

We have al so remanded the application to the exam ner for

consideration of the nmatters addressed above.



Appeal No. 2000-1914
Application No. 08/718, 643

The deci sion of the exam ner is reversed.

REVERSED AND REMANDED

| RW N CHARLES COHEN
Adm ni strative Patent Judge

BOARD OF PATENT

CHARLES E. FRANKFORT APPEALS
Adm ni strative Patent Judge AND
| NTERFERENCES

JEFFREY V. NASE
Adm ni strative Patent Judge
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GAIL M TAYLOR- RUSSELL

TAYLOR RUSSELL & RUSSELL, P.C.
4807 SPI CEWOOD SPRI NGS ROAD
BUI LDI NG ONE, SUI TE 1200

AUSTI N, TX 78759
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