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DECI S| ON ON APPEAL

This is a decision on appeal fromthe exam ner's final
rejection of clainms 1, 2, 4 through 8, 12 through 17, 19
through 32 and 35. Cdainms 9, 33 and 34 stand wi thdrawn from

consideration as being directed to a non-el ected speci es.
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Clains 3, 10, 11 and 18 have been cancel ed.?

Appel lant's invention relates to nerchandi se hangers such
as so-call ed “Pegboard” hooks or “scanning hooks” |ike that
seen in Figures 1 and 2 of the application drawings and to a
met hod of maintaining current nmerchandising | abels in
associ ation with nmerchandi se bei ng marketed from such hooks by
providing the | abel supporting surface (28 in Fig. 2) of the
hook with a rel ease el enment or release |ayer that permts easy
removal and repl acenent of adhesive nerchandising |abels. As
i ndicated in the paragraph bridging pages 3 and 4 of the
speci fication

A rel ease layer, such as a thin coating of a silicone

material, is provided on the outer surface of the |abel
panel. This rel ease |ayer adherently retains and
supports an adhesively coated | abel that is pressed onto
that surface and will readily rel ease such a | abel, i.e.
will permit the |label to be peeled off cleanly with

little effort, normally without tearing or splitting the
| abel or |eaving any residue therefromon the |abel panel
surface. Thereby |abels applied to the | abel panel are
exposed outwardly relative to the armfor view ng by
custoners who pass by the display. The |abels also are
readily renovabl e and repl aceable, as well as

! Decided concurrently herewith is the appeal in
appel l ant's copendi ng application S.N 08/ 754, 245, filed
Novenmber 20, 1996 (Appeal No. 2000-1666).
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exchangeabl e, by nerchandi si ng personnel as the facts and

ci rcunst ances to be di spl ayed change fromtinme to tine.

Clainms 1 and 23 are representative of the subject matter
on appeal and a copy of those clains can be found in the

Appendi x to appellant’'s brief.

The prior art references of record relied upon by the
exam ner as evidence of obviousness of the clained subject
matter are:
Thal enfeld et al. (Thalenfeld) 4,718, 626 Jan. 12, 1988
Petrou 5, 628, 858 May 13, 1997
(filed May 18,

1995)

As indicated in the seven rejections set forth on pages
4-9 of the exam ner’s answer, the clains before us on appeal
stand provisionally rejected under the judicially created
doctrine of obviousness-type double patenting as being
unpat ent abl e over various clains of copending Application No.

08/ 940, 859 taken further in view of Thalenfeld and Petrou, or
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Thal enf el d al one.

Claims 1, 2, 4 through 8, 12 through 17, 19 through 32
and 35 also stand rejected under 35 U.S.C. 8§ 103(a) as being
unpat ent abl e over Thalenfeld in view of Petrou. In this
regard, the examner is of the view that Thal enfeld shows the
invention as clai med except for the fact that this reference
| acks a rel ease | ayer between the | abel (60, col. 6, line 59 -
col. 7, line 6) and the |abel support surface (40). To
address this limtation, the examner turns to Petrou, noting,

inter alia, that

Petrou teaches the use of a release layer (Fig. 2) which
is attached to a support surface 16, which has a rel ease
val ue which is less than the rel ease value of the surface
16 (Petrou: Col. 1, lines 43-55). It would have been
obvious to a person having ordinary skill in the art at
the tinme of Appellant’s invention to nodify the support
surface [40 of Thalenfeld] to have a rel ease |ayer

bet ween the | abel and the | abel support surface in view
of Petrou in order to provide a neans of using

i nexpensi ve permanent pressure sensitive |abels on a
surface in which the | abels are changed frequently
(Petrou: Col 2, lines 56-65). (answer, page 10).

Reference is made to the exam ner's answer (Paper No. 28)

for the exam ner's reasoning in support of the above-noted
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rejections and to the nmain and reply briefs (Paper Nos. 27 and

29) for appellant's argunents thereagainst.

OPI NI ON

In arriving at our decision on the obviousness issues
raised in this appeal, we have given careful consideration to
the entire record of appellant's application, including the
specification and clains, the teachings of the applied prior
art references, the evidence of non-obviousness supplied by
appel l ant, and the respective positions advanced by appel | ant
and the exam ner. Upon evaluation of the reference evidence
before us, it is our initial conclusion that the exam ner has

established a prim facie case of obviousness with regard to

claims 1, 2, 4 through 8, 12 through 17, 19 through 32 and 35
on appeal based on the conbi ned teachings of Thal enfeld and
Petrou. However, it is our further conclusion, after
consideration of all of the evidence before us, that

appel l ant's obj ective evidence of non-obvi ousness outwei ghs

t he evidence of obvi ousness presented by the exam ner, and,
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accordingly, that the subject matter set forth in clains 1, 2,
4 through 8, 12 through 17, 19 through 32 and 35 woul d not
have been obvious to one of ordinary skill in the art within
the neaning of 35 U.S.C. §8 103 at the tinme appellant's

i nventi on was made. Qur reasoning for these determ nations

foll ows.

Looking first to the examner's seven rejections based on
provi si onal obvi ousness-type doubl e patenting, we note that
appel l ant (brief, pages 2-3) has erroneously characterized
these rejections as being “noot at this tinme,” because the
clains of Application No. 08/940,859 were not yet all owed.
Accordi ngly, appellant has nerely urged that these rejections
“Wll be dealt with in whichever of the applications is
appropriate in due course.” In response, the exam ner has
remai ned silent in the answer and has not chal | enged appel | ant
in any way on this characterization of the double patenting
rejections. Unfortunately, the problemhas arisen that
Application No. 08/940,859 was issued as U S. Patent No.

6, 145, 231 on Nov. 14, 2000. Thus, one or nore of the
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exam ner’ s obvi ousness-type doubl e patenting rejections nay no
| onger be valid and, at the very least, the double patenting
rejections would no | onger be provisional. Neither appellant
nor the exam ner has addressed these possibilities.
Accordingly, we REMAND this application back to the exam ner
for consideration of the obviousness-type doubl e patenting
rejections now that the application (08/940,859) relied upon

therein has issued as a U S. patent.

Regardi ng the examner’s rejection of clains 1, 2, 4
t hrough 8, 12 through 17, 19 through 32 and 35 under 35 U.S.C.
8§ 103(a) based on Thal enfeld and Petrou, we have revi ewed the
applied references and agree with the exam ner that one of
ordinary skill in the labeling art would have found it prim
facie obvious to enploy the rel ease | ayer | abeling approach
disclosed in Petrou in association with the merchandi se hol der
and adhesive | abel of Thalenfeld so as to gain the advant ages
di scussed in Petrou at colum 1, lines 36-58, and set forth in

clainse 4 and 5 of Petrou.
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Having arrived at the conclusion that the evidence of
obvi ousness as applied by the examner in the rejection of
claims 1, 2, 4 through 8, 12 through 17, 19 through 32 and 35

is sufficient to establish a prina facie case of obvi ousness,

we al so recogni ze that evidence of secondary considerations,
such as that presented by appellant in this application nust
be consi dered and weighed in route to a determ nation of
obvi ousness/ nonobvi ousness under 35 U.S. C. § 103.
Accordingly, we consider anew the issue of obviousness under
35 U S.C 8 103, carefully evaluating and wei ghing both the
evi dence relied upon by the exam ner and the objective

evi dence of nonobvi ousness provided by appellant. See

Stratoflex Inc. v. Aeroquip Corp., 713 F.2d 1530, 1538, 218

USPQ 871, 879 (Fed. Cir. 1983) and In re Piasecki, 745 F.2d

1468, 1472, 223 USPQ 785, 788 (Fed. Cir. 1984).

Appel I ant has subnmitted five declarations, i.e., from
Stanley C. Valiulis, Robert W Harrell, Carol Hopson, Theodore
J. Stipanovich, and Frank N. Shope. According to the exam ner

(answer, page 13), those declarations are of little weight
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because 1) there is no showi ng that others of ordinary skil
in the art were working on the problemand if so, for how
long; and 2) there is no show ng that persons skilled in the
art who were presumably working on the probl em knew of the

t eachi ngs of the above cited references (Thalenfeld and

Petrou) and still were unable to solve the problem

On the whole, we find that the evidence submtted by
appel | ant denonstrates the existence of a | abeling problem
associ ated wth nmerchandi sing di splay supports recogni zed in
t he nerchandi sing industry for a long period of tine and al so
that efforts have been nade, for many years, by those who
design and sell such nerchandi si ng supports, as well as by
t hose who use such supports, to solve this |abeling problem
wi t hout any satisfactory success. See paragraphs 3-6, 11 and
12 of the Valiulis declaration; paragraphs 2-5 of the Harrel
decl arati on; and paragraphs 2-4 of the Hopson, Stipanovich,
and Shope declarations. In addition, we find fromthe
evi dence submtted by appellant that those skilled in the art

of merchandi si ng supports and | abeling for such supports have
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found appellant’s clainmed invention to be a solution to the

| abel ing problem and, thus, to satisfy the long-felt need.

See paragraphs 13-26 of the Valiulis declaration; paragraphs
6-8 of the Harrell declaration; paragraphs 5-10 of the Hopson
decl arati on; paragraphs 5-7 of the Stipanovich declaration;
and paragraphs 5 and 6 of the Shope declaration. In this
regard, we agree with appellant’s argunents put forth on pages
25-28 and 39-42 of the brief and on pages 5-6 of the reply
brief. Mre particularly, we agree with appellant (brief,
pages 40-42) that the exam ner’s reasons, set forth above, for
not giving the declaration evidence adequate wei ght are

w t hout foundation (factually or legally) and are therefore

unper suasi ve.

Thus, we have now carefully considered all of the
evi dence of nonobvi ousness supplied by appell ant, and wei ghed
t hat evi dence along with the evidence of obviousness relied
upon by the examner. As a result of our considerations, we
reach the conclusion that appellant's invention as set forth

inclainms 1, 2, 4 through 8, 12 through 17, 19 through 32 and
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35 on appeal would not have been obvious to the person of
ordinary skill in the art within the neaning of 35 U. S.C. 103.
The evi dence of nonobvi ousness taken as a whole, in our view,
clearly outwei ghs the evidence of obviousness relied upon by

t he exam ner.

I n sunmary:

The examner's rejection of clains 1, 2, 4 through 8, 12
through 17, 19 through 32 and 35 under 35 U.S.C. § 103(a) as
bei ng unpatentabl e over Thalenfeld in view of Petrou is not

sust ai ned.

As for the double patenting rejections, we REMAND t his
application back to the exam ner to reconsider the provisional
nature of the obvi ousness-type doubl e patenting rejections now

that the application (08/940,859) relied upon in those
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rejections has issued as a U S. patent.

The decision of the exam ner on the sole issue ripe for
appeal (i.e., the rejection of clains 1, 2, 4 through 8, 12
through 17, 19 through 32 and 35 under 35 U.S.C. § 103) is,

accordi ngly, reversed.

REVERSED AND REMANDED
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NEAL E. ABRANMS
Adm ni strative Patent Judge

CHARLES E. FRANKFORT
Adm ni strative Patent Judge

WLLIAM F. PATE, |11
Adm ni strative Patent Judge

CEF: pgg

Noel |. Smith

Leydig Voit & Mayer LTD
Two Prudential Plaza
Suite 4900

Chi cago, IL 60601-6780
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