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for publication and is not binding precedent of the Board.
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NASE, Admi ni strative Patent Judge.

DECI S| ON ON APPEAL

This is a decision on appeal fromthe examner's fina
rejection of clains 28 and 33 to 40, which are all of the
clainms pending in this application.

W REVERSE

BACKGROUND
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The appellants' invention relates to a nethod of
installing a frost heave damage preventive structure in soi
havi ng a seasonal freezing |layer and a maxi mum freezi ng depth
(claims 33 to 35), a frost heave damage preventive structure
for protecting piles supporting a ground structure, located in
a cold region, fromdanage due to frost heave of soil and thaw
settlenent (clainms 36 to 40) and a nethod of installing the
frost heave damage preventive structure defined in claim36
(claim?28). A copy of the clains under appeal is set forth in

the appendi x to the appellants' brief.

The prior art references of record relied upon by the
exam ner in rejecting the appeal ed cl ains are:

Upson 3, 090, 204 May 21,
1963

Chil ders et al. 3,198, 857 Aug. 3,
1965

(Chil ders)

Long 3,706, 204 Dec.
19, 1972

Clainms 28, 33, 34 and 36 to 40 stand rejected under

35 U.S.C. 8 103 as bei ng unpatentabl e over Long.
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Claims 33 to 35 stand rejected under 35 U.S.C. §8 103 as
bei ng unpat entabl e over Long as applied to claim 33 above, and

further in view of Upson or Childers.

Rat her than reiterate the conflicting viewoints advanced
by the exam ner and the appellants regardi ng the above-noted
rej ections, we nake reference to the answer (Paper No. 20,
mai | ed January 3, 2000) for the exam ner's conpl ete reasoning
in support of the rejections, and to the brief (Paper No. 19,
filed Novenber 17, 1999) for the appellants' argunents

t her eagai nst .

OPI NI ON
In reaching our decision in this appeal, we have given
careful consideration to the appellants' specification and
clains, to the applied prior art references, and to the
respective positions articulated by the appellants and the
exam ner. Upon evaluation of all the evidence before us, it
is our conclusion that the evidence adduced by the exam ner is

insufficient to establish a prim facie case of obvi ousness

with respect to the clains under appeal. Accordingly, we wll
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not sustain the examner's rejection of clains 28 and 33 to 40

under 35 U.S.C. 8§ 103. Qur reasoning for this determ nation

foll ows.

In rejecting clains under 35 U . S.C. 8§ 103, the exam ner

bears the initial burden of presenting a prima facie case of

obvi ousness. See Inre R jckaert, 9 F.3d 1531, 1532, 28

USPQ2d 1955, 1956 (Fed. Cir. 1993). A prinm facie case of

obvi ousness i s established by presenting evidence! that woul d

have | ed one of ordinary skill in the art to conbine the

! Evidence of a suggestion, teaching, or notivation to
nodify a reference may flow fromthe prior art references
t hensel ves, the know edge of one of ordinary skill in the art,
or, in sone cases, fromthe nature of the problemto be
sol ved, see Pro-Mold & Tool Co. v. Geat Lakes Plastics, Inc.,
75 F.3d 1568, 1573, 37 USPQ2d 1626, 1630 (Fed. Cir. 1996),
Para- Ordi nance Mg., Inc. v. SGS Inporters Int'l., Inc., 73
F.3d 1085, 1088, 37 USPQ2d 1237, 1240 (Fed. G r. 1995), cert.
deni ed, 117 S. . 80 (1996), although "the suggestion nore
often comes fromthe teachings of the pertinent references,”
In re Rouffet, 149 F.3d 1350, 1355, 47 USPQ2d 1453, 1456 (Fed.
Cr. 1998). The range of sources avail able, however, does not
di m ni sh the requirenent for actual evidence. That is, the
showi ng nust be clear and particular. See, e.qg., CR Bard
Inc. v. MB Sys., Inc., 157 F.3d 1340, 1352, 48 USPQd 1225,
1232 (Fed. Gir. 1998), cert. denied, 119 S. C. 1804 (1999).
A broad conclusory statenent regardi ng the obvi ousness of
nodi fying a reference, standing alone, is not "evidence." See
In re Denbiczak, 175 F.3d 994, 999, 50 USPQ2d 1614, 1617 (Fed.
Cr. 1999).
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rel evant teachings of the references to arrive at the clained

invention. See Inre Fine, 837 F.2d 1071, 1074, 5 USPQd

1596, 1598 (Fed. Cir. 1988) and In re Lintner, 458 F.2d 1013,

1016, 173 USPQ 560, 562 (CCPA 1972).

The 35 U.S.C. § 103 rejection based on Long al one
W will not sustain the rejection of clains 28, 33, 34
and 36 to 40 under 35 U.S.C. § 103 as bei ng unpatentabl e over

Long.

Long di scl oses a nethod and apparatus for inproving
bearing strength of piles in permafrost. As best shown in
Figure 1, the soil in which a pile 20 is to be used includes a
seasonal -frost or seasonal -thaw region 10 and a permafrost or
per manent | y
frozen region 12. The limts of the seasonal -thaw region are
the surface 14 of the soil and the general dividing Iine 16
separating the seasonal -thaw region fromthe permanently
frozen region. Long teaches (colum 2, line 63, to colum 3,

line 2) that in practice, it should be understood that the
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depth of the line 16 will vary depending on the clinmatic
conditions in any particular year and that the seasonal -thaw
region is that portion of the soil which freezes during the
cold arctic winters but thaws during the summers whereas the

permanent|ly frozen region remai ns frozen year around.

Long's pile 20 includes an upper portion 22 exposed to
the atnosphere, an internediate portion 23 located in the
seasonal -thaw region and a | ower portion 24 |located in the
permanently frozen region. The |ower portion 24 of the pile
20 is provided with a plurality of appendages such as
| ongi tudi nal |y spaced rings 26 permanently secured thereto as
by wel ding. Long teaches (columm 3, lines 25-27) that the
rings 26 will not extend above the permanently frozen region

of the hol e.

In Long's nmethod (colum 3, lines 28-40), a hole is dug
t hrough the seasonal -thaw region 10 into the permanently
frozen region 12 and is | arge enough to receive the pile 20
with the rings 26 integrally attached. The |ower portion 24

of the pile is conpletely bel ow the seasonal -t haw regi on.
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Next a slurry of fill material (e.g., soil, aggregate or
water) is introduced into the hole around the pile. Finally
the fill material is frozen to forman integral attachnent
between the rings, the cylindrical outside surface of the pile

and the permafrost soil

Long teaches (colum 3, lines 41+4) that with his
i nvention the "jacking" forces in the seasonal -thaw region
will be
effectively reduced since the main securenent of the pile with
the soil will be in the generally permanently frozen region.
Thus the freezing and thaw in the seasonal -thaw region w ||
cause the fill material in that region to slide over the
outside surface of the pile rather than to work the pile up or
down. Since the rings becone permanently |ocked in the fil
material the fill nmaterial between adjacent rings becones
trapped and in effect becones a lateral extension of the pile.
As a result the effective outside dianeter of the pile becones
increased. This increase in effective outside dianeter
i ncreases the surface area between the naterial trapped by the

rings and the surrounding soil thus providing an increased
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frictional surface area to reduce novenent of the pile in the

hol e.

The appell ants argue (brief, pp. 6-11) that the foll ow ng
claimed limtations are not taught or suggested by Long: (1) a
pl ate-li ke reaction nmenber extendi ng approximately in paralle
to a freezing front of the ground, and positioned in the
ground at a depth which is deeper than a maxi mum freezing
depth of the ground as recited in independent claim 36; and
(2) excavating a pile hole in the soil to a depth bel ow the
maxi mum freezing depth and driving the pile into the pile hole
so that the reaction nenber is positioned at the bottom of the
excavated pile hole below the maxi mum freezing depth as

recited in independent claim33. W agree.

Wil e the exami ner's determ nation (answer, p. 3) that
Long's rings 26 are positioned in the ground at a depth which
i s deeper than the maxi num freezing depth of Long' s seasonal -
thaw region 10 is correct, Long specifically teaches that the
rings 26 are located in the permanently frozen region 12 of

the soil (colum 2, line 57, to colum 3, line 17; Figures 1
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and 4-6) which is clearly not at a depth which is deeper than
the maxi num freezing depth of the ground. The exam ner's

further determ nation (answer, p. 4) that the recitation of "a
maxi mum freezing depth" sets forth no nethod steps/structure
that patentably defines over the teachings of Long is untrue
for the follow ng reasons. First, the structure of claim 36
requires a plate-like reaction nenber positioned in the ground
at a depth which is deeper than a maxi num freezing depth of
the ground which is a structural limtation not suggested or
taught by Long. Second, the method of claim 33 requires
excavating a pile hole in the soil to a depth bel ow the

maxi mum freezing depth and driving a pile and reacti on nenber
into the pile hole so that the reaction nenber is positioned
at the bottom of the excavated pile hole bel ow the maxi mum

freezing depth which are nmethod Iimtations not suggested or

taught by Long.

In addition, while the exam ner (answer, pp. 5-6) nay be
correct that Long's permanently frozen region 12 and ring 26

are the full functional equivalents of the appellants’
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unfrozen soil layer (i.e., soil below the nmaxi num freezing
depth) and reaction nenber 7, the exam ner has not provided
any evidence in the rejections before us in this appeal as to
why it woul d have been obvious at the tinme the invention was
made to a person having ordinary skill in the art to have
nodi fied Long's nethod and apparatus to arrive at the clained
invention.? In our view, the only suggestion for nodifying
Long to neet the above-noted limtations stens from hindsi ght
know edge derived fromthe appellants' own disclosure. The
use of such hindsi ght know edge to support an obvi ousness
rejection under 35 U.S.C. 8 103 is, of course, inperm ssible.

See, for exanple, W L. Gore and Assocs.., Inc. v. Garlock,

Inc., 721 F.2d 1540, 1553, 220 USPQ 303, 312-13 (Fed. G

1983), cert. denied, 469 U S. 851 (1984).

2 Upon return of this application to the exam ner, the
exam ner should review the background of the invention section
of U S. Patent No. 4,818,148 to Takeda et al. (of record) to
det ermi ne whet her or not the conbined teachings of this patent
and Long woul d render any pendi ng cl ai m unpat ent abl e under
35 U S.C. § 103.
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For the reasons set forth above, the decision of the
exam ner to reject clains 28, 33, 34 and 36 to 40 under 35

US. C 8§ 103 is reversed.

The 35 U.S.C. 8§ 103 rejection based on Long and Upson or
Chi | ders

W will not sustain the rejection of clains 33 to 35
under 35 U.S.C. § 103 as bei ng unpatentabl e over Long as
applied to claim33 above, and further in view of Upson or

Chi | ders.

We have reviewed the references to Upson and Chil ders
additionally applied in this rejection of clainms 33 to 35 but
find nothing therein which makes up for the deficiency of Long
di scussed above with respect to claim33. Accordingly, we
cannot sustain this rejection of appealed clains 33 to 35
under

35 U S.C. § 103.
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CONCLUSI ON

To sunmmari ze, the decision of the exam ner to reject
clains 28 and 33 to 40 under 35 U. S.C. § 103 is reversed.

REVERSED

JOHN F. GONZALES
Adm ni strative Patent Judge

NEAL E. ABRANMS )
Adm ni strative Patent Judge )

)

)

)

) BOARD OF PATENT
JEFFREY V. NASE ) APPEALS
Adm ni strative Patent Judge ) AND

) | NTERFERENCES

)

)

)

)

)
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