The opinion in support of the decision being entered today was
not witten for publication and is not binding precedent of
t he Board.
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ON BRI EF

Bef ore CALVERT, FRANKFORT, and BAHR, Adm ni strative Patent
Judges.

FRANKFORT, Adninistrative Patent Judge.

DECI S| ON ON APPEAL

This is a decision on appeal fromthe examner's fina
rejection of claims 1, 3, 5, 6 and 10 through 12. dains 4, 7
through 9 and 13 through 19, which are the only other clains
remaining in the application, stand allowed. Caim2 has been

cancel ed.

Appel lants’ invention relates to a trolling notor
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nmounting systemfor use on a boat, which nounting system
allows the trolling notor to be displaced in any direction
upon contact with an obstruction. O further concern to
appellants is the fact that the nounting system shoul d incl ude
a single adjustnent nechanism (e.g., 22, 23) to control both
hei ght and rotation of the notor. Independent claiml is
representative of the subject natter on appeal and a copy of
that claim as reproduced fromthe Appendi x to appellants’

brief, is attached to this deci sion.

The prior art references of record relied upon by the

exam ner in rejecting the appeal ed cl ains are:

Dewey 153, 813 Aug. 4, 1874

Pai nt er 424,572 Apr. 1, 1890

Klammer et al. (KIammer) 4, 555, 233 Nov.
26, 1985

Havi ns 4,982,924 Jan. 8,
1991

Maglica et al. (Maglica) 5,109, 321 Apr
28, 1992

Clains 1, 3, 5, 6 and 10 stand rejected under 35 U S. C

8§ 103(a) as being unpatentable over Havins in view of Kl amrer
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and Dewey.

Claim1ll stands rejected under 35 U.S.C. 8§ 103(a) as
bei ng unpatent abl e over Havins in view of Kl amer and Dewey as

appl i ed above, and further in view of Mglica.

Claim 12 stands rejected under 35 U.S.C. § 103 as being
unpat ent abl e over Havins in view of Klamer, Dewey and Maglica

as applied to claim 11 above, and further in view of Painter.

Rat her than reiterate the examner's full statenent of
t he above-noted rejections and the conflicting viewpoints
advanced by the exam ner and appel |l ants regardi ng those
rejections, we nake reference to the exam ner's answer (Paper
No. 22, mailed Cctober 15, 1999) for the reasoning in support
of the rejections, and to appellants’ brief (Paper No. 21,

filed July 14, 1999) for the argunents thereagainst.

OPI NI ON
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In reaching our decision in this appeal, we have given
careful consideration to appellants’ specification and cl ai s,
to the applied prior art references, and to the respective
positions articul ated by appellants and the exam ner. As a
consequence of our review, we have made the determ nations

whi ch foll ow

Bef ore addressing the rejections on appeal, we observe
that appellants have indicated on page 3 of their brief that
“[n]o statenent is made pursuant to 37 CFR 1.192(c)(7).”
Accordi ngly, we have selected claim1l as being representative
of the issues on appeal and will decide the appeal on the

basis of that clai mal one.

Looking to the examner's rejection of clainms 1, 3, 5 6
and 10 under 35 U.S.C. § 103 based on Havins, Kl amer and
Dewey, we agree with the exam ner that Havins (e.g., in Fig.
8) discloses a nounting apparatus for nounting sonar
transducers on a boat, which apparatus includes a franme (207)

nount able to the boat, a colum (143) supporting the subnerged
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sonar transducer, and an adjustable swi vel joint (151)
supported by the frame and engagi ng the colum (143), said
swivel joint conprising a ball (201) rotatably nounted in a
socket forned by two bracket plates (203) and an adj ust nent
mechani sm (219) for adjusting the conpressive force exerted by
the bracket plates on the ball to control the resistance of
the ball to rotation relative to the plates. The swi vel joint
of Havins also includes a sleeve (199) secured to the ball for
recei ving the columm (143) and an adj ust nent nechani sm (209,
211, 213) on each end of the sleeve for permtting or
restricting |ongitudinal novenent of the colum relative to
the swivel joint so as to allow for adjustnent of the depth of
the transducer. As observed by the exam ner, Havins | acks any

teaching of a trolling notor.

The examiner relies on Klammer to show that it was wel
known at the tine of appellants’ invention to nount a trolling
notor to a boat using a nounting apparatus of a type simlar
to that in Havins, i.e., wherein the colum of the trolling

notor is adjustably gripped by a portion (16) of the nounting
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apparatus. Like the exam ner, we consider that it would have
been obvious to one of ordinary skill in the art, based on the
col l ective teachings of Havins and Kl anmer, to utilize a
nounting apparatus |like that of Havins for nmounting a trolling
notor to a boat in order to effect boat novenent as taught by
Kl ammer. Appel |l ants have not directly taken issue with this
aspect of the exam ner’s conbination of the prior art

r ef erences.

To the extent that appellants have urged (brief, page 8)
that the nounting apparatus of Havins is incapabl e of
supporting a “relatively heavy trolling notor,” we agree with
the examner that trolling notors are manufactured in a
variety of different sizes and weights, froma relatively
i ghtwei ght small power unit to |arger, heavier, higher
powered units. NMbreover, we point out that Havins expressly
describes (col. 9, lines 55-56) the transducer (187) as
typically being “heavy,” and al so descri bes an enbodi nent
(Figs. 13-14) wherein the nounting apparatus (151) is used to

support three such “heavy” transducer units carried on the
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colum (143). Thus, this line of argunent on appellants’ part

I S unpersuasive.

The exam ner has additionally observed that the nounting
apparatus of Havins includes two nmechanisns for individually
adjusting the grip of the swivel joint on the colum and the
resi stance of the swvel joint to rotation, while the
apparatus of appellants’ claim1l requires “a singular
adj ust rent nmechani sni for achieving these operations. To
account for this difference, the exam ner has relied upon the
t eachi ngs of Dewey, urging that Dewey discloses a simlar
swivel joint in which a colum (B) is supported by a split
bal | and socket arrangenent which includes a single adjustnent
mechani sm (h) for controlling both colum grip and col um
pi vot resistance. On the basis of the collective teachings of
t hese references, the exam ner has concluded that it would
have been obvious to one of ordinary skill in the art at the
time of appellants’ invention to further nodify the support
apparatus of Havins by substituting a split ball |ike that of

Dewey for Havins' ball/collar elenent (201, 199, 213) seen in
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Figure 8 in order to sinplify colum adjustnent as taught by
Dewey and to provide a socket nore fully matching the shape of
the surface of the ball to increase surface area contact and
thereby the gripping force as inherently taught in Dewey. W
agree, noting that this would make the adjusting screw (219)
of Havins the “singular adjusting nechanisni required by

appel l ants’ claim 1.

Appel  ants’ argunent (brief, page 6) that Dewey is
nonanal ogous art to the present invention has been adequately
dealt with by the exam ner on page 6 of the answer, and we
i ncorporate that reasoning in our decision. As for
appel l ants’ assertion that Havins teaches away fromthe
present invention, we see nothing in Havins that expressly
teaches away froma broader area of contact on the ball so as
to enhance the gripping force that the socket el ements can
apply to the ball. 1In that regard, we see nothing in Havins
that in any way limts the contact area between the ball (201)
and the plates (203) to line contact, as urged by appell ant.

Mor eover, we agree with the exam ner that the conbined
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t eachi ngs of Havins and Dewey clearly woul d have been
suggestive to one of ordinary skill in the art of a greater
area of contact between the ball and the support plates given
the showing in Figure 1 of Dewey regardi ng the areas of
contact between the ball and socket elenents therein. |In this
regard, we al so observe that while Dewey discloses use of the
hol di ng device therein with an unbrella-stick (B), it
expressly notes (col. 2, lines 16-20) that the hol ding device
Is “equally applicable to the retention of . . . other objects

which it is desired to adjust longitudinally or to an angle.”

Appel I ants’ assertions on pages 10 and 11 of the brief
that the exam ner has not shown that Dewey has the capability
to adjust the grip on elenment (B) is also unpersuasive. This
argunment from appellants is belied by the teachings of Dewey
at columm 1, lines 12-18, that the sem -spherical blocks (A,
A') of the holding device therein are “arranged to enbrace the
unbrella-stick B, and to be tightly clanped to the sane by the
pressure of [the] two recessed plates D, D, between which the

said bl ocks are retained, and on which they can, together with
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the stick, be adjusted to any angle.” This adjustnent aspect
of the holding device in Dewey is also evident fromthe

di scl osure at colum 1, line 31, et seq., wherein it is noted
that the sem -spherical clanping blocks (A A ) of the hol ding
devi ce are pressed toward each other and agai nst the unbrell a-
stick (B), when the plates (D, D) are drawn together by the
set-screw (h) so as to permt angul ar adjustnent of the
unbrella-stick to any desired angle relative to the plates,
within certain limts, and after such adjustnent to allow the
parts to again be tightly clanped together by sinply turning

the set-screw.

Based on the foregoing, we will sustain the exam ner's
rejection of appellants’ claim1l on appeal under 35 U.S.C.

8§ 103(a) based on the conbi ned teachings of Havins, Kl amrer
and Dewey. Finding no argunents from appellants regarding the
separate patentability of clains 3, 5, 6 and 10 through 12, we
consi der these clains to fall with claim1, fromwhich they
either directly or indirectly depend. Accordingly, the

exam ner’s rejections of these additional clains under 35
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US C 8§ 103(a) are |likew se sustai ned.

In further response to appellants’ argunents, we observe
that where the issue is one of obviousness under 35 U S.C. §
103, the proper inquiry should not be limted to the specific
structure shown by a reference, but should be into the
concepts fairly contained therein, with the overriding
question to be determ ned bei ng whet her those concepts woul d
have suggested to one skilled in the art the nodification

called for by the clains. See In re Bascom 230 F.2d 612, 614,

109 USPQ 98, 100 (CCPA 1956). Furthernore, under 35 U S.C. 8§
103, a reference nmust be considered not only for what it
expressly teaches, but also for what it fairly suggests (ln re
Burckel , 592 F.2d 1175, 1179, 201 USPQ 67, 70 (CCPA 1979); Ln

re Lanberti, 545 F.2d 747, 750, 192 USPQ 278, 280 (CCPA

1976)), as well as the reasonable inferences which the artisan

woul d logically draw fromthe reference. See In re Shepard,

319 F.2d 194, 197, 138 USPQ 148, 150 (CCPA 1963). As stated by

the Court inln re Keller, 642 F.2d 413, 425, 208 USPQ 871,

881 (CCPA 1981).
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The test for obviousness is not whether the features of a
secondary reference may be bodily incorporated into

t he structure of the primary reference, nor is it
that the cl ai med i nvention nust be expressly
suggested in any one or all of the references. Rather,
the test is what the conbi ned teachings of the
ref erences woul d have suggest ed to those of ordinary
skill in the art.

In addition, while there clearly nust be some teaching or
suggestion to conmbi ne existing elenents in the prior art to
arrive at the clained invention, we note that it is not
necessary that such teaching or suggestion be found only
within the four corners of the applied references thensel ves;
a concl usi on of obvi ousness nay be made from comon know edge
and common sense of the person of ordinary skill in the art

Wi t hout any specific hint or suggestion in a particular

reference. See In re Bozek, 416 F.2d 1385, 1390, 163 USPQ
545, 549 (CCPA 1969). This is because we presune skill on the
part of the artisan, rather than the converse. See ln re

Sovi sh, 769 F.2d 738, 743, 226 USPQ 771, 774 (Fed. Cir. 1985).

In light of the foregoing, the decision of the exam ner

rejecting clainms 1, 3, 5, 6 and 10 through 12 on appeal under

12
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35 U.S.C. 8 103(a) is affirned.

No tinme period for taking any subsequent action in
connection with this appeal nay be extended under 37 CFR

§ 1.136(a).

AFFI RVED
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| AN A, CALVERT )
Adm ni strative Patent Judge

BOARD OF PATENT
CHARLES E. FRANKFORT

Adm ni strative Patent Judge APPEALS AND
| NTERFERENCES

JENNI FER D. BAHR
Adm ni strative Patent Judge

N N N N N N N N N N N

CEF: pgg

St eve Rosenbl att
Rosenbl att and Redano
One Greenway Pl aza
Suite 500

Houst on, TX 77046
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APPENDI X

1. In conbination, an apparatus to support a trolling
notor colum from a boat including the colum and notor,
conpri si ng:

a frame nmountable to the boat;

an adj ustabl e swivel joint supported by said frame and

15
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engagi ng said columm, said swivel joint conprising a singular
adj ust nrent nmechani sm which controls the grip of said sw ve
joint on said columm and the resistance of said sw vel joint
to rotation with respect to said frame, which occurs when said
colum is deflected; and

said swivel joint further conprises a ball rotatably
nounted to a socket supported by said frame, said socket
conprising a concave spherical surface which matches the shape
of the surface area of said ball
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