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COHEN, Adninistrative Patent Judge.

DECI S| ON ON APPEAL

This is an appeal fromthe final rejection of clains 1
through 22, all of the clainms in the application. Clainms 1 and
17 were anended (Paper No. 9) subsequent to the final

rejection.

Appel lant’ s invention pertains to a high efficiency
vehi cl e and engi ne, and a nethod for increasing the efficiency

of, and for reducing the torsional vibration of, a
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reci procating piston four-stroke spark ignition internal
conmbustion engi ne. A basic understanding of the invention can
be derived froma reading of exenplary clains 1, 10, 18, ! and
21, respective copies of which appear in the APPENDI X to the

mai n brief (Paper No. 10).

As evi dence of obviousness, the exam ner has applied the

docunents |isted bel ow

Hedel i n 4,539, 946 Sep. 10, 1985
Htom et al 4, 958, 606 Sep. 25, 1990

The following rejections are before us for review

Clainms 10 through 22 stand rejected under 35 U S.C. 8§

103(a) as being unpatentable over Hi tom.

Clains 1 through 9 stand rejected under 35 U.S.C. 8§

103(a) as being unpatentable over Hitom in view of Hedelin.

! The copy of claim 18 appended to the brief includes an
obvi ous typographical error; on lines 5 and 6 of the claim?®,
a cylinder .... maxi mum power” duplicates |anguage already
present in the claim
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The full text of the exam ner’s rejections and response
to the argunent presented by appellant appears in the final
rejection and the answer (Paper Nos. 5 and 11), while the
conpl ete statenent of appellant’s argunent can be found in the

main and reply briefs (Paper Nos. 10 and 12).

CPI NI ON

I n reachi ng our conclusion on the obviousness issues
raised in this appeal, this panel of the board has carefully
assessed appel lant’s specification and clains, 2 the applied

teachi ngs,® and the respective viewpoints of appellant and the

2 As to clainms 18 and 21, in light of the underlying
specification (page 25), we understand the “increasing” step
torelate to the different first and second engi ne settings.

3 1n our evaluation of the applied prior art, we have
considered all of the disclosure of each docunent for what it
woul d have fairly taught one of ordinary skill in the art.
See In re Boe, 355 F.2d 961, 965, 148 USPQ 507, 510 (CCPA
1966). Additionally, this panel of the board has taken into
account not only the specific teachings, but also the
i nferences which one skilled in the art woul d reasonably have
been expected to draw fromthe disclosure. See In re Preda,
401 F. 2d 825, 826, 159 USPQ 342, 344 (CCPA 1968).

(continued...)
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exam ner. As a consequence of our review, we nake the

deterni nation which foll ows.

We do not sustain the respective rejections of

appel lant’s clains under 35 U.S.C. § 103(a).

Qovi ousness under 8 103 is a | egal conclusion based on

factual evidence. See In re Fine, 837 F.2d 1071, 1073, 5

USPQ2d 1596, 1598 (Fed. Cir. 1988). An exam ner nay not resort

to specul ati on or unfounded assunptions to supply deficiencies

in establishing a factual basis. See In re Warner, 379 F.2d
1011, 1017, 154 USPQ 173, 178 (CCPA 1967). In other words,

t he subjective opinion of an exanminer as to what is or is not
obvi ous, w thout evidence in support thereof, does not provide
a factual basis upon which the | egal conclusion of obviousness
can be reached. Instead, it is well settled that in order to
establish a prima facie case of obviousness the prior art

t eachi ngs nust be sufficient to suggest to one of ordinary

skill in the art making the nodification needed to arrive at

3(...continued)
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the cl ai ned i nventi on. See Inre Lalu, 747 F.2d 703, 705, 223

USPQ 1257, 1258 (Fed. Cir. 1984).

A critical step in analyzing the patentability of clains
pursuant to 35 U . S.C. 8§ 103(a) is casting the m nd back to the
time of an invention, to consider the thinking of one of
ordinary skill in the art, guided only by the prior art
references and the then-accepted wisdomin the field. See |

re Denbiczak, 175 F.3d 994, 999, 50 USPQ2d 1614, 1617 (Fed.

Gr. 1999).

Most if not all inventions arise froma conbi nati on of

old elements. See In re Rouffet, 149 F.3d 1350, 1357, 47

USPQ2d 1453, 1457 (Fed. Cir. 1998). To establish obviousness
based on a

conbi nation of the elenents disclosed in the prior art, there
must be sone notivation, suggestion or teaching of the
desirability of making the specific conbination that was nmade

by an appellant. See In re Dance, 160 F.3d 1339, 1343, 48

USPQ2d 1635, 1637 (Fed. Cir. 1998); In re Gordon, 733 F. 2d

900, 902, 221 USPQ 1125, 1127 (Fed. Cr. 1984). Even when

5
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obvi ousness is based on a single prior art reference, there
must be a showi ng of a suggestion or notivation to nodify the

teachings of that reference. See In re Kotzab, 217 F.3d 1365,

1370, 55 USP2d 1313, 1316-17 (Fed. Cr. 2000).

We turn now to the circunstances in the present appeal.
It is readily apparent to this panel of the Board that the
exam ner’ s conclusion that appellant’s claimed subject matter
is unpatentable under 35 U . S.C. 8§ 103(a) is sinply not
supported by the applied evidence of obviousness. As to clains
10 through 22, the exam ner acknow edges that there is no
explicit recitation in the Htom reference of engine use in
any autonobile (final rejection, page 2). Relative to the
rejection of clains 1
t hrough 9, which applies the Htom and Hedelin docunents, the
exam ner does not focus upon any use in an autonobile for the
Hedel i n engi ne. The above deficiency in the references as to
any engi ne and vehicle rel ationship whatsoever is particularly
problematic in that each of appellant’s independent clains 1,
10, 18, and 21 expressly requires “an engi ne nmaxi mum power
output to vehicle weight ratio of at |east 0.055 kilowatts of

6
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engi ne power per kilogramof vehicle weight.” Additionally,
and of particular inportance,* is the lack of any teaching in
the applied references proffered by the exam ner of an engi ne
havi ng fewer than three reciprocating pistons, a specific and
express limtation of independent clains 1 and 10. The

exam ner

di sm sses the nunber of “cylinders” as a matter of engineering
design or a matter of design choice (final rejection, page 4),
but later contends that “it is known to put notorcycle engines

into very small vehicles” (answer, page 5). °® Quite

4 As appellant’s “SUMVARY OF THE | NVENTI ON' section of the
specification reveals a “single cylinder” engine is enpl oyed
in a vehicle.

> The “BACKGROUND OF THE | NVENTI ON' section of appellant’s
specification (pages 1 through 7) offers an extensive
di scussion of the state of the art, at the tine of the present
invention. In the background section, appellant nmentions
Japanese mcro cars and hybrid vehicles. As to the Japanese
mcro cars, the main brief (page 12) clarifies for us that
t hese cars have three or four cylinders. On the other hand, we
are informed by the background section (specification, page 2)
that hydrid vehicles have one, typically very small engine for
efficiently generating base | oad power requirenents of
approxiately 10 kilowatts. It is not apparent how many
cylinders this very small engine has. W note that, apart from
dependent clains 8 and 16, independent clains 1, 10, 18, and
21 are not restricted to the claimed engi ne being the only
notive power source of a vehicle, i.e., a non-hybrid vehicle.

7
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appropriately, appellant points out that the exam ner’s
contention is not supported by a reference (reply brief, page
2) and that the exam ner has used “broadbrush general
statenents” (reply brief, page 4) to inply that the subject
matter of the clains on appeal woul d have been obvious. At

| east for the reasons set forth above, the respective

rejections before us cannot be sustai ned.

In summary, this panel of the board has not sustai ned

each of the rejections on appeal.
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REVERSED

| RW N CHARLES COHEN
Adm ni strative Patent Judge

BOARD OF PATENT

NEAL E. ABRAMS APPEALS
Adm ni strative Patent Judge AND
| NTERFERENCES

JEFFREY V. NASE
Adm ni strative Patent Judge
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