THL'S OPI NI ON WAS NOT__ WRI TTEN FOR PUBLI CATI ON

The opinion in support of the decision being entered today (1)
was not witten for publication in a law journal and (2) is
not bi ndi ng precedent of the Board.
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ON BRI EF

Bef ore COHEN, ABRAMS and GONZALES, Adninistrative Patent
Judges

GONZALES, Administrative Patent Judge.

DECI S| ON ON APPEAL

This is a decision on an appeal fromthe examner's fi nal
rejection of clainms 22 through 32 and 34 through 42, which are
all of the clainms in the application.

W REVERSE
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The subject matter on appeal is directed to a filter
assenbly nounted in a bottle (clains 22 through 27, 38, 40 and
42) and to a filter assenbly per se (clains 28 through 32 and
34 through 37, 39 and 41). dains 22, 28 and 42, the only
i ndependent clains, are illustrative of the subject matter on
appeal and are reproduced in the “Appendi x” attached to the
mai n bri ef.

The prior art references of record relied upon by the
exam ner in rejecting the appeal ed cl ai ns are:

Par ker 647, 580 Apr. 17,
1900
Kni ght 3, 335,917 Aug. 15,
1967
VanderBilt et al. 4,753, 728 Jun. 28,
1988
(VanderBil t)
Magnusson et al . 5,273, 649 Dec. 28,
1993
(Magnusson)

Clainms 22 through 32 and 34 through 42 stand
rejected under 35 U.S.C. § 103(a) as bei ng unpatentabl e over
Magnusson in view of either Parker or Knight and further in

vi ew of VanderBilt.

The full text of the examner's rejection and the
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response to the argunents presented by the appellants appear
in the answer (Paper No. 19, nailed August 30, 1999), while
the conplete statenent of the appellants’ argunents can be
found in the main and reply briefs (Paper Nos. 18 and 20,

filed May 3, 1999 and Septenber 9, 1999, respectively).

OPI NI ON

In reaching our decision in this appeal, we have given
careful consideration to the appellants’ specification and
clains, to the applied prior art references, and to the
respective positions articulated by the appellants and the
exam ner. As a consequence of our review, we conclude that
the rejection cannot be sustai ned.

In rejecting clains under 35 U. S.C. 8§ 103, the exam ner

bears the initial burden of presenting a prima facie case of

obvi ousness. See Inre R jckaert, 9 F.3d 1531, 1532, 28

USPQ2d 1955, 1956 (Fed. Cir. 1993). A prina facie case of
obvi ousness i s established by presenting evidence that the
reference teachi ngs woul d appear to be sufficient for one of
ordinary skill in the relevant art having the references

before himto nake the proposed conbi nati on or other
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nmodi fi cati on. See Inre Lintner, 458 F.2d 1013, 1016, 173

USPQ 560, 562 (CCPA 1972). Furthernore, the conclusion that
the clained subject matter is prima facie obvious nust be
supported by evidence, as shown by sone objective teaching in
the prior art or by know edge generally avail able to one of

ordinary skill in the art that would have | ed that

i ndi vidual to conbine the rel evant teachings of the references

to arrive at the clained i nvention. See In re Fine, 837 F.2d

1071, 1074, 5 USPQd 1596, 1598 (Fed. Cir. 1988). Rejections
based on

8§ 103 nust rest on a factual basis with these facts being
interpreted wi thout hindsight reconstruction of the invention
fromthe prior art. The exam ner may not, because of doubt
that the invention is patentable, resort to specul ation,

unf ounded assunption or hindsight reconstruction to supply
deficiencies in the factual basis for the rejection. See In

re Warner, 379 F.2d 1011, 1017, 154 USPQ 173, 178 (CCPA 1967),

cert. denied, 389 U S. 1057 (1968). Qur review ng court has
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repeat edly cautioned agai nst enpl oyi ng hi ndsi ght by using the
appellant's disclosure as a blueprint to reconstruct the
clainmed invention fromthe isolated teachings of the prior

art. See, e.d., Gain Processing Corp. v. Anerican

Mai ze- Products Co., 840 F.2d 902, 907, 5 USPQ2d 1788, 1792

(Fed. Cir. 1988).

Each of the independent clainms calls for, inter alia, an
el ement or tube of filtering material having an axis, a liquid
porous side wall and a “porosity”! of about 10-120 microns; a
cap for closing a bottle neck having first and second
substantially opposite surfaces; a manual valve connected to
or cooperatively associated with the cap; and the filter
el enent or tube operatively engaging the cap second surface.
Each of the independent clains also requires that the flow of
liquid through the el ement or tube be primarily radial with

respect to the elenent or tube axis during filtering.

Y I'n construing the appealed clains, it is our understanding that the

term “porosity” actually refers to pore size, since “porosity” is typically
defined as the ratio of pore volune to bulk volunme and is not stated in units
of length. See, e.g., Van M ack, Elenents of Material Science 381(1964) (copy
attached). The appellants’ erroneous use of the term“porosity,” rather than
pore size, is worthy of correction upon return of the application to the
jurisdiction of the exam ner.
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The exam ner describes Figure 7 of Magnusson as
di sclosing a plastic water bottle having a tubular filter
cartridge 238 extending froma cap 234, the cap having a val ve
assenbly 230 and a recess 236 in which the cartridge 238 is
secured by snap ring 240 and O ring 241 (answer, page 3). The
exam ner acknow edges that Magnusson does not teach a tube of
filtering material or the filtering material having |liquid
porous side walls (id. at 4). To renedy this deficiency in
Magnusson, the exam ner cites Parker and Knight for their
di sclosure of a filter cartridge conprising a tube of
filtering material having a liquid porous side wall, the flow
of liquid through each el enent being radial with respect to

the tube axis during filtering (iLd.). The exam ner then

concludes that “[i]t would therefore have been obvious to
substitute the filter cartridge of either Parker or Knight in
t he devi ce of Magnusson to provide for the filtration of
suspended particles/gross particul ates as taught by |ines 42-
46 of columm 8 of Magnusson” (id.). W note that colum 8,

lines 42-46 of Magnusson read:
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The cartridge 238 [shown in Figure 7] is principally

intended as a purifier and would not normally be

used with water containing | arge amounts of

suspended particles. For such conditions, the

cartridge 192 [shown in Figure 6] could be

substi tut ed.

The appel lants, on the other hand, argue (main brief,
pages 10-13) that notivation is |lacking for conbining the
t eachi ngs of Magnusson and either Parker or Knight along the
lines of clainms 22, 28 or 42.

As both the exam ner and the appellants recogni ze,
obvi ousness cannot be established by conbining the teachings
of the prior art to produce the clained invention, absent sone
t eachi ng, suggestion or incentive supporting the conbination.
The extent to which such suggestion nmust be explicit in, or
may be fairly inferred from the references is decided on the

facts of each case, in light of the prior art and its

relationship to

the appellants’ invention. As in all determ nations under

35 U.S.C. 8 103, the decision maker nust bring judgnment to
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bear. It is inperm ssible, however, sinply to engage in a

hi ndsi ght reconstruction of the clained invention, using the
appel l ants’ structure as a tenplate and selecting el enents
fromreferences to fill the gaps. The references thensel ves
must provi de sone teachi ng whereby the appellants’ conbi nation

woul d have been obvi ous. In re Gorman, 933 F.2d 982, 986, 18

USPQ2d 1885, 1888 (Fed. Cir. 1991) (citations omtted). That
is, sonmething in the prior art as a whol e nust suggest the
desirability, and thus the obviousness, of making the

conbination. See In re Beattie, 974 F.2d 1309, 1312, 24

USP2d 1040, 1042 (Fed. Cir. 1992); Lindenmann Maschi nenf abrik

GrbH v. Anerican Hoist and Derrick Co., 730 F.2d 1452, 1462,

221 USPQ 481, 488 (Fed. Cir. 1984).

After review ng the conbi ned teachings of the applied
prior art, we reach the conclusion that the subject matter of
clainms 22, 28 and 42 woul d not have been suggested to one of
ordinary skill in the art at the tinme the invention was nade.
Specifically, we agree with the appellants that there is no
suggestion, notivation, or teaching in the applied prior art
whereby a person of ordinary skill would have been instructed

to
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repl ace the “straw supported cartridge” (col. 2, line 66) of
Magnusson with the filter tube 7 of Parker or the filter 22 of
Kni ght. Like the appellants, we view colum 8, |ines 42-46 of

Magnusson as stating sinply that the strawlike cartridge 192

in Figure 6 could be substituted for the strawlike cartridge

238 in Figure 7. Both cartridges 192 and 238 are discl osed as
bei ng mounted on a bottle cap usable with a water contai nnent
means “which is pressurizable by way of a squeeze action

and/ or a sucking action” (col. 6, lines 47-50). In other
words, a positive pressure alone, or in conbination with a
sucki ng action, forces the water through the cartridge 192 and
238. Neither Parker nor Knight discloses a strawlike filter
structure or a filter nounted on a bottle cap. Rather Parker
and Kni ght disclose porous, tubular filter elenments nmounted in
t he necks or openings of canteens or water bags, not on the
stopper 12 (Parker) or cover 26 (Knight). Further, neither of
the filter elenents disclosed in Parker and Kni ght appears

capable of permitting the user to withdraw water fromthe

cont ai ner through a sucking action. Instead, the containers
must be at least partially inverted, i.e., the water is poured
fromthe
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containers. In our view, the substitution of the filters

di scl osed in Parker and Knight for the cartridge 238 shown in
Magnusson’s Figure 7 would require significant reconstruction
of the primary reference. W fail to perceive any suggestion
i n Magnusson, Parker or Kni ght which woul d have notivated one
of ordinary skill to make such a whol esal e change in the
Magnusson structure, except the hindsight accorded one who
first viewed the appellants’ disclosure. This, of course, is

inpermssible. See In re Fritch, 972 F.2d 1260, 1266, 23

UsP2d 1780, 1784 (Fed. Cir. 1992).

We have al so carefully reviewed the VanderBilt patent
additionally relied upon by the exam ner in support of the
rejection of independent clains 22, 28 and 42, but find
not hi ng therein that makes up for the deficiencies of
Magnusson, Parker or Knight noted above. It therefore is our
concl usion that the conbi ned teachings of Magnusson, ParKker,
Kni ght and VanderBilt fail to establish a prima facie case of
obvi ousness with regard to the subject matter of independent

clains 22, 28 and 42, and, it follows, of dependent clains 23

10
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t hrough 27, 29 through 32 and 34 through 41.

Since we have determned that the prior art relied on by
t he exam ner does not establish a prima facie case of
obvi ousness, it is unnecessary for this panel to consider
appel l ants' argunents (main brief, pages 4-9) regarding the
obj ecti ve evidence of nonobvi ousness.

CONCLUSI ON

To summarize, the rejection of clainms 22 through 32 and
34 through 42 under 35 U.S.C. §8 103 is reversed.

REVERSED

| RWN CHARLES COHEN )
Adm ni strative Patent Judge )

)

)

) BOARD OF PATENT
NEAL E. ABRAMS ) APPEALS AND
Adm ni strative Patent Judge ) | NTERFERENCES

)

)

)
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JOHN F. GONZALES )
Adm ni strative Patent Judge )

j fg/vsh
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ROBERT A. VANDERHYE

NI XON & VANDERHYE

1100 NORTH GLEBE ROAD, 8TH FLOOR
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