The opinion in support of the decision being entered today was not witten
for publication and is not binding precedent of the Board.

Paper No. 23

UNI TED STATES PATENT AND TRADEMARK OFFI CE

BEFORE THE BOARD OF PATENT APPEALS
AND | NTERFERENCES

Ex parte WLLIAM T. SAUNDERS et al.

Appeal No. 2000-0874
Application No. 08/695, 554

ON BRI EF*

Bef ore ABRAMS, McQUADE, and NASE, Adninistrative Patent Judges.
NASE, Adnministrative Patent Judge.

DECI SI ON ON APPEAL

This is an appeal fromthe refusal of the exam ner to
allow clains 26 to 30, added subsequent to the final
rejection. These clains constitute all of the clains pending

in this application.

W REVERSE.

1 On January 31, 2001, the appellants waived the oral
heari ng (see Paper No. 22) scheduled for March 8, 2001.
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BACKGROUND

The appellants' invention relates to nethods and
apparatus for fabricating sidewall elongated one-piece can
bodies fromflat-rolled sheet netal (specification, p. 2). A
copy of the clains under appeal is set forth in the appendi x

to the appellants' brief.

The prior art references of record relied upon by the

exam ner in rejecting the appeal ed cl ai ns are:

Maeder et al. 4,289, 014 Sep. 15, 1981
(Maeder)

Saunder s 4,584, 859 Apr. 29, 1986
Cl owes 4, 685, 322 Aug. 11, 1987

Clainms 26 to 30 stand rejected under 35 U.S.C. 8 103 as

bei ng unpatentabl e over Cowes in view of Saunders and Maeder.

Rat her than reiterate the conflicting viewoints advanced
by the exam ner and the appellants regardi ng the above-noted
rejection, we nmake reference to the answer (Paper No. 15,
mai | ed Decenber 18, 1998) for the exam ner's conplete

reasoning in support of the rejection, and to the brief (Paper



Appeal No. 2000-0874 Page 4
Application No. 08/695, 554

No. 14, filed COctober 22, 1998) and reply brief (Paper No. 19,
filed April 22, 1999) for the appellants’ argunents

t her eagai nst .

OPI NI ON
In reaching our decision in this appeal, we have given
careful consideration to the appellants' specification and
clainms, to the applied prior art references, and to the
respective positions articulated by the appellants and the
exam ner. Upon evaluation of all the evidence before us, it
is our conclusion that the evidence adduced by the examner is

insufficient to establish a prina facie case of obvi ousness

with respect to the clains under appeal. Accordingly, we wll
not sustain the examner's rejection of clains 26 to 30 under
35 U S.C 8 103. Qur reasoning for this determ nation

foll ows.

In rejecting clains under 35 U . S.C. 8§ 103, the exan ner

bears the initial burden of presenting a prinma facie case of

obvi ousness. See Inre R jckaert, 9 F.3d 1531, 1532, 28

USPQ2d 1955, 1956 (Fed. Cir. 1993). A prina facie case of
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obvi ousness is established by presenting evidence that would
have | ed one of ordinary skill in the art to conbine the
rel evant teachings of the references to arrive at the clai ned

invention. See In re Fine, 837 F.2d 1071, 1074, 5 USPQd

1596, 1598 (Fed. Cr. 1988) and In re Lintner, 458 F.2d 1013,

1016, 173 USPQ 560, 562 (CCPA 1972).

As the Supreme Court observed in G ahamv. John Deere

Co., 383 U. S 1, 17-18, 148 USPQ 459, 467 (1966):
While the ultimate question of patent validity is
one of law, . . . the 8 103 condition [that is,
nonobvi ousness] . . . lends itself to several basic

factual inquiries. Under 8 103, the scope and
content of the prior art are to be determ ned;

di fferences between the prior art and the clains at
issue are to be ascertained; and the | evel of
ordinary skill in the pertinent art resolved.

Agai nst this background, the obvi ousness or

nonobvi ousness of the subject matter is determ ned.
Such secondary considerations as comercial success,
long felt but unresol ved needs, failure of others,
etc., mght be utilized to give light to the

ci rcunst ances surroundi ng the origin of the subject
matter sought to be patented. As indicia of

obvi ousness or nonobvi ousness, these inquiries may
have rel evancy.
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Thus, initially, the scope and content of the prior art
are to be determned.? In the rejection before us in this
appeal (answer, pp. 4-5), the exam ner has briefly set forth

the teachings of the applied prior art.

Secondly, the differences between the applied prior art
(1.e., Cowes) and the clains at issue are to be ascertai ned.
Thi s the exam ner has not done. Then, the exam ner nust
determne if the ascertained differences between the subject
matter sought to be patented and the conbi ned teachi ngs of the
applied prior art (i.e., C owes, Saunders and Maeder) are such
that the subject matter as a whol e woul d have been obvi ous at
the time the invention was made to a person having ordinary
skill in the art. The exam ner has not determ ned that the
actual differences between the subject matter sought to be
pat ented and the conbi ned teachings of C owes, Saunders and
Maeder are such that the subject natter as a whol e woul d have

been obvious at the tinme the invention was made to a person

2 As set forth in Manual of Patent Exam ning Procedure
(MPEP) 8§ 2141, Ofice policy is to follow the four factual
inquires enunciated in G ahamv. John Deere Co. in determning
obvi ousness under 35 U.S.C. § 103.
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having ordinary skill in the art. Since the exam ner has not
made t he above-noted determ nati ons necessary to support a
rejection under 35 U S. C

8 103, the exam ner has not established a prima facie case of

obvi ousness and accordingly the decision of the examner to

reject clains 26 to 30 under 35 U. S.C. 8 103 is reversed.

Wth regard to claim 26, an independent claimdirected to
a process for fabricating a one-piece sheet netal can body,
based on our analysis and review of Clowes, it is our opinion
that Clowes clearly lacks all the [imtations recited in
paragraphs A, B and C of claim26. One such limtation is the
step of providing a planar blank of "flat-rolled sheet netal"
(paragraph A) which is subsequently draw forned into a drawn
cup (paragraphs B and C). Since C owes does not teach form ng
his drawn cup (see Figure 2) froma planar blank of "flat-
roll ed sheet netal" and the exam ner has not nade any
determ nation in the rejection before us in this appeal that
it would have been obvious at the tinme the invention was nade
to a person having ordinary skill in the art to have forned

Cl owes' drawn cup froma planar blank of "flat-rolled sheet
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metal ," the decision of the exam ner to reject claim 26, and
clainms 27 to 29 dependent therein, under 35 U S.C. §8 103 is

rever sed

Wth regard to claim30, a claimdirected to a flat-
rolled sheet nmetal can body fabricated in accordance with the
process of claim26 or 27, based on our analysis and revi ew of
Clowes, it is our opinion that C owes' netal can body clearly
| acks the cl ained hei ght (about five inches) and the clained
di aneter (about two and el even sixteenths inches). 1In the
rejection before us in this appeal, the exam ner has not nade
any determ nation, or provided any evidence, that it would
have been obvious at the tinme the invention was made to a
person having ordinary skill in the art to have nodified
Cl owes' netal can body to have a height of about five inches
and a dianeter of about two and el even sixteenths inches.
Accordingly, the decision of the examner to reject claim30

under 35 U.S.C. 8 103 is reversed.?®

3 1In reversing the decision of the exam ner to reject
clainms 26 to 30 under 35 U. S.C. § 103, we are aware of
Saunders teaching (colum 8, lines 16-23) of a making a can
(continued...)



Appeal No. 2000-0874 Page 9
Application No. 08/695, 554

3(...continued)
body having a height in the range of about one to about five
i nches and a dianeter of in the range of about two to about
four and one-quarter inches fromflat-rolled steel or flat-
rolled alum num However, in the rejection before us, the
exam ner has not relied upon this teaching as evidence as to
why the it would have been obvious at the tine the invention
was made to a person having ordinary skill in the art to
nmodi fy the can body of Clowes to arrive at the subject matter

of cl ai m 30.
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CONCLUSI ON

To summari ze, the decision of the exam ner to reject
clainms 26 to 30 under 35 U.S.C. § 103 is reversed.

REVERSED

NEAL E. ABRAMS
Adm ni strative Patent Judge

BOARD OF PATENT

JOHN P. McQUADE APPEALS
Adm ni strative Patent Judge AND
| NTERFERENCES

JEFFREY V. NASE
Adm ni strative Patent Judge
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