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DECI SI ON ON APPEAL

This is a decision on the appeal fromthe final rejection
of clainms 1-35, 46, and 47. Cainms 36-45 have been cancel ed.
An anendnent filed January 22, 1999 after final rejection, which
did not amend the clains, was approved for entry by the Exam ner

(Advi sory action mailed February 11, 1999, Paper No. 13).
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The disclosed invention relates primarily to thin film
capacitors on integrated circuits. The capacitor structure
i ncludes two electrodes and a dielectric material having a high
dielectric constant, the dielectric nmaterial being isolated from
the el ectrodes by an organic nmaterial. Appellant asserts at
page 3 of the specification that, although the invention is
primarily directed to capacitors, the organic material can be

used to isolate any dielectric nmaterial used in an integrated

circuit.
Caimlis illustrative of the invention and reads as
foll ows:

1. A capacitor on an integrated circuit device, the capacitor
conpri si ng:

(a) a first electrode;
(b) a second el ectrode; and

(c) a high dielectric material having a dielectric
constant of at |east about 10 wherein the high dielectric
material is isolated fromthe first and second el ectrodes by an
organic material; wherein the dielectric material and the
organic material are distinct materials and format |east one
| ayer between the first and second el ectrodes.

The Exam ner relies on the followng prior art:

Robbi ns 4,695, 921 Sep. 22,
1987
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Takahashi 5, 039, 589 Aug.
13,
1991
Stupp et al. (Stupp) 5,412,144 May 02,
1995
Rost oker et al. (Rostoker) 5,744, 399 Apr. 28,
1998

(filed Nov. 13, 1995)

Clainms 1-35, 46, and 47 stand rejected under 35 U.S.C. §
103. As evidence of obviousness, the Exam ner offers Robbins in
vi ew of Rostoker with respect to clains 1-4, 11-17, and 22- 35,
adds Stupp to the basic conbination with respect to clains 5-7
and 18-20, and adds Takahashi to the basic conbination with
respect to clains
8-10, 21, 46, and 47.

Rat her than reiterate the argunents of Appellant and the
Exam ner, reference is made to the Briefs' and Answer for the
respective details.

CPI NI ON

! The Appeal Brief was filed May 24, 1999 (Paper No. 17). In response
to the Examiner’s Answer dated June 21, 1999 (Paper No. 18), a Reply Brief was
filed August 26, 1999 (Paper No. 19), which was acknow edged and entered by
the Examiner as indicated in the comunication dated Septenber 29, 1999 (Paper
No. 21).
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We have carefully considered the subject matter on appeal,
the rejection advanced by the Exam ner, the argunents in support
of the rejection and the evidence of obviousness relied upon by
t he Exam ner as support for the rejection. W have, |ikew se,
reviewed and taken into consideration, in reaching our decision,
Appel lant’ s argunents set forth in the Briefs along with the
Exam ner’s rationale in support of the rejection and argunents
in rebuttal set forth in the Exam ner’s Answer.

It is our view, after consideration of the record before
us, that the evidence relied upon and the level of skill in the
particular art would not have suggested to one of ordinary skil
in the art the obviousness of the invention as set forth in
cl ai ns
1-35, 46, and 47. Accordingly, we reverse.?

In rejecting clains under 35 U . S.C. § 103, it is
i ncunbent upon the Exam ner to establish a factual basis to

support the |l egal conclusion of obviousness. See In re Fine,

837

2 The Examiner may wish to take note of the issuance of U S. Patent No.
6,174,780 on January 16, 2001 as a result of a divisional application
(09/139,918 filed August 16, 1998) of the instant application.
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F.2d 1071, 1073, 5 USPQ2d 1596, 1598 (Fed. Cir. 1988). 1In so
doi ng, the Exami ner is expected to nmake the factual

determ nations set forth in G ahamv. John Deere Co., 383 U S

1

17-18, 148 USPQ 459, 467 (1966), and to provide a reason why one
having ordinary skill in the pertinent art would have been | ed
to

nodi fy the prior art or to conbine prior art references to
arrive

at the clained invention. Such reason nust stem from some

t eachi ng, suggestion or inplication in the prior art as a whol e
or know edge generally available to one having ordinary skill in

the art. Uniroval., Inc. v. Rudkin-Wley Corp., 837 F.2d 1044,

1051, 5 USPQ2d 1434, 1438 (Fed. GCr.), cert. denied, 488 U S.

825

(1988); Ashland G, Inc. v. Delta Resins & Refractories, Inc.

776 F.2d 281, 293, 227 USPQ 657, 664 (Fed. Gr. 1985), cert.

denied, 475 U. S. 1017 (1986); ACS Hospital Systenms, Inc. v.

Montefiore Hospital, 732 F.2d 1572, 1577, 221 USPQ 929, 933

(Fed.
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Cir. 1984). These show ngs by the Exam ner are an essenti al
part

of conplying wwth the burden of presenting a prima facie case of

obvi ousness. Note In re Qetiker, 977 F.2d 1443, 1445, 24 USPQd

1443, 1444 (Fed. Cir. 1992).

Wth respect to independent clains 1 and 14, the Exam ner,
as the basis for the obviousness rejection, proposes to nodify
the capacitor structure disclosure of Robbins, which |acks an
explicit teaching of isolating the dielectric nmaterial fromthe
two el ectrodes of the capacitor structure. To address this
deficiency, the Exam ner turns to Rostoker which discloses the
i solation of dielectric layers fromelectrode |ayers with
organic material . According to the Exam ner, the skilled
arti san woul d have been notivated and found it obvious to nodify
Robbins to include the organic isolating | ayers of Rostoker “...
to inprove the structure by providing the organic |ayer as
isolation.” (Answer, page 3).

In response, Appellant asserts several argunents in support
of their position that the Exam ner has not established proper
notivation for the proposed conbination of references so as to

set forth a prima facie case of obvi ousness. After careful
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review of the applied prior art in light of the argunents of
record, we are in agreenment with Appellant’s position as stated
in the Briefs.

It is our view that, while a showi ng of proper notivation
does not require that a conbination of prior art teachings be
made for the same reason as Appellant to achieve the clained
invention, we can find no notivation for the skilled artisan to
add Rostoker’s isolating |ayer to the capacitor structure of
Robbins. According to the disclosure of Rostoker, the renoval
of the fullerene conponent fromthe | ow dielectric constant
insulating | ayer causes a porous structure to result. The
i solating or encapsulating |ayers are needed to protect agai nst
the mgration of inpurities or dopants through the resulting
porous insulating |layer to the surface of the dielectric and
causing an undesirable interaction wth the conductive |ayers.
(Rost oker, colum 6, lines 10-40). There is nothing in the
di scl osure of Robbins to indicate that inpurity or dopant
m gration and the interaction of dielectric and el ectrode
materials, the probl ens addressed by Rostoker, were ever a
concern. It is our opinion that the only basis for applying the
t eachi ngs of Rostoker to the capacitor structure of Robbins
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cones froman inproper attenpt to reconstruct Appellant’s
i nvention in hindsight.

We further find to be persuasive Appellant’s contention
(Brief, page 9) that the skilled artisan, seeking to inprove the
capaci tance characteristic of a capacitor structure with
relatively high dielectric materials such as in Robbins, would
unlikely be notivated to turn to the teachings of Rostoker. W
agree with Appellant that, in contrast to Robbins’ desire to
i ncrease capacitance and provide a dielectric structure with an
i ncreased dielectric constant, Rostoker’s disclosure is directed
to the lowering of capacitance in sem conductor wafer structures
by lowering the dielectric constant of insulating materi al
| ayers. The mere fact that the prior art may be nodified in the
manner suggested by the Exam ner does not nake the nodification
obvi ous unless the prior art suggested the desirability of the

nodi fication. 1nre Fritch, 972 F.2d 1260, 1266, 23 USPQd

1780, 1783-84 (Fed. Cir. 1992).

We are further of the opinion that even assum ng, arguendo,
t hat proper notivation were established for the Exam ner’s
proposed conbi nati on of Robbi ns and Rostoker, the resulting
structure would not neet the specific requirenents of appeal ed
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i ndependent clains 1 and 14. Each of clains 1 and 14 requires a

capacitor structure with a dielectric material having a

dielectric constant “... of at |east about 10.” W find no

di scl osure in either Robbins or Rostoker of the use of any

material, and the Exam ner has pointed to none, that would

result in a dielectric with the required dielectric constant.
Accordingly, since the Exam ner has not established a prim

faci e case of obviousness, the rejection of independent clains

1, and 14, as well as clains 2-13, 15-24, and 46 dependent
t hereon, over the conbination of Robbins and Rostoker is not
sust ai ned.

Turning to a consideration of the Examner’s 35 U.S.C. 8§
103 rejection of independent claim?25 and its dependent cl ains
26-35 and 47, we do not sustain this rejection as well. As
recogni zed by both Appellant and the Exam ner, independent claim
25, in contrast to clains 1 and 14 di scussed supra, does not
recite the presence of electrodes. As asserted by Appell ant
(Reply Brief, page 2), however, contrary to the Exam ner’s
contention at page 9 of the Answer that only a “high dielectric
material” is recited in the claim it is apparent froma readi ng
of the | anguage of claim25 that there is a specific recitation
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of a structure in which a dielectric material is isolated by an
organic material and in which the dielectric material has a
dielectric constant of “at |east about 10.” Qur review ng
courts have held that, in assessing patentability of a clai nmed

invention, all the claimlimtations nust be suggested or taught

by the prior art. 1n re Royka, 490 F.2d 981, 180 USPQ 580 ( CCPA
1974). Al words in a claimmnust be considered in judging the
patentability of that claimagainst the prior art. Inre

Wl son, 424 F.2d 1382, 1385, 165 USPQ 494, 496 (CCPA 1970). As
di scussed earlier, the Exam ner has not established how any of
the materials used in the Robbins and Rostoker references would
result in a dielectric structure having the required dielectric
const ant .

As a final commentary, we find unpersuasive the Exam ner’s
suggestion (Answer, page 9) that Robbins provides a teaching of
an inherent isolation of the dielectric material fromthe
el ectrode. According to the Exam ner, the addition of ceramc
particles to the dielectric material in Robbins (colum 3, lines
4-6) results in a structure in which the particles are
i nherently isolated fromeach other and fromany surface in
whi ch they woul d be deposited. To establish inherency, evidence
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must nmake clear that the m ssing descriptive matter is
necessarily present in the thing described in the reference and
woul d be recogni zed as such by persons of ordinary skill. Inre
Robertson, 169 F.3d 743, 745, 49 USPQ@2d 1949, 1950-51 (Fed. Gir

1999) citing Continental Can Co. v. Mnsanto Co., 948 F.2d 1264,

1268, 20 USPQ2d 1746, 1749 (Fed. Cr. 1991). “Inherency,
however, may not be established by probabilities or
possibilities. The nere fact that a certain thing nmay result
froma given set of circunstances is not sufficient.” 1d.

citing Continental, 948 F.2d at 1269, 20 USP@@2d at 1749. W

find no basis in the disclosure of Robbins for the need for
i sol ati on, nor any other evidence of record, that woul d support
t he Exam ner’s assertion of inherency.

We have al so reviewed the disclosures of the Stupp and
Takahashi references applied by the Exam ner to address the
features of several dependent clains directed to the conposition
of particular organic material used for the isolation |ayer. W
find nothing, however, in either of these disclosures that would
overcone the innate deficiencies of the Robbins and Rostoker

references di scussed supra.
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In conclusion, it is our opinion that, since all of the
claimed limtations are not disclosed or suggested by the
applied prior art references, the Examner’s 35 U S.C. § 103
rejection of all of the clains on appeal cannot be sustai ned.
Therefore, the decision of the Exam ner rejecting clains 1-35,

46, and 47 is reversed.
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REVERSED

JOSEPH F. RUGAE ERO
Adm ni strative Patent Judge

BOARD OF PATENT

JOSEPH L. DI XON APPEALS
Adm ni strative Patent Judge AND
| NTERFERENCES

STUART S. LEVY
Adm ni strative Patent Judge
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CLARI ANT CORPCRATI ON

| NDUSTRI AL PROPERTY DEPT.
4331 CHESAPEAKE DRI VE
CHARLOTTE, NC 28216
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