The opinion in support of the decision being entered
today was not witten for publication and is not
bi ndi ng precedent of the Board.
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Before JERRY SM TH, LALL and BLANKENSHI P, Adnini strative
Pat ent Judges.

JERRY SM TH, Admi ni strative Patent Judge.

DECI S| ON ON APPEAL

This is a decision on the appeal under 35 U S. C. § 134
fromthe examner’s rejection of claims 1-3, 5, 6 and 8-27,

whi ch constitute all the clains remaining in the application.

The di scl osed invention pertains to a nethod and
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apparatus for producing video conpact discs fromwhich video
and audio data is selectively reproduced in response to input
froma user. More specifically, the invention is intended to
produce such video conpact discs accurately while requiring a
m ni mum of human over-si ght and operator input.
Representative claim1l is reproduced as foll ows:

1. A data processing nethod for converting data to be

recorded on a digital video disc into a record format thereof,

conprising the steps of:

(a) generating source data including at |east a picture
si gnal ;

(b) encoding the source data into encoded data using an
encodi ng net hod,;

(c) generating a script, said script including at |east
i nformation regardi ng said encoded data content, and
information identifying said encoding nethod in a tabular
format ;

(d) generating format information of the disc
corresponding to at | east the script and the encoded data; and

(e) generating record format data conposed of the
encoded data corresponding to the format information.

The exam ner relies on the follow ng references:

Duffield 4,996, 597 Feb. 26, 1991

Shi nbo et al. (Shinbo) 5,027, 222 June 25, 1991

Hat akenaka et al. 5, 239, 382 Aug. 24, 1993
(Hat akenaka)

Yamauchi et al. (Yanmauchi) 5, 245, 600 Sep. 14, 1993

Al l en 5,418, 713 May 23, 1995
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Yoshio et al. (Yoshio) 5, 446, 714 Aug. 29, 1995
Lee et al. (Lee) 5, 561, 649 Cct. 01, 1996

The follow ng rejections are on appeal before us:

1. Cainms 1-3 and 5 stand rejected under 35 U S.C. 8§
103 as bei ng unpat ent abl e over the teachings of Hatakenaka and
Yamauchi .

2. Caim6 stands rejected under 35 U.S.C. §8 103 as
bei ng unpat ent abl e over the teachings of Hatakenaka, Yanauchi
and Yoshi o.

3. Clainms 8-14, 16-24, 26 and 27 stand rejected under
35 U.S.C. 8 103 as being unpatentabl e over the teachings of
Al'l en and Lee.

4. Clainms 15 and 25 stand rejected under 35 U.S.C. §
103 as bei ng unpatentabl e over the teachings of Allen, Lee,
Duffield and Shi nbo.

Rat her than repeat the argunents of appellants or the
exam ner, we make reference to the briefs and the answer for
the respective details thereof.

CPI NI ON
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We have carefully considered the subject matter on
appeal, the rejections advanced by the exam ner and the
evi dence of obviousness relied upon by the exam ner as support
for the rejections. W have, |ikew se, reviewed and taken
into consideration, in reaching our decision, the appellants’
argunents set forth in the briefs along with the exam ner’s
rationale in support of the rejections and argunents in
rebuttal set forth in the exam ner’s answer.

It is our view, after consideration of the record
before us, that the evidence relied upon and the | evel of
skill in the particular art would not have suggested to one of
ordinary skill in the art the obviousness of the invention as
set forth in clains 1-3, 5, 6 and 8-27. Accordingly, we
reverse

In rejecting clains under 35 U . S.C. § 103, it is
i ncunbent upon the exam ner to establish a factual basis to

support the |l egal conclusion of obviousness. See In re Fine,

837 F.2d 1071, 1073, 5 USP@@d 1596, 1598 (Fed. Cir. 1988). In
so doing, the examner is expected to make the factual

determ nations set forth in G ahamv. John Deere Co., 383 U. S.

1, 17, 148 USPQ 459, 467 (1966), and to provide a reason why
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one having ordinary skill in the pertinent art would have been
led to nodify the prior art or to conbine prior art references
to arrive at the clained invention. Such reason nust stem
from sonme teaching, suggestion or inplication in the prior art
as a whol e or know edge generally available to one having

ordinary skill in the art. Uniroyal, Inc. v. Rudkin-W]|ey

Corp., 837 F.2d 1044, 1051, 5 USP2d 1434, 1438 (Fed. Cir.),

cert. denied, 488 U S. 825 (1988); Ashland G 1, Inc. v. Delta

Resins & Refractories, Inc., 776 F.2d 281, 293, 227 USPQ 657

664 (Fed. Gir. 1985), cert. denied, 475 U.S. 1017 (1986); ACS

Hosp. Sys.. Inc. v. Montefiore Hosp., 732 F.2d 1572, 1577, 221

USPQ 929, 933 (Fed. G r. 1984). These show ngs by the
exam ner are an essential part of conplying with the burden of

presenting a prima facie case of obviousness. Note In re

Cetiker, 977 F.2d 1443, 1445, 24 USPQR2d 1443, 1444 (Fed. G
1992). If that burden is net, the burden then shifts to the

applicant to overcone the prim facie case with argunent

and/ or evidence. Obviousness is then determ ned on the basis
of the evidence as a whole and the rel ative persuasi veness of

the argunents. See 1d.; In re Hedges, 783 F.2d 1038, 1039,

228 USPQ 685, 686 (Fed. Cir. 1986); In re Piasecki, 745 F.2d
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1468, 1472, 223 USPQ 785, 788 (Fed. Cir. 1984); and In re

Ri nehart, 531 F.2d 1048, 1052, 189 USPQ 143, 147 (CCPA 1976).
Only those argunents actually nmade by appel |l ants have been
considered in this decision. Argunents which appellants could
have made but chose not to nmake in the brief have not been
consi dered [see 37 CFR

§ 1.192(a)].

We consider first the rejection of clains 1-3 and 5
based on Hat akenaka and Yamauchi and the rejection of claim®6
based on Hat akenaka, Yamauchi and Yoshio. These clains stand
or fall together as a single group [brief, page 6]. Wth
respect to representative, independent claim1, the examn ner
finds that Hatakenaka teaches all the features of claiml
except for the script information identifying the encodi ng
nmethod in a tabular format. The exam ner cites Yamauchi as
teaching this feature. The exam ner finds that it would have
been obvious to the artisan to provide script information as
taught by Yamauchi in the system of Hatakenaka [answer, pages
4-6] .

Appel l ants argue that the portion of Yanmauchi relied
on by the examner fails to support the exam ner’s findings.
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Thus, appellants argue that Yamauchi does not teach or suggest
the script including information identifying an encodi ng

met hod as clained. Appellants also argue that the script of
Yamauchi does not include playback control information as
claimed. Appellants argue, therefore, that the applied prior
art does not teach or suggest the “script” as recited in claim
1 [brief, pages 6-10].

The exam ner responds that although appellants’
argunent regarding the teachings of Yamauchi is correct,
Yamauchi neverthel ess teaches that the data stored therein is
digitally encoded. The exam ner asserts that Yamauchi
contai ns additional teachings which support the rejection.

The exam ner al so notes that the “playback control

information” limtation does not appear in representative
claim1. The exam ner argues, nevertheless, that the

di scl osed control or playback control information is necessary
and taught by Hat akenaka [answer, pages 12-15].

Appel I ants respond that although the exam ner has
attenpted to change the teachings of the prior art being
relied on, the applied prior art still fails to teach or
suggest the script as recited in claim1l. Appellants also
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respond that playback control information, as used in the
specification and clains, is not contenplated by the “script”
of Hatakenaka [reply brief, pages 1-5].

We do not sustain the examiner’s rejection of claiml
for the reasons essentially argued by appellants in the
briefs. First, we agree with appellants that the “script”
al | egedly generated by Yanmauchi does not contain information
identifying said encoding method in a tabular format. The
examner’s authority to interpret the clains broadly does not
support his position in support of the rejection. The fact
that different encodi ng techni ques were known does not support
the exam ner’s contention that the data stored in Yanmauch
i ncludes information identifying the encoding nethod in a
tabular format. Yanmauchi only teaches that data which may
have been encoded is stored. Second, we fail to see the
notivation for conbining the teachings of Hatakenaka with the
teachi ngs of Yamauchi. |In our view, the only basis for
conmbi ning the teachi ngs of Hat akenaka and Yamauchi as proposed
by the examner is to inproperly attenpt to reconstruct
appel lants’ invention in hindsight. Therefore, we do not
sustain the examner’s rejection of clains 1-3, 5 and 6.
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We now consider the rejection of clains 8-14, 16-24,
26 and 27 based on Allen and Lee and the rejection of clains
15 and 25 based on Allen, Lee, Duffield and Shinbo. Cains 8,
10, 12, 13 and 17-27 stand or fall together as a first group,
and dependent clainms 9, 11 and 14-16 stand or fall together as
a second group [brief, page 6]. Wth respect to
representative, independent claim8, the exam ner finds that
Al l en teaches all the features of claim8 except for the
second signal providing the encoding nethod. The exam ner
cites Lee as teaching this feature. The exam ner finds that
it would have been obvious to the artisan to nodify Allen by
incorporating informati on of the encodi ng nethod as taught by
Lee [answer, pages 7-8].

Appel I ants argue that although Lee does nention a
record of the data signal coding nmethod, this record is not a
second signal being used to generate disc format information
as clainmed. Specifically, appellants argue that Lee teaches
how i nformation is physically laid out on a disc once it has
al ready been generated, but that Lee is silent as to a nethod
of generating the format information in the first place.
Appel l ants argue that the exam ner appears to be relying on an
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i nherency argunment to support the rejection [brief, pages 10-
14].

The exam ner responds that appellants are inproperly
attacking the references individually. The exam ner notes
that Allen, by teaching mastering, nust format and record al
signals fromone nmediumto another including the encoding
met hod, format information, video/imge and sound in a
specified format neeting the limtations of first, second,
third, etc. signals. The exam ner notes that Lee has been
cited to teach that the second signal can correspond to the
encodi ng net hod [ answer, pages 15-18].

Appel I ants respond that the exam ner has changed his
findings on what the references teach, and that the exam ner
is now relying on sone type of inherency argunent.
Specifically, appellants argue that the exam ner has sinply
specul ated what is required when a mastering process as taught
by Allen takes place. Appellants argue that the examner’s
specul ative assunptions with respect to the applied prior art

do not establish a prinma facie case of obviousness [reply

brief, pages 5-8].
We again agree with the position argued by appel |l ants.
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The examner’'s rejection relies on the exam ner’s specul ation
as to what probably happens when the device of Allen is used
for the nastering process. As argued by appellants,

obvi ousness cannot be established based on specul ati on and
conjecture by the exam ner. Therefore, we agree with

appel lants that the exam ner has failed to establish a prinma
facie case of the obviousness of these clains. Therefore, we
do not sustain the exam ner’s rejection of clains 8-27.

In summary, we have not sustained any of the
examner’s rejections of the clains on appeal. Therefore, the
deci sion of the examner rejecting clains 1-3, 5, 6 and 8-27
is reversed.

REVERSED

JERRY SM TH
Adm ni strative Patent Judge

PARSHOTAM S. LALL
Adm ni strative Patent Judge

BOARD OF PATENT
APPEALS AND
| NTERFERENCES
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HOMRD B. BLANKENSHI P
Adm ni strative Patent Judge

Ronal d P. Kananen

Mar ks, Rader, Fishman & G auer
Suite 750

2001 L Street, N W

Washi ngton, DC 20036
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