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BAHR, Adnini strative Patent Judge.

DECI SI ON ON APPEAL

This is a decision on appeal fromthe exam ner's final
rejection of claims 1-3, 5, 6, 8 9 and 11-17, which are al
of the clains pending in this application.

BACKGROUND

The appellant's invention relates to a coll apsi bl e casket
that can be transported and stored prior to use as a highly
conpact sel f-contained unit which can be quickly assenbl ed by
an unskilled person with sinple tools when needed for use

(specification, page 1). An understanding of the invention
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can be derived froma reading of exenplary clains 1, 5 and 14,
whi ch appear in the appendix to the appellant's brief.
The prior art references of record relied upon by the

exam ner in rejecting the appeal ed cl ai ns are:

Boughner 3,962, 761 Jun. 15, 1976
Porch et al. (Porch) 3, 966, 285 Jun. 29, 1976
MacDonal d 4,041, 582 Aug. 16
1977

Kendi g 4,079, 835 Mar. 21, 1978
Covi ngt on 4,123,831 Nov. 7,
1978

The following rejections are before us for review

(1) dains 1-3, 8 and 9 stand rejected under 35 U.S. C
8§ 112, second paragraph, as being indefinite for failing to
particularly point out and distinctly claimthe subject matter
whi ch appell ant regards as the invention.

(2) dains 1-3, 5, 6, 8, 11 and 14 stand rejected under
35 U.S.C. 8 102(b) as being anticipated by Porch.

(3) dains 12 and 13 stand rejected under 35 U. S. C
8§ 103(a) as bei ng unpatentabl e over Porch.

(4) daiml5 stands rejected under 35 U.S.C. 8§ 103(a) as
bei ng unpatent abl e over Porch in view of MacDonal d.

(5) dains 16 and 17 stand rejected under 35 U. S. C
8 103(a) as being unpatentable over Porch in view of Kendig.
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(6) Cdains 1, 8 and 9 stand rejected under 35 U S. C
8 103(a) as being unpatentabl e over Boughner in view of
Covi ngt on.

Reference is made to the brief (Paper No. 9) and the
answer (Paper No. 10) for the respective positions of the
appel l ant and the exam ner with regard to the nerits of these
rej ections.

CPI NI ON

In reaching our decision in this appeal, we have given
careful consideration to the appellant's specification! and
clainms, to the applied prior art references, and to the
respective positions articulated by the appellant and the
exam ner. As a consequence of our review, we make the

determ nati ons which foll ow

1 W note that Figure 2, which appears to indicate that the end walls 28
are to be attached to the base 25 such that the | ower regions of the inner
faces of the end walls 28 abut the ends of the base 25, is inconsistent with
t he di scl osure on page 10 of the specification, which states that the "end
wal l's 28 are inserted dowmn fromtop to lie flush on the upper surface of base
25."
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The i ndefiniteness rejection

The exam ner's basis for determning that clains 1-3, 8
and 9 are indefinite is that "[i]n claim1l, line 5 the phrase
‘and a length greater than said rectangul ar planar base
menber' is unclear as the specific conparative dinension of
the rectangul ar base is unknown" (answer, page 3). The
exam ner's position is perhaps nore clearly articul ated on
page 7 of the answer, wherein the exam ner states:

The exam ner agrees a planar rectangul ar base has a

definite width and | ength, however the base al so has

a thickness and the phrase "and a |l ength greater

than said rectangul ar base nmenber” is indefinite as

it is unclear which of the three dinensions of the

base is being referenced.

The purpose of the second paragraph of Section 112 is to
basically insure, with a reasonabl e degree of particularity,

an adequate notification of the netes and bounds of what is

being clainmed. See In re Hammack, 427 F.2d 1378, 1382, 166

USPQ 204, 208 (CCPA 1970). Wen viewed in light of this
authority, we cannot agree with the exam ner that the netes
and bounds of clains 1-3, 8 and 9 cannot be determ ned because
of the phrase cited by the exam ner. A degree of

reasonabl eness is necessary. As the court stated in In re
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Moore, 439 F.2d 1232, 1235, 169 USPQ 236, 238 (CCPA 1971), the

determ nati on of whether the clains of an application satisfy

the requirenents of the second paragraph of Section 112 is
nmerely to determ ne whether the clains do, in fact,

set out and circunscribe a particular area with a

reasonabl e degree of precision and particularity.

It is here where the definiteness of | anguage

enpl oyed must be anal yzed -- not in a vacuum but

always in light of the teachings of the prior art

and of the particular application disclosure as it

woul d be interpreted by one possessing the ordinary

| evel of skill in the pertinent art. [Enphasis ours;

footnote omtted.]

We understand the examiner's criticismto be that the
claimdoes not explicitly state relative to which dinension
(the length, width or thickness) of the base nmenber the length
of the planar side walls is greater. However, from our
perspective, a statenent that a first elenment has a length
greater than a second el enent is conventionally understood to
mean that the first elenment has a length which is greater than
the length of the second elenent. VWhile it may be true that
the claimcould be drafted nore precisely to state that the
pl anar side walls have a length greater than the | ength of

sai d rectangul ar base nmenber, it is our opinion that one of

ordinary skill in the art, in light of the underlying
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di scl osure, would have understood claim1l to have this
meaning. It is, in fact, this difference in |length which
permts the base nmenber to fit within the interior recess of
the lid while the side walls extend beyond the recess over the
lid end nmenbers so that the side walls nmay be nounted to the
lid.

For the foregoing reasons, we do not agree with the
exam ner that the phrase "and a |l ength greater than said
rectangul ar base nenber" renders the scope of claim1l
indefinite. Accordingly, we shall not sustain the exam ner's
rejection of claim1, or clains 2, 3, 8 and 9 which depend
fromclaim1, as being indefinite under the second paragraph
of Section 112.

Rej ections (2) - (5)

Porch, the primary reference relied upon by the exam ner
in making these rejections, discloses a coll apsible shipping
container. The Porch container conprises a top panel 20, a
bottom panel 22, a pair of side panels 24, 26 and a second
pair of side (end) panels 28, 30. The panels are secured to
one anot her by fixture neans in the formof horizontal frane
menbers 32, 34, 36, 38, 48, 50, 52, 54 and vertical frane
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menbers 40, 42, 44, 46, as illustrated in Figure 1. It is
clear fromFigure 1 that each of the side panels 24, 26 has
the same length as the top panel 20 and the bottom panel 22.
The frame nenbers are screwed to the respective panels and are
t hus renovabl e therefrom for allowi ng conpl ete di sassenbly of
the coll apsible container so that all of the sides as well as
the top and bottom may be flat structures which may be stacked
together to thereby afford conmpact shipping of the coll apsed
contai ners when they are not carrying cargo. See colum 6,
lines 39-68. It is our understanding that the exam ner
considers the top panel 20 with the frame nenbers 32, 34, 36
38 nounted thereto to be the Iid or assenbly defining an
interior recess or internal chanber as recited in each of the
i ndependent cl ai ns.

Turning first to rejection (2), the anticipation
rejection, we note that independent claim1l requires that the
pl anar side walls have "a length substantially equal to the
length of said lid and a |l ength greater than said rectangul ar
pl anar base nenber." As noted above, the side panels 24, 26
of Porch have | engths which are equal to, not greater than,
the I ength of the bottom (base) panel 22. Accordingly, we
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conclude that the subject matter of claim1l is not
antici pated? by Porch. Therefore, we cannot sustain the
examner's rejection of independent claiml1, or clains 2, 3
and 8 which depend fromclaim1, as being anticipated by
Por ch.

Claim5 is directed to a coll apsi ble stackabl e casket "in
an unassenbl ed stacked cl osed container"” and requires a lid
assenbly defining an internal lid chanber, a plurality of end
menbers stacked on a base nenber and a plurality of side
menbers "nounted on said lid assenbly to forma stacked cl osed
container.” While Porch teaches di sassenbling the shipping
cont ai ner by renoving the franme nenbers fromthe panels and
stacking the flat panels for shipping, Porch provides no
teaching to nount the side nmenbers (sides 24, 26) on the lid
assenbly (top panel 20 with franme nenbers 32, 34, 36, 38

mount ed thereto as shown in Figure 1). Accordingly, we shall

al so not sustain the examner's rejection of claimb5, or

2 Anticipation is established only when a single prior art reference
di scl oses, expressly or under the principles of inherency, each and every

el enent of a clainmed invention. RCA Corp. v. Applied Digital Data Sys., lnc.,

730 F.2d 1440, 1444, 221 USPQ 385, 388 (Fed. GCir. 1984).
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claims 6 and 11 which depend fromclaim5, as being
anti ci pated by Porch.

The exam ner has rejected clains 12 and 13, which depend
fromclaim5 and include further limtations with respect to
the material of the base, side and end nenbers and the |id,
under 35 U. S.C. 8 103(a) as being unpatentabl e over Porch.
Even accepting the examner's position that it would have been
obvious to use the materials recited in clainms 12 and 13 for
t he panel s of the Porch shipping container, Porch provides no
teachi ng or suggestion to nmount the side nenbers (sides 24,
26) on the lid assenbly (top panel 20 with franme nenbers 32,
34, 36, 38 nmounted thereto as shown in Figure 1), as required
by i ndependent claim5 and hence by clains 12 and 13 which
depend fromclaimb5. It follows then that we shall al so not
sustain the examner's rejection of clains 12 and 13 as being
unpat ent abl e over Porch

For the reasons which follow, we shall sustain the
examner's rejection of claim 14 as being anticipated by
Por ch.

Porch di scl oses a col | apsi bl e stackabl e contai ner, which
i s capabl e of being used as a casket, conprising a rectangular
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pl anar base nenber (bottom panel 26), a pair of side nenbers
(panel s 24, 26) secured by frame nenbers 48, 52 to

| ongi tudi nal edges of the base nenber, a pair of end nenbers
(panel s 28, 30) secured to the base nenber, and a |id assenbly
(top panel 20 and frame nenbers 32, 34, 36, 38) nounted to the
side and end nmenbers. The end nenbers and side nenbers have
bracket neans (vertical frame nmenbers 40, 42, 44, 46) nounted
thereto which cooperate to | ock adjacent side and end nenbers
t oget her.

Porch's Iid assenbly defines a chanber which, although
not disclosed for use in this manner, is "capable"?® of
receiving and storing the base nenber and end nmenbers with the
si de nmenbers being nounted on the |id assenbly. Caim 14
requires no nore than this. Accordingly, we agree with the
exam ner that the subject matter of claim14 is anticipated by

Por ch.

3 Appel lant's argunent on page 8 of the brief that Porch could not use
the Iid as a container to hold the base and walls is not acconpani ed by any
evidence or rationale to support appellant's position. 1In this regard, we
note that claim 14 does not require that the |lid chanber be capable of
recei ving and storing the base nenber and end nenbers with the bracket neans
(frame nenbers) mounted thereto. The claimdoes not recite the bracket neans
as part of the end nenmbers and, further, does not preclude renoval of the
bracket means prior to receipt and storage in the lid chanber.
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We turn now to the exam ner's rejection of claim 15,
whi ch depends fromclaim 14 and further requires bandi ng neans
to secure the side nenbers and |lid assenbly together, as being
unpat ent abl e over Porch in view of MacDonal d. W note that
Porch does not expressly disclose any neans for hol ding the
stacked panel s together in the unassenbl ed condition for
shi pping. W al so observe, however, that, while there nust be
sonme suggestion or notivation for one of ordinary skill in the
art to conmbine the teachings of references, it is not
necessary that such be found within the four corners of the
references thensel ves; a conclusion of obviousness nmay be nade
from common knowl edge and common sense of the person of
ordinary skill in the art w thout any specific hint or

suggestion in a particular reference. See In re Bozek, 416

F.2d 1385, 1390, 163 USPQ 545, 549 (CCPA 1969). I n our
view, one of ordinary skill in the art at the tine of

appel lant's invention woul d have appreciated the desirability
of securing the stacked panels together for shipping to
prevent themfromsliding around the railroad car or flatbed
truck (colum 6, line 66). Further, the use of straps or
bands for use in securing itens together was well known in the
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art at the tinme of appellant's invention, as illustrated for
exanpl e by MacDonald. Merely to use a well known securenent
means, such as straps or banding, to retain the panels of the
Porch containers in stacks during shipping, so that they are
ready for assenbly at the point of use, would have been
obvious to one of ordinary skill in the art. Thus, we shall
sustain the examner's rejection of claim15 as being
unpat ent abl e over Porch in view of MacDonal d.

Clainms 16 and 17 depend fromclaim 14 and further require
shrink wap and stretch wap, respectively, wapped around the
side nmenbers and the |lid assenbly to secure sane together
The exam ner has rejected these clains as bei ng unpatentabl e
over Porch in view of Kendig.

Kendig (colum 8, l|ines 25-35) discloses the use of
shrink wap or stretch wap for securing container halves
t oget her and recogni zes that an advantage of using such a
securenment nmeans is the keeping out of all dust and dirt. One
of ordinary skill in the art would have appreciated fromthe
t eachi ngs of Kendi g the advantage of using shrink or stretch
wap to secure the elenents of the Porch shipping container
together, in either the assenbled or unassenbled state, to
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protect the container (and its contents if in the assenbl ed
state) fromdust and dirt. Thus, we conclude that the
teachi ngs of Porch and Kendig are sufficient to establish a

prima facie case of obviousness of the subject matter of

clainms 16 and 17 and, accordingly, we shall sustain the

examner's rejection of clainms 16 and 17.

Rej ection (6)

| ndependent claim 1 requires, inter alia, a base nenber,

a plurality of side walls, a plurality of end walls and a lid
conprising a planar top nenber, lid end nmenbers and side lid
menbers to forman interior recess "which can contain said
base menber and said end walls when in a stacked unassenbl ed
condition.” The examner has rejected claiml1l, as well as
claims 8 and 9 which depend fromclaim1, as being
unpat ent abl e over Boughner in view of Covi ngton.

Boughner, as pointed out by appellant on page 6 of the
brief, discloses a casket having a base which is w der than
the cover or lid. Thus, it is not apparent to us how the
interior recess defined by the Iid "can contain said base
menber..." as required by claim1. The examiner's reliance on
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Covi ngton for a suggestion to nmake the donmed top 17 of
Boughner's cover 15 planar does not make up for the deficiency
of Boughner di scussed above.

In establishing a prima facie case of obviousness, it is

i ncunbent upon the exam ner to provide a reason why one of
ordinary skill in the art would have been led to nodify a
prior art reference or to conbine reference teachings to

arrive at the clained invention. See Ex parte O app, 227 USPQ

972, 973 (Bd. Pat. App. & Int. 1985). To this end, the

requi site notivation nmust stemfrom sonme teachi ng, suggestion
or inference in the prior art as a whole or fromthe know edge
generally avail able to one of ordinary skill in the art and

not fromthe appellant's disclosure. See, e.qg., Uniroyal,

Inc. v. Rudkin-Wley Corp., 837 F.2d 1044, 1052, 5 USPQ2d

1434, 1439 (Fed. Cir.), cert. denied, 488 U S. 825 (1988).

From our perspective, the only suggestion for nodifying the
casket of Boughner to nmake the lid |arge enough to contain the
base nmenber and end walls when in a stacked unassenbl ed
condition, as required by claiml, is found in the |uxury of

hi ndsi ght accorded one who first viewed the appellant's

di sclosure. This, of course, is not a proper basis for a
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rejection. See In re Fritch, 972 F.2d 1260, 1266, 23 USPQ2d

1780, 1784 (Fed. Cir. 1992).

For the foregoing reasons, we shall not sustain the
examner's rejection of claim1l1l, and clains 8 and 9 which
depend fromclaim1l, as being unpatentable over Boughner in
vi ew of Covi ngton.

CONCLUSI ON

To summari ze, the decision of the exam ner to reject
clainms 1-3, 5, 6, 8 9 and 11-17 is affirned as to clains 14-

17 and reversed as to clains 1-3, 5, 6, 8 9 and 11-13.
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No tinme period for taking any subsequent action in

connection wth this appeal

§ 1.136(a).

AFFI RVED- | N- PART

NEAL E. ABRAMS
Adm ni strative Patent Judge

JOHN F. GONZALES
Adm ni strative Patent Judge

JENNI FER D. BAHR
Adm ni strative Patent Judge
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