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t he Board.
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DECI SI ON ON APPEAL

Richard A. Karsten et al. appeal fromthe final rejection

of claims 1 through 32, all of the clainms pending in the
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application.! W reverse and enter a new ground of rejection.

THE | NVENTI ON

The invention relates to “nerchandi sing units for
ordering of photofinishing services, displaying of associated
phot ogr aphi ¢ products, and storing of product inventory”
(specification, page 1). Cdaim1l is representative and reads

as follows:?

1. A conbined photofinishing storage, display, and
ordering merchandi sing unit, conprising:

an order workstation having a front wall, a witing
surface extending fromsaid wall, a dispenser for dispensing
order envel opes, and a collection bin for receiving filled
order envel opes;

a pair of display sections for displaying of nmerchandi se,
one of said display sections being positioned on each side of
said order workstation so as to define a storage area between
said pair of display sections and workstation, at |east one of
said display sections being novable so as to allow access to

'C ai m 29 has been anended subsequent to the fina
rejection.

2The term “sai d display section” in clains 4, 6, 7, 12,
13, 19, 27 and 28 | acks a proper antecedent basis (the
precedi ng claimlanguage recites three display sections).
This informality is deserving of correction in the event of
further prosecution before the exani ner.
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said storage area; and

a display tower disposed adjacent said witing surface
for highlighting a featured product.
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THE PRI OR ART

The references relied upon by the exam ner to support the

final rejection are:

Thur man 760, 278 May 17, 1904
Fry 1, 839, 840 Jan. 5, 1932
Mal dani s 5, 244, 266 Sep. 14, 1993

THE REJECTI ONS

Claims 1 through 4, 7, 8, 10 through 12, 15 through 19,
22, 23, 25 through 27 and 29 through 32 stand rejected under

35 U.S.C. 8 102(b) as being anticipated by Fry.

Claims 1, 9, 11, 14, 16, 24 and 26 stand rejected under

35 U S.C 8 102(b) as being anticipated by Thurman.

Clains 5, 6, 20 and 21 stand rejected under 35 U S. C

§ 103(a) as being unpatentable over Fry.

Clainms 13 and 28 stand rejected under 35 U.S.C. § 103(a)
4
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as bei ng unpatentable over Fry in view of Ml danis.

Attention is directed to the appellants’ main and reply
briefs (Paper Nos. 10 and 12) and to the exam ner’s answer
(Paper No. 11) for the respective positions of the appellants
and the examner with regard to the nerits of these

rej ections.

Dl SCUSSI ON

|. The 35 U S.C. § 102(b) rejection of clainms 1 through 4, 7,

8., 10 through 12, 15 through 19, 22, 23, 25 through 27 and 29

t hrough 32 as being anticipated by Fry.

Fry discloses a vendi ng nachi ne having a cabinet-1ike
construction conposed of a | ower base portion 1 and an upper
colum portion. The |ower base portion 1 includes | ockable
front doors 2, a top 58 having sanple display pockets 55 and
coin slots 54 therein, and a coin hopper 62 and coin box 66
within the base portion beneath the coin slots. The upper

colum portion includes |ockable rear doors 6, a top 17, front
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panels 16, and a plurality of colums 4. Each columm consists
of a U-shaped netal piece having side walls 7 and a back wall
8, shelves 10 dividing the colum into a series of
conpartnents 5 for holding the articles offered for sale, a
front closure 15 slidable dowwardly to sequentially uncover
the articles and a nmechani sm operabl e upon deposit of the
proper coin in the corresponding slot 54 for actuating the
closure including a plunger 34, a plunger guide bracket 35 and

a plunger handl e 60.

Anticipation is established only when a single prior art
reference discloses, expressly or under principles of
i nherency, each and every el enent of a clainmed invention. RCA

Corp. v. Applied Digital Data Sys.. Inc., 730 F.2d 1440, 1444,

221 USPQ 385, 388 (Fed. Cir. 1984). It is not necessary that
the reference teach what the subject application teaches, but
only that the claimread on sonething disclosed in the

reference, i.e., that all of the [imtations in the claimbe

found in or fully met by the reference. Kalman v. Kinberly

Clark Corp.

713 F.2d 760, 772, 218 USPQ 781, 789 (Fed. Gr. 1983), cert.
6
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deni ed, 465 U.S. 1026 (1984).

In applying Fry against claiml, the exam ner reads the
claimlimtations relating to the “collection bin” and the
“pair of display sections” on Fry' s coin hopper 62 and doors
2, respectively (see page 3 in the answer). Recognizing that
Fry' s express disclosure does not support this reading, the
exam ner relies on principles of inherency for justification
(see page 5 in the answer). Gven its disposition within the
overall vendi ng machi ne, however, the Fry coin hopper 62
cannot reasonably be said to inherently constitute a
“collection bin for receiving filled order envel opes” as
required by claiml. Simlarly, Fry's doors 2 cannot
reasonably be said to inherently constitute “a pair of display
sections for displaying of nmerchandise” as recited in claiml.
Moreover, Fry's doors 2 are not positioned on each side of an
order workstation so as to define a storage area between the
pair of display sections and a workstation as further required

by the claim

| ndependent claim 16 recites a conbi ned phot ofini shing
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storage, display and ordering nmerchandi sing unit conprising,
inter alia, a “collection bin for receiving filled order
envel opes” and “a pair of display sections for displaying of
phot ogr aphi ¢ merchandi se.” For the reasons expl ai ned above,
the examner’s determination that these limtations read on
Fry’s coin hopper 62 and doors 2, respectively, is not well

f ounded. 3

| ndependent claim 29 recites a conbi ned phot ofini shing
storage, display and ordering nerchandi sing unit conpri sing,
inter alia, “a pair of display sections for displaying of
merchandi se.” Gven the other limtations in this claim the
exam ner finds it necessary to read the clai mlanguage
relating to the pair of display sections on Fry' s plunger
handl es 60 (see page 3 in the answer). Suffice to say that
i ke doors 2, handles 60 do not inherently constitute display

sections of the sort recited in claim?29.

Wi le Fry's display pockets 55 arguably night constitute
di splay sections of the sort recited in claim16, the Fry
machi ne still has no apparent structure responding to the

“collection bin” limtation.
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Thus, the exam ner’s reading of clainms 1, 16 and 29 on
Fry is not well taken. Therefore, we shall not sustain the
standing 35 U.S.C. 8§ 102(b) rejection of clainms 1, 16 and 29,
or of clains 2 through 4, 7, 8, 10 through 12, 15, 17 through
19, 22, 23, 25 through 27 and 30 through 32 which depend

therefrom as being anticipated by Fry.

II. The 35 U S.C. § 102(b) rejection of clains 1, 9, 11, 14,

16, 24 and 26 as being anticipated by Thurman.

Thur man di scl oses a pharmaceuti cal di spensing case
conprising a cabinet 1 rotatably nounted on a base 2 and a
table 8 hingedly nounted on vertical nenbers 7 of a rack 5
which is retractable with respect to the cabinet. The cabi net
i ncl udes shelves 11 for drugs, drawers 12 for drugs or
instrunments and index card drawers 13 for keeping accounts or

clinical histories. The base includes additional drawers 14.

From t he exam ner’s perspective, clains 1, 9, 11, 14, 16,

24 and 26 read on Thurnan because
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Thur man di scl oses a nerchandi si ng unit
conprising: a front wall (8) and a witing surface
(7) extending therefrom a dispenser (12); a
collection bin (11); a pair of slidably nounted
di splay sections (14) which allow access to a
storage area therebetween; a display tower (1); and
a slot (13) for receiving cards [answer, page 4].

The exam ner’s finding here that Thurman's vertical rack
menber 7 neets the limtations in independent clains 1 and 16
relating to the “witing surface” under principles of

i nherency is clearly unreasonabl e.

Therefore, we shall not sustain the standing 35 U S. C
8 102(b) rejection of clainms 1 and 16, or of clains 9, 11,
14, 24 and 26 which depend therefrom as being anticipated by

Thur nan.

[Il. The 35 U S.C. 8 103(a) rejection of clains 5. 6, 20 and

21 as bei ng unpatentable over Fry.

Claims 5 and 6, which depend ultinmately fromclaim1, and
claims 20 and 21, which depend ultimately fromclaim 16

further define the display tower recited in their respective
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parent clains. The exam ner’s conclusion (see page 4 in the
answer) that the additional display tower characteristics set
forth in these dependent clains would have been obvi ous
matters of engi neering design choice does not cure the above
noted deficiencies in the examner’s application of Fry

agai nst parent clains 1 and 16.

Therefore, we shall not sustain the standing 35 U S. C

§ 103(a) rejection of clainms 5, 6, 20 and 21 as being

unpat ent abl e over Fry.
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V. The 35 U.S.C. 8 103(a) rejection of clains 13 and 28 as

bei ng unpatentable over Fry in view of Ml danis.

Clainms 13 and 28 ultimately depend fromclains 1 and 16,
respectively, and further require a light for highlighting

product s.

Mal dani s di scloses a nultipurpose, refrigerated food
vendi ng machi ne having |ighting devices nounted near display
w ndows 16 and doors 18 to illumnate the products in the

machi ne (see colum 5, lines 46 through 50).

Even if it is assuned for the sake of argunent that it
woul d have been obvious in view of Maldanis to provide Fry’'s
machine with a light to highlight its products as proposed by
the exam ner (see page 4 in the answer), this nodification
also fails to cure the above noted deficiencies in the

exam ner’s application of Fry against clains 1 and 16.

Therefore, we shall not sustain the standing 35 U S. C

§ 103(a) rejection of clainms 13 and 28 as being unpatentabl e
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over Fry in view of Ml danis.

V. New ground of rejection.

Clainms 16, 18 and 23 through 27 are rejected under 35

U S C 8§ 102(b) as being anticipated by Thurman.

Under principles of inherency, the limtations in
i ndependent claim 16 relating to the “order workstation,” the
“di spenser for dispensing order envel opes,” the “witing
surface,” the “collection bin,” the “pair of display sections”
and the “display tower” read on, respectively, the area to the
| eft of Thurman’s case as shown in Figure 3, drawers 13, table
8, drawers 12, either of the opposite sets of shelves 11 or
drawers 14, and the base 2/cabinet 1. The limtations in
claim18 relating to the display tower “base portion” and
“case section” read on, respectively, Thurman’s base 2 and
cabinet 1. The limtations in claim23 relating to the
“novabl e” display section and in claim?24 relating to the
“slidably nounted” display section read on Thurman’ s drawers

14. The limtation in claim25 relating to the “dispenser”
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and the limtation in claim26 relating to the “slot for
receiving cards” read on Thurman’s drawers 13. The limtation
inclaim27 relating to the “cap section” reads on the top of

Thur man’ s cabi net 1.

SUMVARY

The decision of the examner to reject clains 1 through
32 is reversed; and a new rejection of clains 16, 18 and 23

through 27 is entered pursuant to 37 CF. R 8§ 1.196(b).

Thi s deci sion contains a new ground of rejection pursuant
to 37 CF.R § 1.196(b)(amended effective Dec. 1, 1997, by
final rule notice, 62 Fed. Reg. 53,131, 53,197 (Cct. 10,

1997), 1203 Of. Gaz. Pat. & Trademark O fice 63, 122 (Cct.

21, 1997)).

37 CF.R 8 1.196(b) provides that, “A new ground of rejection
shal | not be considered final for purposes of judicial

review.”

37 CF.R 8 1.196(b) also provides that the appellants,
14
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WTH N TWO MONTHS FROM THE DATE OF THE DECI SI ON, nust exerci se

one of the followng two options wth respect to the new
ground of rejection to avoid term nation of proceedings

(8 1.197(c)) as to the rejected cl ains:
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(1) Submit an appropriate anendnent of the
clainms so rejected or a showing of facts relating to
the clains so rejected, or both, and have the matter
reconsi dered by the exam ner, in which event the
application will be remanded to the exam ner.

(2) Request that the application be reheard
under 8 1.197(b) by the Board of Patent Appeals and
I nterferences upon the same record.

No tinme period for taking any subsequent action in

connection with this appeal may be extended under 37 C. F. R

8§ 1.136(a).
REVERSED:. 37 CF. R 8 1.196(b).
| RWN CHARLES COHEN )
Adm ni strative Patent Judge )
)
)
)
) BOARD OF
PATENT
JOHN P. McQUADE ) APPEALS
Adm ni strative Patent Judge ) AND
)
| NTERFERENCES
)
)
)
JOHN F. GONZALES )
Adm ni strative Patent Judge )
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