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DECI SI ON ON APPEAL

This is an appeal fromthe final rejection of clains 1, 3
to 17, 21 and 23 to 34, all the clainms remaining in the
appl i cation.

The clains on appeal are drawn to a nethod of nmeking a
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transport chanber (clains 1, 3 to 17 and 25 to 30) and for
maki ng a chanber (clains 21, 23, 24 and 31 to 34). They are
reproduced in Appendi x A of appellants' brief.?

The references applied in the final rejection are:

Cross 1, 699, 688 Jan. 22,
1929
Koch et al. (Koch) 4,433, 951 Feb. 28,
1984

Clains 1, 3to 17, 21 and 23 to 34 stand finally rejected
as

unpat ent abl e over Koch in view of Cross, under 35 U S. C
§ 103(a).

The exam ner takes the position that, as to claim1, Koch
discloses all the clainmed limtations, except "generating a
chanber housing froma rolled forging that is a solid al um num

ring” and "machining a plurality of facets around the chanber

'In reviewing the drawi ngs of the application, we note
the follow ng, which should be corrected: (1) Figs. 1, 2A and
2B shoul d be labeled "Prior Art," Manual of Patent Exam ni ng
Procedure 8§ 608.02(g). (2) Reference nunerals 500 (p. 13,
line 12), 700 (p. 15, line 24) and 706 (p. 16, line 17) are
not in the drawvings. (3) In Figs. 5B and 7, ports 316 are not
properly illustrated. Since the interior of housing 302 is
cylindrical and the outside has facets 305, the walls would be
of varying thickness, but ports 316 are shown as though the
i nner and outer wall surfaces are parallel. Al so, the upper
two ports are not parallel to the upper surface of the
chanber .



Appeal No. 2000-0484
Appl i cation No. 08/677, 401

housi ng." He asserts, in essence, that one of ordinary skill
woul d have found it obvious to formthe Koch chanber housing
24, which has facets (sides) 32, 34, 36, by machining a forged
pi ece of netal into the configuration of the housing in view
of Cross' disclosure that a forged chanber is capabl e of
wi t hstandi ng greater tenperatures and pressures than a wel ded
chanber (page 2, lines 15 to 23). The exam ner states that
Koch's chanber presunmably is formed by wel di ng al um num
sheets, noting appellants' disclosure that such chanber
construction (shown in Fig. 2a) is conventional, and al so
notes appel lants' disclosure at page 13, lines 19 to 21, that
roll ed al um num forgi ngs were known in the art.

We do not agree with appellants' argunment to the effect
that Cross is nonanal ogous art (brief, page 13), since it
satisfies at |east the second criterion of the test for

anal ogous art enunciated in In re day, 966 F.2d 656, 658, 23

USPQ2d 1058, 1060 (Fed. Cir. 1992), i.e., it is reasonably
pertinent to the problemw th which appellants were invol ved,
nanmely, the fabrication of a chanber. Al so, appellants’
argunments concerning the length of tinme since issuance of the
Cross reference (in 1929) are unpersuasive absent any show ng
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that the passage of tine is significant. 1n re Deters, 515

F.2d 1152, 1155, 185 USPQ 644, 647 (CCPA 1975).

Thus, we are basically in agreenent with the exam ner
that, as a general proposition, it would have been obvious to
make the chanber 24 of Koch froma forging, in view of the
recognition in the art, as evidenced by Cross, that forged
chanbers are stronger than wel ded ones. However, the appeal ed
clainms call for the chanber housing to be generated froma
rolled forging that is a solid alumnumring (claim1) or that
has a cylindrically shaped wall (clainms 21, 25, 31 and 34),
and to machine at | east one or a plurality of facets thereon,
and it is not evident to us why it would have been obvious to
one of ordinary skill to nmake the rectangul ar chanber 24 of
Koch in this fashion. The exam ner states that (answer, page
4):

t he exact configuration of the forged piece of

metal, prior to machining, would have been an

obvi ous matter of engineering design choice, since

such configuration per se solves no stated problem

nor serves any apparent purpose with regard to

form ng a chanber housing that is stronger than a

wel ded chanber housi ng.

Neverthel ess, there is no evidence as to why one of ordinary

skill would have selected a cylindrical forging as the basis
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for maki ng a rectangul ar chanber, particularly since it
appears that, unlike appellants' chanber, the interior or
Koch' s chanmber nust be rectangular to acconmodate the
apparatus therein. Cainms 31 and 34 additionally call for a
top plate which has a stepped lip. At page 5 of the answer,
t he exam ner cites Hauer et al. (Patent No. 3,274,671) as
evi dence of the obviousness of this feature, but this
reference will not be considered by us since it was not
positively included in the statenent of the rejection. Ex

parte Raske, 28 USPQRd 1304, 1305 (Bd. Pat. App. & Int. 1993).

Accordingly, the rejection of clains 1, 3 to 17, 21 and
23 to 34 will not be sustained.

Rej ection Pursuant to 37 CFR § 1.196(b)

(1) daims 1 and 3 to 17 are rejected for failure to conply
wth 35 US. C 8§ 112, second paragraph. 1In lines 18 and 19 of
claiml it is recited that a second o-ring seal is applied
"around a paraneter of the chanber housing top surface.” It
is not apparent what is nmeant by the term"a paraneter” in
this context, rendering the scope of claim1l indefinite.

(2) dainms 21, 23, 24 and 26 to 34 are rejected for failing to
conply with the witten description requirenent of the first
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paragraph of 35 U.S.C. 8 112. Al of these clains call for
machi ning the top plate and for machining the bottom pl ate,
while claim 34 also recites machining at | east one view port
hole. W find no disclosure in the application as filed of
"machi ni ng" the top plate 304, bottom plate 306 or the view
port holes 308. Moreover, we do not consider that the
di sclosure as filed would have nade it clear to those skilled
in the art that appellants were in possession of this clained
feature, particularly since it does not appear inherent that
the top plate, bottomplate and view port holes would have to
be made by "machining," but apparently could be nmade by ot her
nmet hods, such as investnent casting. Caim34 further recites
that the top plate has a "grooved stepped lip," but we find no
description in the application as filed of |lip 402 as being
"grooved. "
Concl usi on

The exam ner's decision to reject clains 1, 3 to 17, 21
and 23 to 34 is reversed. Cains 1, 3 to 17, 21, 23, 24 and
26 to 34 are rejected pursuant to 37 CFR 8 1.196(b).

Thi s deci sion contains a new ground of rejection pursuant
to 37 CFR 8§ 1.196(b) (anended effective Dec. 1, 1997, by final
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rule notice, 62 Fed. Reg. 53,131, 53,197 (Cct. 10, 1997), 1203
Of. Gaz. Pat. and Trademark O fice 63, 122 (Cct. 21, 1997)).
37 CFR 8 1.196(b) provides that "[a] new ground of rejection
shall not be considered final for purposes of judicial
revi ew. "

37 CFR 8 1.196(b) also provides that the appellants,

WTH N TWO MONTHS FROM THE DATE OF THE DECI SI QN, nust exerci se

one of the following two options with respect to the new
ground of rejection to avoid term nation of proceedings (37
CFR § 1.197(c)) as to the rejected clai ns:
(1) Submt an appropriate anmendnent of the
claims so rejected or a showing of facts relating to
the clains so rejected, or both, and have the matter

reconsi dered by the exam ner, in which event the
application will be remanded to the exam ner.

(2) Request that the application be reheard
under
8§ 1.197(b) by the Board of Patent Appeals and Interferences
upon the sanme record. :
No tinme period for taking any subsequent action in
connection with this appeal may be extended under 37 CFR
8§ 1.136(a).

REVERSED, 37 CFR § 1.196(b)
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