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ON BRI EF

Bef ore STONER, Chi ef Adninistrative Patent Judge and GARRI S and
VEI FFENBACH, Adnini strative Patent Judges.

GARRI S, Administrative Patent Judge.

DECI SI ON ON APPEAL

This is a decision on an appeal fromthe refusal of the
exam ner to allowclains 1, 3 through 8 and 10 through 17 as
anmended subsequent to the final rejection. The only other claim
remaining in the application, which is claim9, stands w t hdrawn

fromfurther consideration by the exam ner.

1 Application for patent filed November 16, 1992
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The subject matter on appeal relates to a multil ayer
metallized filmconprising a substrate |ayer having a | ayer of a
pol ymer blend on at |east one surface thereof. The blend
contains (a) a polyvinyl alcohol honopol yner or copol yner and (b)
a vinylidene chloride copolynmer. The layer of this polyner blend
is effective to reduce transm ssion of oxygen and noisture. This
appeal ed subject matter is adequately illustrated by independent

claim1l which read as foll ows:

1. A multilayer nmetallized filmconprising

a substrate |l ayer of oriented propyl ene honopol yner or
copol yner, capable of transmtting oxygen and noi sture, wherein
the substrate | ayer has two surfaces at |east one surface of said
pol ymer substrate |ayer having a |layer of a blend of (a) a
pol yvi nyl al cohol honopol ynmer or copol ynmer and (b) a vinylidene
chl oride copolyner, said |ayer of said blend being on at |east
one of said two surfaces; and

wherein said | ayer of said blend is effective to reduce
transm ssion of said oxygen and sai d noi sture.
The references relied upon by the exam ner as evidence of
obvi ousness are:
Scopp 3,725, 184 Apr. 3, 1973
M gliorini 5,153,074 Cct. 6, 1992

All of the clains on appeal are rejected under 35 USC § 103

as being unpatentable over Mgliorini in view of Scopp.
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We refer to the main Brief and Reply Brief and to the Answer
for a conplete exposition of the respective viewpoi nts advocat ed
by the appellants and the exam ner concerning the above noted
rejection.

This rejection cannot be sustai ned.

On page 6 of the Answer, the exam ner expresses his

concl usi on of obvi ousness as foll ows:

One of ordinary skill, notivated by an
expected enhancenent in resulting adhesive

| ayer bonding properties, would |look to the
secondary reference where the presence of a
very simlar adhesive conposition inproved
the resulting adhesi on of the forned

lam nated film and substitute the

af orenenti oned PVOH PVC cont ai ni ng adhesi ve
bl end di scl osed in Scopp in place of the EVOH
adhesive of Mgliorini, and if desired,
further nodify the substituted Scopp adhesive
conposition through a substitution of

“equi valents”, i.e., polyvinylidene chloride
for the substituted polyvinyl chloride
conposition, thereby formng the clai ned
genus of lamnated filnms, the resulting film
further also possessing the clearly inherent
clai med property of being “effective to
reduce transm ssion of [said] oxygen and

[ sai d] noisture”.

Even when viewed in its nost favorable |ight, the examner’s
obvi ousness conclusion is quite plainly deficient in that the

applied references contain no teaching or suggestion concerning
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the here clainmed vinylidene chloride copolyner. Mre
specifically, while it is possible that the applied prior art
woul d have suggested a bl end of polyvinyl al cohol and pol yvinyl
chloride, this prior art contains no teaching or suggestion
concerning a blend of polyvinyl alcohol and pol yvinylidene
chloride. According to the examner, an artisan with ordi nary
skill would have found it obvious to, “if desired, further nodify
t he substituted Scopp adhesive conposition [i.e., polyvinyl
al cohol and pol yvinyl chloride] through a substitution of
<equi val ents’ i.e., polyvinylidene chloride for the substituted
pol yvi nyl chl oride conposition, thereby form ng the clainmed genus
of lamnated filns, the resulting filmfurther also possessing
the clearly inherent clainmed property of being <effective to
reduce transm ssion of [said] oxygen and [said] noisture’ ”. The
exam ner’s position is not well taken.

On the record before us, the exam ner has supplied no
evi dence that polyvinylidene chloride and polyvinyl chloride are
“equi val ents” in the adhesive bl end environnment under
consideration.? 1In addition, the applied prior is silent

regardi ng the here clained feature of reducing transm ssion of

2 Moreover, equivalency is not the test for obviousness under 35 USC
§ 103. See, for exanple, Inre Flint, 330 F.2d 363, 367, 141 USPQ 299, 302 (CCPA
1964) and In re Scott, 323 F.2d 1016, 1019, 139 USPQ 297, 299 (CCPA 1963).
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oxygen and noi sture. Concerning these matters, we find

merit in

the foll owi ng viewoi nt expressed by the appellants on page 2 of

the Reply

Brief:

Pol yvi nyl i dene chloride is not described
in the applied art for any purpose. However,
the PTO reasons that a prim facie case has
been established on the grounds that the
undescri bed polyvinylidene chloride is an
equi val ent of polyvinylchloride and the
descri bed pol yvinylchloride [sic, the
undescri bed pol yvi nyl al cohol / pol yvi nyl i dene
chloride blend] would inherently function in
a way undescribed by the applied art.

. obvi ousness can not be predicated on
t he unknown; findings, here under the
statute, nust be based on prior art evidence.
The [exam ner’s] findings of equival ency and
i nherency are based on the rejected, appeal ed
clainms, not on the applied prior art.

I n essence, we consider the exam ner’s obvi ousness

conclusion to be based upon inperm ssible hindsight derived from

t he appel

or incenti

ants’ own disclosure rather than a teaching,

suggesti on

ve derived fromthe applied prior. It follows that the

8 103 rejection of the appeal ed clains as bei ng unpat entabl e over

M gliorini

in view of Scopp cannot be sustai ned.
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The decision of the exam ner i s reversed.

REVERSED

BRUCE H. STONER, Jr.,
Adm ni strative Patent

BRADLEY R. GARRI S
Adm ni strative Patent

CAMERON WEI FFENBACH
Adm ni strative Patent

Chi ef
Judge

Judge

Judge
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