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Rules of Practice for Trademark-

Related Filings Under the Madrid
Protocol Implementation Act

AGENCY: United States Patent and
Trademark Office, Commerce.
ACTION: Final rule.

SUMMARY: The United States Patent and
Trademark Office (Office) is adding new
regulations to implement the Madrid
Protocol Implementation Act of 2002
(MPIA), and is amending existing
regulation both to implement the MPIA
and to otherwise clarify and improve
the procedures for processing trademark
applications and conducting
proceedings before the Trademark Trial
and Appeal Board. The MPIA provides
that: The owner of a U.S. application or
registration may seek protection of its
mark in any of the other 58 countries
party to the Protocol Relating to the
Madrid Agreement Concerning the
International Registration of Marks
(Madrid Protocol) by submitting a single
international application through the
Office to the International Bureau of the
World Intellectual Property
Organization (IB); and the owner of an
application or registration in a country
party to the Madrid Protocol may obtain
an international registration from the IB
and request an extension of protection
of its mark to the United States.

DATES: Effective Date: November 2,
2003.

Applicability Dates: New rules added
as part 7 of 37 CFR and the amendments
to rules in part 2 of 37 CFR shall apply
to any application for international
registration filed on or after November
2, 2003, and any application for
registration in the United States under
section 1, section 44 or section 66(a) of
the Act filed on or after November 2,
2003, except as noted below.

Drawing requirements under § 2.52:
Applicants with pending applications
filed prior to November 2, 2003, will not
be required to file amended drawings.
However, applicants may voluntarily
amend their drawings to comply with
the new standard character or color
drawing requirements. See discussion
below of changes to § 2.52. The Office
will consider voluntary amendments
filed on or after November 2, 2003, in
accordance with standard procedures
for processing of amendments.

Partial abandonment under § 2.65(a):
This rule as amended shall apply to all
Office actions issued on or after
November 2, 2003, even if the
application was filed prior to that date.
See discussion below of the changes to
§2.65.

Requests to extend the time to file an
opposition under § 2.102(c): If a first
request for an extension of time to
oppose was filed before November 2,
2003, the rules in effect on the filing
date of that first request will apply to
the first request and any subsequent
request filed by the same potential
opposer or one in privity with it. If a
first request for an extension of time to
oppose is filed on or after November 2,
2003, the amended regulation will apply
to the first request and any subsequent
request filed by the same potential
opposer or one in privity with it.

Petitions to the Director under
§ 2.146(i): For petitions filed on or after
May 2, 2004, petitioners will be held to
the new six-month standard of diligence
in monitoring the status of applications
and registrations. Petitions filed prior to
May 2, 2004, will be reviewed under the
one-year diligence standard, even if the
application was filed on or after
November 2, 2003. See the discussion
below of changes to § 2.146(i).

FOR FURTHER INFORMATION CONTACT:
Cheryl L. Black, Office of the
Commissioner for Trademarks, by
telephone at (703) 308-8910, ext. 153, or
by e-mail to cheryl.black@uspto.gov.

SUPPLEMENTARY INFORMATION: A Notice
of Proposed Rule Making was published
in the Federal Register (68 FR 15119) on
March 28, 2003. A public hearing was
held on May 30, 2003.

Four organizations, two law firms,
seven attorneys, one business and three
individuals submitted written
comments. Two organizations and one
attorney testified at the oral hearing.

The Madrid Protocol Implementation
Act of 2002, Public Law 107-273, 116
Stat. 1758, 1913-1921 (MPIA) amends
the Trademark Act of 1946 to
implement the provisions of the Madrid
Protocol in the United States. The MPIA
was enacted on November 2, 2002, and
becomes effective on November 2, 2003.

The Madrid Protocol and the
Common Regulations Under the Madrid
Agreement Concerning the International
Registration of Marks and the Protocol
Relating to that Agreement (April 1,
2002) (Common Regulations) are
available on the World Intellectual
Property Organization’s (WIPO) Web
site, currently at http://www.wipo.int/
madrid/en/. The Common Regulations
are the procedures agreed to by the
parties to the Madrid Protocol regarding

the administration of the Madrid
Protocol, pursuant to Article 10(2)(iii).
References below to “the Act,” “the
Trademark Act,” or ‘“‘the statute” refer to
the Trademark Act of 1946, 15 U.S.C.
1051, et seq., as amended by the MPIA.
The “TMEP” referenced below is the
Trademark Manual of Examining
Procedure (3rd ed. Rev. 2, May 2003).

Filings Under Madrid Protocol

Background

The Madrid Protocol provides a
system for obtaining an international
registration. The IB maintains the
system in accordance with the
guidelines set forth in the Common
Regulations. To apply for an
international registration under the
Madrid Protocol, an applicant must be
a national of, be domiciled in, or have
areal and effective business or
commercial establishment in one of the
countries that are members of the
Madrid Protocol (Contracting Parties).
An international application must be
based on a trademark application or
registration in one of the Contracting
Parties (basic application or basic
registration). The international
application must be for the same mark
and include a list of goods and/or
services identical to or narrower than
the list of goods and/or services in the
basic application or registration. The
international application must designate
one or more Contracting Parties in
which an extension of protection of the
international registration is sought.

The international application must be
submitted through the trademark office
of the Contracting Party in which the
basic application is pending or basic
registration is held (office of origin). The
office of origin must certify that the
information in the international
application corresponds with the
information in the basic application or
registration, and transmit the
international application to the IB.

The IB will review an international
application to determine whether the
Madrid Protocol filing requirements
have been met and the required fees
have been paid. If an international
application is unacceptable, the IB will
notify both the applicant and the office
of origin of the “irregularity.” If the
Madrid Protocol requirements have
been met and the fees have been paid,
the IB will immediately register the
mark, publish the international
registration in the WIPO Gazette of
International Marks, send a certificate to
the holder, and notify the offices of the
designated Contracting Parties in which
an extension of protection of the
international registration is sought.
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Registration by the IB does not mean
that the mark is automatically granted
protection in the designated Contracting
Parties.

The holder of an international
registration may designate additional
Contracting Parties in a subsequent
designation. A subsequent designation
is a request by the holder of an
international registration for an
extension of protection of its
international registration to additional
Contracting Parties. Each Contracting
Party designated in an international
application or subsequent designation
will examine the request for extension
of protection as a national application
under its laws, and if it complies with
the requirements for registration, grant
protection of the mark in its country. A
Contracting Party must notify the IB of
the refusal of a request for extension of
protection within the time limits set
forth in Article 5(2) of the Madrid
Protocol. If a notification of refusal is
not sent to the IB within the required
time limits, the Contracting Party must
grant protection of the mark in its
country.

Discussion of Specific Rules Added or
Changed

The Office is adding new rules setting
forth the requirements for submitting
international applications and
subsequent designations through the
Office for forwarding to the IB. The
Office is also adding new rules for
processing requests for extension of
protection of international registrations
to the United States, and changing
current regulations to bring the rules of
practice in trademark cases into
conformance with the MPIA.

New Rules Added as Part 7

The Office is adding rules 7.1, 7.3,
7.4,7.6,7.7,7.11,7.12,7.13, 7.14, 7.21,
7.22,7.23,7.24,7.25,7.26,7.27,7.28,
7.29,7.30,7.31,7.36,7.37,7.38,7.39,
7.40, and 7.41; and designating part 7 of
37 CFR as the rules of practice in filings
pursuant to the Protocol Relating to the
Madrid Agreement Concerning the
International Registration of Marks.

Section 7.1 defines certain terms used
in this part. Terms defined in the MPIA
are not included in the list of definitions
in§7.1.

Section 7.3 requires that
correspondence relating to international
applications and registrations be in
English.

Section 7.4 states that correspondence
submitted through the Trademark
Electronic Application System (TEAS)
will be accorded the date and time the
complete transmission is received in the
Office based on Eastern Time.

Fees

Section 7.6 sets forth the fees required
by the Office for processing
correspondence relating to international
applications and registrations under the
Madrid Protocol. These fees must be
paid in U.S. dollars at the time of
submission.

The Office is charging fees for: (1)
Reviewing and certifying an
international application; (2)
transmitting a subsequent designation;
(3) transmitting a request to record an
assignment or restriction (usually a
security interest), or the release of a
restriction, of a holder’s right of disposal
of an international registration; (4)
requesting a notice of replacement; and
(5) filing an affidavit of use in commerce
or excusable nonuse for a mark in a
registered extension of protection to the
United States.

In addition to the fees required by the
Office, there are international fees for
processing international applications
and registrations. Section 7.7 sets forth
the international fees that may be paid
to the IB through the Office in
connection with international
applications and registrations, and the
requirements and procedures for
submitting those fees through the Office.
A schedule of the international fees is
currently posted on the WIPO Web site,
available at http://www.wipo.int/
madrid/en/. An international applicant
or holder may pay the fees directly to
the IB, or to the IB through the Office.
Fees paid directly to the IB must be paid
in Swiss francs, and fees paid through
the Office must be paid in U.S. dollars.

Under § 7.7(b), if an international
applicant or holder pays the
international fees through the Office,
payment must be made at the time of
submission by any of the acceptable
payment methods set forth in §§ 2.207
and 2.208. If the international fees are
paid directly to the IB using an
acceptable form of payment established
by the IB, the international applicant or
holder must include the IB account
number for debiting fees or the IB
receipt number as proof of payment of
fees in its submission to the Office. The
fee calculator and acceptable methods
for paying fees to the IB may currently
be viewed on the WIPO Web site at
http://www.wipo.int/madrid/en/.

International Applications Originating
From the United States

The requirements for granting a date
of receipt to an international application
are set forth in § 7.11(a). An
international application must identify
at least one basic application or
registration. The international

application may be based on more than
one U.S. application and/or registration,
provided that the owner and the mark
are the same for each basic application
or registration.

An international application must be
submitted through TEAS. The Office has
developed a TEAS form for filing an
application for international registration
that conforms to the official IB form
created by WIPO. TEAS will require the
applicant to select between two
different types of forms, namely, a pre-
populated form containing information
from the basic application or
registration, or a free-text form. The
applicant can use the pre-populated
form if: (1) The international application
is based on a single basic application or
registration; and (2) applicant’s changes
to the international application are
limited to narrowing the list of goods or
services. For all other international
applications, the applicant must fill in
all the fields in the free text form.

Section 7.11(a)(3) requires a
reproduction of the mark in the
international application that is the
same as the mark in the basic
application or registration, and that
meets the drawing requirements of
§ 2.52. If the mark in the basic
application or registration is depicted in
black and white and does not include a
color claim, the reproduction of the
mark in the international application
must be black and white. If a mark is
depicted in black and white in the basic
application or registration but there is a
claim of color, the international
application must include both a black
and white reproduction of the mark and
a color reproduction of the mark. If the
mark in the basic application or
registration is in color, the reproduction
of the mark in the international
application must be in color.

Under §§7.11(a)(4) and 7.12, if color
is claimed as a feature of the mark, the
same color claim must be made in the
international application. If color is not
claimed as a feature of the mark in the
basic application or registration, the
international application may not
include a claim of color.

Under § 7.11(a)(5), if the basic
application or registration includes a
description of the mark, the
international application must include
the same description of the mark.

Under § 7.11(a)(6), if the mark in the
basic application or registration is a
three-dimensional mark, sound mark,
collective mark or certification mark,
the international application must
indicate the type of mark.

Section 7.11(a)(7) requires a list of
goods and/or services in the
international application that is
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identical to or narrower than the list of
goods and/or services in the basic
application or registration, and is
classified according to the Nice
Agreement Concerning the International
Classification of Goods and Services for
the Purposes of the Registration of
Marks. An applicant may omit or revise
goods and/or services from the
international application as long as the
omission or revision does not broaden
the scope of the goods or services
identified in the basic application or
registration.

The pre-populated form will include
the list of goods/services in the basic
application or registration. The
applicant may edit the list of goods and/
or services by either omitting particular
goods or services or revising the
description of goods or services
populated from the basic application or
registration. In the free text form, the
applicant must enter the goods/services
manually. The applicant may omit
goods or services, or revise the list of
goods/services. The list of goods and
services for each designated Contracting
Party must be identical to or narrower
than the list of goods or services in the
international application.

Both the pre-populated form and the
free-text form will also allow an
applicant to change the classification of
goods and services in an international
application. If the goods or services in
the basic application or registration are
classified in U.S. Classes A, B or 200 or
entirely under the U.S. classification
system, an applicant may want to
reclassify goods or services into
international classes. Classes A, B and
200 are not part of the international
classification system under the Nice
Agreement. Failure to properly classify
goods or services in an international
application according to the
international classification system
under the Nice Agreement may result in
an IB notice of irregularity. The Office
will issue an examination guide
regarding classification on or before
November 2, 2003.

Under § 7.11(a)(8), an international
applicant must designate at least one
Contracting Party in which it seeks an
extension of protection.

Under § 7.11(a)(9), the international
applicant must pay the U.S. certification
fee and the international fees (see §7.7)
for all classes and all designated
Contracting Parties at the time of
submission.

Under section 61 of the Act, and
§7.11(a)(10), an international applicant
must specify that applicant is a national
of, is domiciled in, or has a real and
effective industrial or commercial
establishment in the United States. If

the applicant is not a national of the
United States and the applicant’s
address on the application is outside of
the United States, the applicant will be
required to provide the address of the
U.S. domicile or establishment.

Section 7.13 sets forth the
requirements for certifying and
forwarding an international application
to the IB. Under § 7.13(a), if an
international application meets the
requirements of § 7.11(a), the Office will
grant a date of receipt, certify that the
information contained in the
international application corresponds to
the basic application or registration, and
forward the international application
electronically to the IB.

The Office must certify and forward
an international application to the IB
within two months of the date of receipt
in the Office in order to provide the
applicant with an international
registration date as of the date of receipt
of the international application in the
Office. The Office will automatically
certify and forward to the IB all
international applications based on a
single basic application or registration,
with no limitations on the goods/
services and no color claim, that meet
the requirements of § 7.11(a). Limited
review by the Madrid Processing Unit
(MPU) is required for international
applications where the goods or services
have been narrowed or a color drawing
is attached. International applications
that are completed on free text forms are
reviewed by the MPU. The use of a fully
automated filing system expedites the
processing of international applications
because information is either pre-
populated from Office records or
entered by the applicant directly into
the Office’s automated systems, and
electronically reviewed for certification.

Section 7.13(b) states that if the Office
cannot certify that the information
contained in the international
application corresponds with the
information in the basic application or
registration, the Office will notify the
applicant that the international
application cannot be certified. Any
international fees (see § 7.7) paid
through the Office will be refunded;
however, the Office will not refund the
certification fee.

Correcting Irregularities in International
Application—§ 7.14

The IB will notify both the
international applicant and the Office of
any irregularities in an international
application. Under Rule 11 of the
Common Regulations, the international
applicant must correct certain
irregularities through the Office. Fees
for correcting irregularities in an

international application must be paid
directly to the IB. All other irregularities
requiring applicant’s response may
either be submitted through the Office
or filed directly at the IB. Section
7.14(b) sets forth the types of
irregularities that must be corrected
through the Office, and § 7.14(e) sets
forth the procedures for responding to
irregularities through the Office.

To be considered timely, responses to
IB notices of irregularities must be
received by the IB before the end of the
response period set forth in the IB’s
notice. Receipt in the Office does not
fulfill this requirement.

Information about filing directly with
the IB is available on the WIPO Web
site, currently at http://www.wipo.int/
madrid/en/. The applicant may contact
the IB by mail to the World Intellectual
Property Organization, 34 chemin des
Colombettes, PO Box 18, CH-1211
Geneva 20, Switzerland; by telephone at
41 22 338 9111; by fax to 41 22 740
1429; or by e-mail to
intreg.mail@wipo.int.

Irregularities in Classification and
Identification of Goods/Services

Rules 12 and 13 of the Common
Regulations provide that the IB will not
consider a response to irregularities in
classification or identification of goods
and/or services unless the response is
submitted through the office of origin.
Section 7.14(b) therefore requires that
an international applicant respond to
irregularities in classification and
identification of goods and/or services
through the Office. Because the Office
must certify that the goods or services
in an applicant’s response are within
the scope of the basic application or
registration at the time the response is
filed, responses to irregularities in the
identification will be reviewed by the
MPU.

If the goods or services in the basic
application or registration have been
amended since the date the
international application was submitted
to the Office, the goods and services in
the response to the IB notice must be
within the scope of the amended goods
and services. If the response includes
goods and services that exceed the
scope of the goods and services in the
basic application or registration as
amended, the MPU will reject the
response and notify the applicant. If
there is time remaining in the IB
response period, the applicant may
submit a corrected response. If the
goods and services in an applicant’s
response do not exceed the scope of the
goods and services in the basic
application or registration as amended,
and the IB response period has not
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expired, the MPU will certify the goods
and services and forward the response
to the IB.

Fees To Correct Irregularities Must Be
Paid Directly to the IB

Section 7.14(c) provides that fees for
correcting irregularities in an
international application must be paid
directly to the IB. This is true even if the
applicant is filing a response to correct
other irregularities through the Office.
At this time, the Office’s automated
system cannot process fees to correct
irregularities in an international
application.

Other Irregularities Requiring Response
From Applicant

Under § 7.14(d), applicants may
respond to all other irregularities either
through the Office in accordance with
§7.14(e), or directly at the IB. The Office
will not respond to any irregularities on
behalf of an applicant. Except for an
applicant’s response to irregularities in
the identification of goods and services,
the Office will not review responses to
IB notices of irregularities.

Procedures for Responding to IB Notices
of Irregularities Through the Office

To be considered timely, responses to
IB notices of irregularities must be
received by the IB before the end of the
response period set forth in the IB’s
notice. Receipt in the Office does not
fulfill the requirement for timely
submission to the IB.

Under § 7.14(e), the Office requires
that applicants use TEAS to submit
responses through the Office. Responses
submitted through the Office for
forwarding to the IB should be
submitted as soon as possible, but at
least one month before the end of the
response deadline set forth in the IB’s
notice. The Office will not process any
response submitted to the Office after
the IB response deadline.

Subsequent Designations—S§ 7.21

Section 64 of the Act and §7.21
permit the holder of an international
registration to submit a subsequent
designation through the Office, if: (1)
The international registration is based
on a U.S. application or registration; and
(2) the holder of the international
registration is a national of, is domiciled
in, or has a real and effective industrial
or commercial establishment in the
United States. The holder also has the
option of filing a subsequent
designation directly with the IB.

Under §7.21, if a subsequent
designation is submitted through the
Office, it must be submitted through
TEAS and include the international

registration number, the name and
address of the holder of the
international registration, one or more
Contracting Parties in which an
extension of protection is sought, and a
list of goods and/or services that is
identical to or narrower than the goods
and/or services listed in the
international registration. The holder
can omit or revise goods and/or services
from the subsequent designation as long
as the omission or revision does not
broaden the scope of the goods or
services identified in the international
registration. The holder must include
the U.S. transmittal fee and all
subsequent designation fees (see §7.7)
at the time of submission. The Office is
not required to certify a subsequent
designation.

The IB will review a subsequent
designation for compliance with Rule 24
of the Common Regulations before
forwarding the request for extension of
protection to the designated Contracting
Parties. If there are any irregularities in
the subsequent designation, the IB will
notify both the holder and the Office.
The holder must file any responses to
the notice or irregularities directly with
the IB. The Office will not forward any
responses to irregularities in a
subsequent designation to the IB, even
if the subsequent designation was
submitted through the Office.

Recording Changes to International
Registration

The IB shall record changes to
international registrations pursuant to
Articles 9 and 9bis of the Madrid
Protocol. Section 7.22 requires that all
requests to record changes to an
international registration be filed at the
IB, except in the limited circumstances
in which an assignment, or restriction of
a holder’s right of disposal of an
international registration or the release
of such a restriction, must be submitted
through the Office, as set forth in §§7.23
and 7.24. Section 10 of the Act and 37
CFR part 3 are not applicable to such
assignments or restrictions.

The Office will not take note of an
assignment or restriction of a holder’s
right of disposal of an international
registration in its records unless the IB
notifies the Office that the assignment or
restriction has been recorded in the
International Register. When the IB
sends notice of an assignment of an
international registration with an
extension of protection to the United
States, the MPU will update the
ownership information in the
Trademark database and forward the IB
notice to the Assignment Services
Division to update its automated
records. An assignment of an extension

of protection that has not been recorded
at the IB will not be reflected in the
Trademark database, even if the
assignment has been inadvertently
recorded by the Assignment Services
Division.

Section 7.23 sets forth the limited
circumstances in which a request to
record an assignment of an international
registration may be submitted through
the Office. The Office will accept and
forward to the IB a request to record an
assignment of an international
registration by an assignee who is a
national of, is domiciled in or has a real
and effective commercial or industrial
establishment in the U.S. only if the
assignee cannot obtain the assignor’s
signature for the request to record the
assignment and the request meets the
requirements of § 7.23.

Section 7.24 sets forth the limited
circumstances in which a request to
record a restriction of a holder’s right of
disposal of an international registration,
or the release of such a restriction, may
be submitted through the Office. Under
§ 7.24, the Office will accept for
submission and forward to the IB a
request to record a restriction of a
holder’s right of disposal of an
international registration (usually a
security interest), or the release of such
a restriction, by a party holding the
restriction who is a national of, is
domiciled in or has a real and effective
commercial or industrial establishment
in the U.S. only if: (1) (i) The restriction
is the result of a court order; or (ii) the
restriction is the result of an agreement
between the holder of the international
registration and the party restricting the
holder’s right of disposal, and the
signature of the holder of the
international registration cannot be
obtained; (2) the party who obtained the
restriction is a national of, is domiciled
in, or has a real and effective industrial
or commercial establishment in the
United States; and (3) the restriction or
release applies to the holder’s right to
dispose of the international registration
in the United States. The request must
meet the requirements of § 7.24(b). The
Office will charge a fee for transmitting
a request to record an assignment or
restriction, or the release of a restriction,
to the IB.

Requests for Extension of Protection to
the United States

Under section 65 of the Act, the
holder of an international registration
may request an extension of protection
of the international registration to the
United States, provided the
international registration is not based on
a U.S. application or registration.
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The holder may file with the IB a
request for extension of protection to the
United States in either an international
application or a subsequent designation.
Section 66(a) of the Act requires that a
request for extension of protection to the
United States include a declaration of
bona fide intention to use the mark in
commerce that the United States
Congress can regulate. The allegations
in a verified statement required by an
international applicant or holder
seeking an extension of protection of an
international registration to the United
States are set forth in § 2.33(e). See
discussion below of new § 2.33(e). The
IB will certify that the request for
extension of protection contains a
properly signed declaration of bona fide
intention to use the mark in commerce
when it forwards the request to the
Office. The declaration will remain part
of the international registration on file at
the IB.

The IB will forward the request for
extension of protection to the Office
electronically. A holder cannot file a
request for extension of protection to the
United States directly with the Office.

Section 7.25 provides that for
purposes of examination and
opposition, a request for an extension of
protection to the United States will be
referred to as an application for
registration under section 66(a) of the
Act; that references to “applications”
and “registrations” in 37 CFR part 2
include extensions of protection to the
United States; and that upon
registration, an extension of protection
will be referred to as a “registration,” a
“registered extension of protection,” or
a ““section 66(a) registration.” With the
exception of §§2.130-2.131, 2.160—
2.166, 2.168, 2.172, 2.173, 2.175 and
2.181-2.1886, all the sections in 37 CFR
parts 2 and 10 apply to a request for
extension of protection to the United
States.

Under § 7.26, the filing date of a
request for extension of protection to the
United States for purposes of
examination in the Office is: (1) The
international registration date, if the
request for extension of protection to the
United States was made in the
international application, or (2) the date
the IB recorded the subsequent
designation, if the request for extension
of protection to the United States was
made in a subsequent designation.
Under section 66(b) of the Act, the filing
date of the extension of protection will
be considered the date of constructive
notice pursuant to section 7(c) of the
Act.

Under section 67 of the Act and
§7.27, the holder of an international
registration may claim priority under

Article 4 of the Paris Convention for the
Protection of Industrial Property if: (1)
The request for an extension of
protection contains a claim of priority;
and (2) the international registration
date or the date of recordal of the
subsequent designation at the IB
requesting an extension of protection to
the United States is no later than six
months after the filing date of the
application that formed the basis of the
claim of priority.

Replacement

Under Article 49s of the Madrid
Protocol, where a mark that is the
subject of a national or regional
registration in the Office of a
Contracting Party is also the subject of
an international registration and both
registrations are in the name of the same
person, the international registration is
deemed to replace the national or
regional registration, without prejudice
to any rights acquired by virtue of the
latter, provided that: (1) The protection
resulting from the international
registration extends to that Contracting
Party; (2) all the goods and services
listed in the national or regional
registration are also listed in the
international registration with respect to
that Contracting Party; and (3) the
extension of protection takes effect after
the date of the national or regional
registration.

Under section 74 of the Act and
§7.28(a), a registered extension of
protection to the United States affords
the same rights as a previously issued
U.S. registration if: (1) Both registrations
are owned by the same person and
identify the same mark; and (2) the
goods/services in the previously issued
U.S. registration are covered by the
registered extension of protection.
Under § 7.28(b), the holder of a
registered extension of protection may
request that the Office note in its
records replacement of the earlier U.S.
registration by the extension of
protection. The Office will require a fee
to note replacement.

Under § 7.29, the replaced U.S.
registration will remain in force, unless
cancelled, expired or surrendered, as
long as the owner files affidavits or
declarations of use or excusable nonuse
under section 8 of the Act and renews
the registration under section 9 of the
Act.

Effect of Cancellation or Expiration of
International Registration on Extension
of Protection

Under section 70 of the Act and
§7.30, the Office will cancel a pending
or registered extension of protection to
the United States, in whole or in part,

if the IB notifies the Office of the
cancellation or expiration of the
corresponding international registration,
in whole or in part.

Transformation

Under section 70(c) of the Act and
§7.31, if an international registration is
cancelled, in whole or in part, by the IB
at the request of the office of origin
under Article 6(4) of the Madrid
Protocol (due to the cancellation or
expiration of the basic application or
registration), the holder of the
international registration may file a
request to transform the corresponding
extension of protection to the United
States into an application under
sections 1 and/or 44 of the Act. If only
a portion of the cancelled goods and
services in the international registration
pertains to the extension of protection to
the United States, the Office will not
cancel the entire extension of
protection, but will instead delete the
cancelled goods or services from the
extension of protection. The holder of
the extension of protection may request
transformation only as to the cancelled
goods or services.

The requirements for transformation
are set forth in § 7.31(a). The holder of
an international registration must file
the request for transformation through
TEAS within three months of the date
of cancellation of the international
registration. The request must include
an application filing fee for at least one
class of goods and/or services.

Under § 7.31(b), if a request for
transformation contains all the elements
in § 7.31(a), the cancelled extension of
protection to the United States will be
transformed into an application under
sections 1 and/or 44 of the Act. The
application will be accorded the same
filing date and same priority (if any) as
the cancelled