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This is a decision on the petition under 37 CFR 1.181(a)(3) filed May 7, 2002, to invoke the
supervisory authority of the Director’ to direct the Group Director of Technology Center 2100
(Group Director) to review the objection to the specification and drawings for introduction of new
matter and requirement to cancel such new matter in the above-identified application.

The petition under 37 CFR 1.181(a)3) filed May 7, 2002 to direct the Group Director to review
the objection to the specification and drawings for introduction of new matter and requirement to
cancel such new matter in the above-identified application is DENIED.

! The title “Commissioner of Patents and Trademarks” was changed to “Under Secretary
of Commerce for Intellectual Property and Director of the United States Patent and Trademark
Office” by § 4713 of the American Inventors Protection Act of 1999 (AIPA). See Pub. L. 106-
113, 113 Stat. 1501, 1501A-575 through 1501A-577 (1999). As used in this decision,
“Commissioner” or “Director” means the Under Secretary of Commerce for Intellectual Property
and Director of the United States Patent and Trademark Office, and “Group Director” means the
Group Director of Technology Center 2100.
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BACKGROUND

On September 4, 1996, petitioners filed application No. 08/707,684, which issued on September 1,
1998 as U.S. Patent No. 5,801,701. Application No. 08/707,684 claims the benefit (as a divisional
application) under 35 U.S.C. § 120 of application No. 08/229,264 filed April 15, 1994 (which
issued on March 18, 1997 as U.S. Patent No. 5,613,058).

On November 16, 1999, petitioners filed the above-identified application (application No.
09/442,070), which is an application for reissue of U.S. Patent No. 5,801,701. The above-
identified application was filed together with a preliminary amendment that added subject matter
to the specification and drawings of the above-identified application and also added claims 40
through 49 that were directed to the subject matter that was added to the specification and
drawings of the above-identified application. Specifically, petitioners added the subject matter of
pages 168 through 170 of The Windows Interface: An Application Design Guide (1992)
(hereinafter “The Windows Interface (1992)”) to the specification at column 66, after line 41, and
added two drawings from page 170 of The Windows Interface (1992) as new drawirig figures 57
and 58. Petitioners asserted that the added subject matter and claims 40 through 49 did not
constitute new matter as they found support in the original specification via the incorporation by
reference of The Windows Interface (1992) in the specification of application No. 08/229,264 (of
which application No. 08/707,684 claims a benefit under 35 U.S.C. § 120).

On April 26, 2001, the examiner issued a non-final Office action (Paper No. 18). The Office
action of April 26, 2001 included (inter alia). (1) a rejection of claims 1 through 39 under the

- judicially created doctrine of obviousness-type double patenting as being unpatentable over claims
1 and 40 through 45 of U.S. Patent No. 5,613,058; (2) an objection to the specification and
drawings for introduction of new matter and requirement to cancel such new matter; (3) a rejection
of claims 40 through 49 under 35 U.S.C. § 112, | 1, for containing subject matter not described in
the specification in such a way to reasonably convey to one skilled in the art that the inventor(s)
had possession of the claimed invention at the time the application was filed; and (4) a rejection of
claims 9 through 11 and 23 through 27 under 35 U.S.C. § 112, 2, for failing to particularly point
out and distinctly claim the subject matter that petitioners regard as the invention.

On July 25, 2001, petitioners filed an amendment deleting the subject matter previously added to

. the specification and drawings of the above-identified application, and adding other subject matter
to the specification and drawings of the above-identified application (Paper No. 20). Specifically,
petitioners added the subject matter of chapters five and nine of The Windows Interface (1992) to
the specification at column 12, after line 21, and added thirty-five drawings from chapters five and
nine of The Windows Interface (1992) as new drawing figures 57 through 91. Petitioners again
asserted that the added subject matter and claims 40 through 49 did not constitute new matter as
they found support in the original specification via the incorporation by reference of The Windows
Interface (¥992) in the specification of application No. 08/229,264.



