FORWARDING US PRIORITY DOCUMENTS TO
THE EPO, JPO, OR ANY OTHER
PARTICIPATING INTELLECTUAL PROPERTY
OFFICE

1.  Ifyou are filing an application in the European Patent Office (EPO), the Japan
Patent Office (JPO), or any other participating intellectual priority office and
you want the EPO, the JPO, or other participating intellectual property office to
retrieve one or more priority documents from the USPTO for placement in that
file:

a. The EPO will request retrieval of every US priority application to which an
EPO application claims priority. Similarly, the JPO will request retrieval of
every US priority application to which a JPO application claims priority.
However, further details and instructions from the EPO will be published in
its Official Journal and further details and instructions from the JPO will be
published on the JPO website.

b.  The USPTO will release a priority document to the EPO, JPO, or other
participating intellectual property office ONLY if the US application meets
at least one of the following criteria:

I. The application has been published

—-OR-

ii. The applicant has submitted a proper written authorization to the
USPTO in a separate document to release the application for this
purpose AND the application has cleared national security review (a
foreign filing license has been granted.

c. To be considered proper, the applicant must authorize the USPTO to permit
the EPO, JPO, or any other intellectual property offices in which a foreign
application claiming priority to the identified US application is filed to have
access to 1) the US application as-filed, 2) a copy of any foreign priority
documents contained within it, 3) a copy-as-filed of any parent applications,
i.e., any US application from which benefit is sought in the accessed
application, and also 4) information concerning the date of filing the
Authorization to Permit Access to Application by Participating Offices (e.g.
PTO/SB/39). The USPTO has prepared a standard form (PTO/SB/39, see
attached) which may be used to grant this permission.

2.  Please submit the written authority using one of the routes indicated below:

a.  electronically via EFS-Web — select Document Description “Authorization
to access Appl. by Trilateral Office” under the Priority Documents category

b.  Fax to the usual Central Fax number (571-273-8300)

c.  Mail to the usual USPTO mailing address:

Commissioner for Patents
PO Box 1450
Alexandria, VA 22313-1450

3. Neither the USPTO nor the EPO nor the JPO charge a fee to either the applicant
or the other office for this service.



4.  Applicants are advised that if the applicant files an Authorization to Permit
Access to Application by Participating Offices, there is no procedure in place
that would enable the applicant to promptly revoke the authorization so as to
prevent access by a participating office. Accordingly, if an applicant does not
wish a participating office to have access to the applicant’s application, the
applicant should not file the Authorization to Permit Access to Application by
Participating Offices. Instead the applicant should use the traditional procedure
of obtaining and directly providing a certified copy of the US priority
application to any participating office in which the applicant files a patent
application claiming priority to the prior filed US application.

INSTRUCTIONS FOR COMPLETION OF FORM PTO/SB/39

1. In the upper right-hand corner of the form (the section marked “1” in the attached
sample), please enter the title and as much other identifying information as you
have available about the US application to which you are authorizing access.

2. The form must be signed in the area labeled “2” in accordance with 37 CFR
1.14(c).

If at any time you have any questions, please contact:

Diana Oleksa Hung Vuong
Legal Advisor for IT Policy US Patent and Trademark
US Patent and Trademark Office
X OR
Office
571-272-3291 571-272-5727

PDX@uspto.gov PDX@uspto.gov
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The undersigned hereby grants the USPTO authority to provide the Ewrogean FPatent Office (EPD) the
Japan Patent Office (JPO), and any other intellzctual property offices in which a foreign application
claiming pricrity to the abowve-identified application is filed access to the sbhove-dentfied patent apphcation.
Ses= 3T CFR 1.144c) and (h).

In azcordance with 37 CFR 1_14{h}{3), access will be provided o 3 copy of the application-asiled with
respect tor 1) the above-identifed apptoation, 2) any foreign appteation o which the above-identified
appication clams pronty under 25 USC 118a)-d) if a copy of the foreign application that satisfies the
certfied copy requirsment of 37 CFR 1.55 has been fizd in the abowe-centified US appication, and 3] any
L5 applicaton from which benefit s sought in the above-identified apoication.

In accordance with 37 CFR 1.14{c), access may be provided to informaton conceming the date of fing the
Authorzation 1o Pemit Access to Application by Paricpating Offces.

This writien authorization should be submitied prior to the filing of a subseguent foreign application, o
wihich pricrity is clamed to the sbove-identfied patent application, with any intellectusl property office (e.g..
thie EPO or JPO). However, if applicant does not wish the EPO, JPO, or other intelactual property office in
wihich a foreign application claiming pricrty to e above-identified spplicstion is filed 1o have acoess o the
application, this writien authorization should not be filed.

Mo fee wil be charged under 37 CFR 118k 1) for providing a parbcipsting intelleciual property offce with
an electronic copy of the sbove-identfied application.

This form must be signed by an authorized party in accordance with 37 CFR 1.14{c). |
|
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