12/4/09

SUMMARY OF REQUIREMENTS FOR SIGNATURE, RECOGNITION OF REPRESENTATIVES AND CHANGING THE CORRESPONDENCE ADDRESS IN TRADEMARK CASES

2I. PERSONS AUTHORIZED TO REPRESENT OTHERS


3II. RECOGNITION AS REPRESENTATIVE


3A.
Three Ways to Be Recognized


3B.
Duration of Recognition


4C.
Foreign Attorneys


4III. POWER OF ATTORNEY


4A.
Requirements for Powers of Attorney


4B.
Associate Powers of Attorney


5IV. REVOCATION OF ATTORNEY


5V. WITHDRAWAL OF ATTORNEY


6VI. CORRESPONDENCE ADDRESS


6A.
Establishing the Correspondence Address for Application or Registration


6B.
Changing the Correspondence Address for Application or Registration


61.
Request to Change Correspondence Address


72.
Changing the Correspondence Address After Registration


8C.
Applicant or Registrant Must Notify Office of Changes of Address


8D.
No Duplicate Correspondence in Ex Parte Cases


8VII. SIGNATURE OF TRADEMARK DOCUMENTS


8A.
Requirements for Signature


8B.
Proper Person to Sign


81.
Verification


92.
Responses, Amendments to Applications, Requests for Express Abandonment, Requests for Reconsideration of Final Actions, and Requests to Divide


93.
Powers of Attorney and Revocations of Powers of Attorney


104.
Petitions to Revive


105.
Petitions to Director


106.
Amendment, Correction or Surrender of Registration


107.
Renewal Applications


108.
Designations and Revocations of Domestic Representative


119.
Requests to Change Correspondence Address in an Application or Registration


1110.
Cover Letters




On October 26, 2009, the United States Patent and Trademark Office (“Office”) published a final rule setting forth the requirements for signature of documents, recognition of representatives, and establishing and changing the correspondence address in trademark cases.  74 FR 54898.  The changes become effective December 28, 2009.  The rule changes codify and clarify existing practice, as set forth in the Trademark Manual of Examining Procedure, 6th edition, Rev. 1, Oct. 2009 (“TMEP”).  

I.   PERSONS AUTHORIZED TO REPRESENT OTHERS 

Under Rule 11.14, 37 C.F.R. §11.14, only the following individuals may represent an applicant, registrant, or party to a proceeding before the Office in a trademark case:

· An attorney as defined in Rule 11.1, i.e., an attorney who is a member in good standing of the bar of the highest court of a state in the United States;

· A Canadian patent agent who is registered and in good standing as a patent agent under Rule 11.6(c) for the limited purpose of representing parties located in Canada;

· A Canadian attorney or agent who has been granted recognition by the Director of Enrollment and Discipline of the United States Patent and Trademark Office (“OED Director”) for the limited purpose of representing parties located in Canada, pursuant to Rule 11.14(f); or

· An individual who is not an attorney but was recognized to practice before the Office in trademark cases prior to January 1, 1957.  

TMEP §602.

II.   RECOGNITION AS REPRESENTATIVE

A. Three Ways to Be Recognized

To be recognized as a representative, a practitioner qualified to practice in trademark cases under Rule 11.14 (“qualified practitioner”) may:

· File a power of attorney signed by the individual applicant, registrant, or party to a proceeding in a trademark case, or by someone with legal authority to bind a juristic applicant, registrant, or party (e.g., a corporate officer or general partner of a partnership);     

· Sign a document on behalf of an applicant, registrant, or party to a proceeding who is not already represented by a qualified practitioner from a different firm; or

· Appear in person on behalf of an applicant, registrant, or party to a proceeding who is not already represented by a qualified practitioner from a different firm.  

37 C.F.R. §2.17(b)(1); TMEP §604.01.

Once the Office has recognized a qualified practitioner as the representative of an applicant or registrant, the Office will communicate and conduct business only with that practitioner, or with another qualified practitioner from the same firm.  The Office will not conduct business directly with the applicant or registrant, or with a qualified practitioner from a different firm, unless the applicant or registrant files a new power of attorney or revokes the previous power, or the prior attorney files a motion
 or request to withdraw.  37 C.F.R. §2.18(a)(7); TMEP §604.01.  

B. Duration of Recognition 

For purposes of recognition as a representative, the Office considers a power of attorney filed while an application is pending to end when the mark is registered, when ownership changes, or when the application is abandoned.  37 C.F.R. §2.17(g)(1); TMEP §604.02.  An appointment of domestic representative, however, remains in effect unless specifically revoked or supplanted by appointment of a new domestic representative.  TMEP §610.
For purposes of recognition as a representative by the Post Registration Section of the Office, the Office considers a power of attorney filed after registration to end when the registration is cancelled or expired, or when ownership changes.  If the power was filed in connection with an affidavit under §8, §12(c), §15, or §71 of the Trademark Act, renewal application under §9 of the Act, or request for amendment or correction under §7 of the Act, the power is deemed to end upon acceptance or final rejection of the filing.  37 C.F.R. §2.17(g)(2); TMEP §§604.02 and 1612.
After a change in ownership has been recorded, if a new qualified practitioner appears on behalf of the new owner, the Office will communicate and conduct business with that practitioner even absent a new power of attorney or revocation of the previous power.  If the previously recognized practitioner appears on behalf of the new owner (which might occur when the new owner is a related company), the Office will continue to conduct business and correspond with that practitioner.  TMEP §§604.02 and 609.02(f).
C. Foreign Attorneys

A Canadian patent agent who is registered with the Office and in good standing as a patent agent under Rule 11.6(c) may represent parties located in Canada before the Office in trademark matters.  37 C.F.R. §2.17(e)(1); TMEP 602.03(a).

A Canadian attorney or agent who is registered or in good standing with the Canadian Intellectual Property Office, but not registered as a patent agent under Rule 11.6(c), may represent parties located in Canada if he or she has been authorized to do so by the OED Director.  The Canadian attorney or agent must file an application, pay a fee, and be granted reciprocal recognition by OED before filing a paper or taking an action before the Office.  37 C.F.R. §§1.21(a)(1)(i), 2.17(e)(2), 11.14(c), and 11.14(f); TMEP 602.03(a).  

Once recognized by OED, the Canadian attorney or agent may only represent parties who are located in Canada.  37 C.F.R. §2.17(e); TMEP 602.03(a).  

Foreign attorneys from countries other than Canada do not meet the requirements of Rule 11.14(c) and may not practice before the Office.  TMEP §602.03(b).

III.   POWER OF ATTORNEY

D. Requirements for Powers of Attorney

A power of attorney must:  (1) designate by name at least one qualified practitioner; and (2) be signed by the individual applicant, registrant, or party to a proceeding pending before the Office, or by someone with legal authority to bind a juristic applicant, registrant, or party.  37 C.F.R. §2.17(c); TMEP §605.01.
E. Associate Powers of Attorney

Once an applicant, registrant, or party to a proceeding has designated a qualified practitioner(s), that practitioner may sign an associate power of attorney appointing another qualified practitioner(s) as an additional person(s) authorized to represent the applicant, registrant, or party.  37 C.F.R. §2.17(c)(2).

If the applicant, registrant, or party revokes an original power of attorney, the revocation discharges any associate power signed by the practitioner whose power has been revoked.  If the practitioner who signed an associate power withdraws, the withdrawal discharges any associate power signed by the withdrawing practitioner upon acceptance of the request for withdrawal by the Office.  37 C.F.R. §2.17(c)(2); TMEP §605.03.  

IV.   REVOCATION OF ATTORNEY

A request to revoke a power of attorney must be signed by the individual applicant, registrant, or party to a proceeding, or by someone with legal authority to bind a juristic applicant, registrant, or party.  37 C.F.R. §§2.19(a)(1) and 2.193(e)(3); TMEP §606.

A written request to change the correspondence address does not revoke a power of attorney.  37 C.F.R. §§2.18(a)(7) and 2.19(a)(3); TMEP §§606 and 609.02.

A new power of attorney that meets the requirements of Rule 2.17(c) will be treated as a revocation of the previous power.  37 C.F.R. §2.19(a)(4); TMEP §606.

V.   WITHDRAWAL OF ATTORNEY

A practitioner may withdraw from representing an applicant, registrant, or party, with permission from the Office, but may not withdraw in a way that would prejudice the client.  37 C.F.R. §10.40(a).  The practitioner should file a request with the Office to withdraw soon after notifying the client of his/her intent to withdraw.  The request must include the application serial number, registration number, or proceeding number; a statement of the reason(s) for the request to withdraw; and either: 

· A statement that the practitioner has given due notice to the client that the practitioner is withdrawing from employment and will be filing the necessary documents with the Office; that the client was given notice of the withdrawal at least two months before the expiration of the response period, if applicable; that the practitioner has delivered to the client all documents and property in the practitioner’s file concerning the application or registration to which the client is entitled; and that the practitioner has notified the client of any responses that may be due, and of the deadline for response; or 

· If there is more than one qualified practitioner of record, a statement that representation by co-counsel is ongoing.  

37 C.F.R. §2.19(b); TMEP §607.  

VI.   CORRESPONDENCE ADDRESS

F. Establishing the Correspondence Address for Application or Registration

Upon receipt of a new application, the Office enters the correspondence address in accordance with the following guidelines:

· If the application is transmitted by a qualified practitioner, or includes a power of attorney designating a qualified practitioner, the Office will send correspondence to the practitioner;

· If an application is not being prosecuted by a qualified practitioner, but the applicant designates in writing a correspondence address other than its own address, the Office will send correspondence to that address if appropriate; 

· If an application is not being prosecuted by a qualified practitioner and the applicant has not designated a correspondence address, but a domestic representative has been appointed, the Office will send correspondence to the domestic representative if appropriate; or 

· If the application is not being prosecuted by a qualified practitioner, no domestic representative has been appointed, and the applicant has not designated a different address for correspondence, the Office will send correspondence directly to the applicant at its address of record.

37 C.F.R. §2.18(a); TMEP §609.01.

The Office reestablishes the correspondence address in accordance with these guidelines upon the examination of an affidavit under §8, §12(c), §15, or §71 of the Trademark Act, renewal application under §9 of the Act, or request for amendment or correction of a registration under §7 of the Act.  37 C.F.R. §2.18(c).  Due to the length of time that may elapse between registration and filings under §§7, 8, 9, 12(c), 15, and 71 of the Act (which could be 10 years or more), the Office will recognize a qualified practitioner who transmits such a filing even absent a new power of attorney or revocation of a previous power.  TMEP §§609.01 and 609.02(e).
G. Changing the Correspondence Address for Application or Registration

1. Request to Change Correspondence Address

Once the correspondence address is established, the Office will generally send correspondence to that address until a written request to change the address is submitted, signed by the practitioner whom the Office has recognized, or by the individual applicant or registrant or someone with legal authority to bind a juristic applicant or registrant if the applicant or registrant is not represented by a qualified practitioner.  37 C.F.R. §§2.18(a)(7) and 2.193(e)(9); TMEP §609.02.

Once the Office recognizes a qualified practitioner as the representative of an applicant or registrant, only that practitioner or another qualified practitioner from the same firm may sign a request to change the address, unless the applicant or registrant files a new power of attorney or revocation of the previous power, or the recognized practitioner files a motion or request to withdraw.  37 C.F.R. §§2.18(b)(2) and 2.193(e)(9); TMEP §609.02(b).

A written request to change the correspondence address does not revoke a power of attorney.  37 C.F.R. §§2.18(a)(7) and 2.19(a)(3); TMEP §§606 and 609.02.

If a qualified practitioner transmits documents on behalf of an applicant or registrant who is not already represented by another qualified practitioner from a different firm, the Office will construe this as including a request to change the correspondence address to that of the practitioner.  37 C.F.R. §2.18(b)(4); TMEP §609.02(a).

If an applicant or registrant files a new power of attorney that meets the requirements of Rule 2.17(c), the Office will change the correspondence address to that of the practitioner named in the power, even if the applicant or registrant does not file a separate request to change the address.  37 C.F.R. §2.18(b)(3); TMEP §609.02(a).

2. Changing the Correspondence Address After Registration

As noted above, the Office reestablishes the correspondence address upon the examination of an affidavit under §8, §12(c), §15, or §71 of the Trademark Act, renewal application under §9 of the Act, or request for amendment or correction of a registration under §7 of the Act, even if there is no new power of attorney or request to change the correspondence address.  37 C.F.R. §2.18(c)(1); TMEP §§609.01 and 609.02(e).  

For purposes of recognition as a representative by the Post Registration Section of the Office, the Office considers a power of attorney filed after registration to end when the registration is cancelled or expired, or when ownership changes.  If the power is filed in connection with an affidavit under §8, §12(c), §15 or §71 of the Trademark Act, renewal application under §9 of the Act, or request for amendment or correction under §7 of the Act, the power is deemed to end upon acceptance or final rejection of the filing.  37 C.F.R. §2.17(g)(2); TMEP §§604.02 and 1612.

Once the Office establishes a correspondence address upon examination of an affidavit, renewal application, or §7 request, a written request to change the address in accordance with Rule 2.18(b)(2) is required to change the address during the pendency of that filing.  37 C.F.R. §2.18(c)(2); TMEP §609.02.

H. Applicant or Registrant Must Notify Office of Changes of Address 

If a physical or e-mail correspondence address changes, the applicant, registrant, or party to a proceeding must file a written request to change the correspondence address.  The request should be promptly filed.  37 C.F.R. §2.18(b)(1); TMEP §609.03.  

I. No Duplicate Correspondence in Ex Parte Cases

The Office will send correspondence to only one address in an ex parte matter.  37 C.F.R. §2.18(a)(6); TMEP §§609.01 and 609.02.

VII.   SIGNATURE OF TRADEMARK DOCUMENTS 

J. Requirements for Signature

Documents Must Be Personally Signed.  All correspondence that requires a signature must bear either a handwritten signature personally signed in permanent ink by the person named as the signatory, or an electronic signature personally entered by the signatory.  37 C.F.R. §§2.193(a) and (c); TMEP §§611.01(b) and 611.01(c). 

Electronic Signature Accepted on All Correspondence.  The Office will accept an electronic signature (i.e., a combination of letters, numbers, spaces, and/or punctuation marks that the signatory has adopted as a signature, placed between two forward slash (“/”) symbols) on all correspondence, whether filed on paper, by fax, or through the Trademark Electronic Application System (“TEAS”) or Electronic System for Trademark Trials and Appeals (“ESTTA”).  37 C.F.R. §2.193(a)(2); TMEP §611.01(c).

Name of Signatory Must Be Set Forth.  The name of the person who signs a document must be set forth in printed or typed form immediately below or adjacent to the signature, or identified elsewhere in the filing (e.g., in a cover letter or other document that accompanies the filing).  37 C.F.R. §2.193(d); TMEP §611.01(b).

K. Proper Person to Sign 

Documents filed in connection with a trademark application or registration must be signed by a proper person.  37 C.F.R. §2.193(e).  Trademark Rules 2.193(e) et seq. set forth guidelines as to the proper person to sign various documents.  Unless otherwise specified by law, the following requirements apply:  

1. Verification

A verification must be sworn to or supported by a declaration signed by the owner or a person properly authorized to verify facts on behalf of the owner.  A person who is properly authorized to verify facts on behalf of an owner is:  

· A person with legal authority to bind the owner; 

· A person with firsthand knowledge of the facts and actual or implied authority to act on behalf of the owner; or 

· An attorney as defined in Rule 11.1 who has an actual written or verbal power of attorney or an implied power of attorney from the owner.  

37 C.F.R. §2.193(e)(1).  This applies to an affidavit or declaration verifying the facts contained in an application for registration, amendment to an application, amendment to allege use, statement of use, request for extension of time to file a statement of use, and an affidavit under §8, §12(c), §15, or §71 of the Trademark Act.  37 C.F.R. §§2.33(a), 2.76(b)(1), 2.88(b)(1), 2.89(a)(3) and (b)(3), 2.153, 2.161(b), and 2.167(a).  Generally, the Office does not question the authority of the person who signs an affidavit or declaration verifying the facts contained in these documents, unless there is an inconsistency in the record as to the signatory’s authority to sign.  TMEP §§611.03(a) and 804.04.

2. Responses, Amendments to Applications,
 Requests for Express Abandonment, Requests for Reconsideration of Final Actions, and Requests to Divide  

These documents must be signed by the individual owner of the application or registration, someone with legal authority to bind a juristic owner, or by a qualified practitioner, in accordance with the following guidelines:

· If the owner is represented by a qualified practitioner, the practitioner must sign, except where the owner is required to sign the correspondence; or

· If the owner is not represented by a qualified practitioner, the individual owner or someone with legal authority to bind a juristic owner must sign.  In the case of joint owners who are not represented by a qualified practitioner, all must sign.  

37 C.F.R. §§2.62(b), 2.64(b), 2.68(a), 2.74(b), 2.87(f), 2.163(b), 2.171(b), 2.184(b)(2), 2.193(e)(2), 11.14(e), and 11.18(a); TMEP §611.03(b).  
3. Powers of Attorney and Revocations of Powers of Attorney  

Powers of attorney and revocations of powers of attorney must be signed by the individual applicant, registrant, or party to a proceeding pending before the Office, or by someone with legal authority to bind a juristic applicant, registrant, or party.  In the case of joint applicants, registrants, or parties, all must sign.  Once the applicant, registrant, or party has designated a qualified practitioner(s), the named practitioner may sign an associate power of attorney appointing another qualified practitioner(s) as an additional person(s) authorized to prosecute the application or registration.  37 C.F.R. §§2.17(c)(2), 2.19(a)(1), and 2.193(e)(3); TMEP §§605.01, 606, and 611.03(c).
4. Petitions to Revive  

A petition to revive under 37 C.F.R. §2.66 must be signed by someone with firsthand knowledge of the facts regarding unintentional delay.  37 C.F.R. §§2.66(b)(2), 2.66(c)(2), and 2.193(e)(4); TMEP §§611.03(d) and 1714.01(e).
5. Petitions to Director 

A petition to the Director under 37 C.F.R. §2.146 must be signed by the individual petitioner, someone with legal authority to bind a juristic petitioner, or a qualified practitioner, in accordance with the following guidelines:

· If the petitioner is represented by a qualified practitioner, the practitioner must sign; or

· If the petitioner is not represented by a qualified practitioner, the individual petitioner or someone with legal authority to bind a juristic petitioner must sign.  In the case of joint petitioners who are not represented by a qualified practitioner, all must sign. 

37 C.F.R. §§2.146(c), 2.193(e)(5), 11.14(e), and 11.18(a); TMEP §§611.03(e) and 1705.07.

6. Amendment, Correction or Surrender of Registration 

A request for correction, amendment, or a surrender of a registration must be signed by the individual owner of the registration, someone with legal authority to bind a juristic owner, or a qualified practitioner.  In the case of joint owners who are not represented by a qualified practitioner, all must sign.  37 C.F.R. §§2.172, 2.173(b)(2), 2.175(b)(2), 2.193(e)(6); TMEP §§1608, 1609.01(b), 1609.10(a), 1609.10(b).
7. Renewal Applications  

A renewal application must be signed by the registrant or the registrant’s representative.  37 C.F.R. §§2.183(a) and 2.193(e)(7); TMEP §1606.07.
8. Designations and Revocations of Domestic Representative  

Designation.  An applicant or registrant may designate a domestic representative by either:  

· Setting forth the name and address of the domestic representative in the initial application for registration; or 

· Filing a separate designation setting forth the name and address of the domestic representative, signed by the individual applicant or registrant, someone with legal authority to bind a juristic applicant or registrant, or a qualified practitioner.  In the case of joint applicants or registrants, all must sign.

37 C.F.R. §§2.24 and 2.193(e)(8); TMEP §§610, 1604.14, and 1606.10.

Revocation.  A revocation of domestic representative must be signed by the individual applicant or registrant, someone with legal authority to bind a juristic applicant or registrant, or a qualified practitioner.  37 C.F.R. §2.193(e)(8); TMEP §610.

9. Requests to Change Correspondence Address in an Application or Registration

A request to change the correspondence address in an application or registration must be signed by the individual applicant or registrant, someone with legal authority to bind a juristic applicant or registrant, or a qualified practitioner, in accordance with the following guidelines:

· If the applicant or registrant is represented by a qualified practitioner, the practitioner must sign; or

· If the applicant or registrant is not represented by a qualified practitioner, the individual applicant or registrant or someone with legal authority to bind a juristic applicant or registrant must sign.  In the case of joint applicants or joint registrants who are not represented by a qualified practitioner, all must sign. 

37 C.F.R. §§2.18(b)(2), 2.193(e)(9), 11.14(e), and 11.18(a); TMEP §609.02(b).

10. Cover Letters

A person transmitting paper documents to the Office may sign a cover letter or transmittal letter.  The Office neither requires cover letters nor questions the authority of a person who signs a communication that merely transmits paper documents.  37 C.F.R. §2.193(e)(10).

� A motion to withdraw is generally required when a qualified practitioner recognized by the Trademark Trial and Appeal Board will no longer be representing a party to a proceeding.  � HYPERLINK "http://www.uspto.gov/web/offices/dcom/ttab/tbmp/index.html" ��Trademark Trial and Appeal Board Manual of Procedure� (“TBMP”) §513.


� A request to amend an application must be signed by someone with legal authority to bind the applicant, or by a qualified practitioner, pursuant to Rule 2.193(e)(2).  If the amendment requires verification of the facts contained therein, the verification must be signed by a person properly authorized to sign on behalf of the applicant under §2.193(e)(1).  37 C.F.R. §2.74(b).
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