Trademark Disclaimer Practice
A disclaimer states that the applicant or registrant does not claim the exclusive right to use a specified element or elements of the mark in a trademark application or registration, apart from the mark as a whole.  One purpose of a disclaimer is to permit the registration of a mark that is registrable as a whole but contains matter that would not be registrable standing alone, without creating a false impression of the extent of the registrant’s right with respect to certain elements in the mark.  In describing this purpose, the United States Court of Appeals for the Federal Circuit has noted that disclaimers may serve to “…facilitate the commercial purposes of the trademark law.” In re K-T Zoe Furniture Inc., 16 F.3d 390 (Fed. Cir. 1994).  Because disclaimers identify descriptive, generic, and informational components of marks, disclaimers may be relied upon when assessing marks for clearance purposes, in likelihood of confusion analyses in trademark prosecution or enforcement situations, and in assessing the availability to engage in fair use of the components.  Disclaimers may also impact trademark litigation by offering guidance to courts as to which elements are entitled to greater or lesser weight when comparing marks. 

Prior to 1946, no statutory authority for disclaimer practice existed, and the USPTO’s treatment of unregistrable components of otherwise registrable marks changed over time.  As various court decisions issued, USPTO practice fluctuated from, first registering the composite mark without a qualifying statement, later to requiring a statement in the application disclaiming the unregistrable matter in the mark, and finally, to requiring removal of the unregistrable matter from the mark on the drawing.  This fluctuation ended with the decision of Estate of P.D. Beckwith v. Comm’r of Pats., 252 U.S. 538 (1920), in which the United States Supreme Court held that to require the removal of descriptive matter from a composite mark was erroneous, and commended the practice of a statement of disclaimer. Thus, this decision established the practice of disclaimer officially in the USPTO, although still without statutory support.

Explicit statutory authority came later, when the Trademark Act of 1946 included a provision for disclaimers in §6, 15 U.S.C. §1056.  The provision codified the USPTO practice and mandated that a disclaimer “shall” be required of any “unregistrable matter” in a proposed mark.  This strict wording required a disclaimer in every application in which the mark contained unregistrable matter, regardless of how integrated the unregistrable element was in the mark.  In 1962, Congress amended the Act to liberalize the disclaimer practice by modifying “shall” to “may” and “unregistrable matter” to “unregistrable component,” thereby giving the USPTO discretion to determine the appropriateness of a disclaimer in light of the nature of the mark as a whole.

Over the years, as disclaimer requirements were issued and challenged, both the USPTO and the courts interpreted “may.”  From this discretionary “may,” an exception to the disclaimer requirement developed for an unregistrable component that is unitary with other registrable components of the mark.  In other words, if the components are so merged together, either physically or because of their meaning, that they cannot be divided and regarded as separable elements, no disclaimer would be required.  Specific categories of unitary matter then emerged through case law and policy guidance, such as compound word marks, telescoped words, hyphenated terms, slogans, double entendre, incongruity, and visual display of the mark conveying a unitary whole.  Because many of the factors and considerations to assess whether a mark is unitary involve a degree of subjectivity, some question whether the unitary mark exception unnecessarily complicates the disclaimer practice.  Others suggest that carving out the exception compromises the notice purpose of disclaimers.  

While the USPTO strives to maintain a coherent and predictable disclaimer policy and practice, the discretionary and somewhat subjective determination of the necessity for a disclaimer in a given situation sometimes leads to uncertainty and dispute, with both the USPTO and the applicants often devoting considerable resources to supporting their respective positions.  To provide some sense of the frequency with which disclaimer issues arise, between April 16, 2008 and October 16, 2010, approximately 29% of first Office actions (not including examiner’s amendments), 6% of final Office actions, and 5.5% of appeals to the Trademark Trial and Appeal Board contained a disclaimer requirement.  Thus, because disclaimers frequently occupy the attention of the USPTO and applicants, it is important to weigh the effort against the benefits achieved by the disclaimer practice.

On the international front, other trademark offices with a disclaimer practice have struggled with the same types of concerns about whether disclaimers serve a sufficiently useful purpose to justify the resources expended on them.  Recently, several countries have moved to eliminate disclaimer requirements.  For example, through a 1994 statutory change, the United Kingdom ceased requiring disclaimers, though it still permits voluntary disclaimers.  Similarly, in 1995, Australia discontinued disclaimer requirements, but allows for voluntary disclaimers.  Canada made the same policy change in 2007.  

Here in the United States, the USPTO seeks input regarding various possibilities with regard to disclaimers, ranging from eliminating disclaimers altogether, to requiring disclaimers regardless of unitariness, to maintaining the status quo (for additional background on disclaimers, see, e.g., Saul Lefkowitz, "Disclaimers -- May They Rest in Peace," 71 Trademark Rep. 215 (1981)).  To generate a dialogue about the disclaimer practice, a panel will address the following questions at an upcoming USPTO roundtable:

1. Are disclaimers useful and effective?  Do they clarify the rights, or the extent of rights, an owner has in their mark?  Do they promote certainty regarding registrable matter?  Are disclaimers useful in assessing potential Section 2(d) conflicts between marks?  

2. What are the legal implications of disclaimers in policing and enforcing trademarks and litigating trademark cases?  How much weight do courts give disclaimed matter?  Do the courts understand the disclaimer policies and apply them appropriately?

3. What are the concerns with the disclaimer practice?  Do disclaimers confuse the determination of rights, or the extent of rights, owners have in their mark?  Are the considerable resources expended by the USPTO and applicants, in terms of time, expense, and the impact on prosecution to resolve disclaimer issues, worth the effort?  Should disclaimers be removed from the trademark prosecution process and limited to trademark enforcement and litigation?

4. Would more detailed guidance on the nuances of disclaimers alleviate some or most of the conflicting results and other problems associated with the disclaimer practice?  What specific areas of disclaimer practice may require additional detail?

5. What are the positives and negatives of a proposal to eliminate the “unitary mark” exception to the disclaimer requirement, so that any unregistrable component is disclaimed, regardless of whether it is unitary with other matter in the mark?

6. What are the positives and negatives of a proposal to eliminate disclaimers altogether?

7. Are there other proposals for changes in this area that should be considered?  
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