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This is a decision
filed December 14,

8 Ehe renewed petition under 37 CFR 1.378(e),
This decision may bg

n
001.

) considered a final agency action within the
meaning of 5 USC"§ 704 for Burposes of seéking judicial review.
See 37°CFR 1.378(e); MPEP 1002.02. ,

The request to accept the late payment of the maintenance fee is
DENIED.

BACKGROUND

The patent issued September 19, 1989. The six-month grace period
for paying_the 7 % year maintenance fee expired_at midnight on
Segte er 19, 1997, with no ﬁayment received. Accordingly, the
patent expired on éeptember 9, 1997.

The initial petition_filed March 19, 2001 under 37 CFR 1.378(c)
was dismissed under 37 CFR 1.378{c as untimely, This petition
was also dismissed under 37 CFR 1.378(b) for failure to make an
adequate, verified showing that the delay_in paying the 7 % (and
11 ear maintenance feés was unavoidable. " Sincé the patent
was not being reinstated, the maintenance fees and surcharge were
refunded to patentee Thompson. (Decision mailed Julg 27, 2 ‘
A request for reconsideration _of petition under 1.378, timely
filed September 25, 2001, by John A. Myers on behalf of inventor
Michael L. Thompson was not” accepted as Mr. Myers is neither an
attorney or agent registered to gractlce before the United States
Patent and Trademark Office, or the patentee, the assignee or
other party in interest. See 37 CFR 10.5; 35 U.S.C. 33.
(Decision mailed December 0, 01).

STATUTE, REGULATION AND PROCEDURE

35 USC 41(c) (1) states that:

"The Commissioner may accept the payment of ang )
maintenance fee requlired bg subsection (b) of this
section after the six-month grace period 1 e
delay is shown to the satisfaction of the
Commlssioner to have been unavoidable."

37 CFR 1.378(b)§3% states that any petition to accept delayed
payment of a maintenance fee must” include:
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"A showing that the delay was unavoidable
since reaSonable care was taken to ensure
that_the maintenance fee would be paid
timely. The showing must enumerate the steps
taken to ensure timély payment of the

maintenance fee."
A late maintenance fee is considered under the same standard as
that for rev1v1n% an abandoned application under 35 USC 133
because 35 USC 41(c) (1) uses the identical language i,e.,
"unavoidable" delay. v. Lehman, 55 F.3d 606, 60809, ' 34
USPQ2d_1786, 1787 (Fed, Tir, quotln% In re’ Patent RNo. :
4,409,763, 7 USpPQ2d 1798, 1800 (Comm'r Pat. . ecisions on
reviving abandoned applications have adogted the_reasonably
prudent "person_standard_in determining if the delay was
unavoidable. Ex parte Pratt, 1887 DeC. Comm'r Pat, 31, 32-33
(Comm'r Pat. 1 Che term "unavoidable" "is appllcabie to
ordinary human affairs, and requires no more or greater care or
diligence than is generally used and observed by prudent and
careful men in relation to their most 1m80rtant business"); In re
Mattullath, 38 App. D.C, 497, 514-15 éD. . Cir. 1912); Ex parte
enrich, 913.D$c. Comm’r Pat, 139, 141 (Comm'r Pat. 19137~ In
addition, decisions on revival are made on a "case—by—case basis,
taking all the facts and circumstances into account. Smith v.
Mossinghoff, 671 F.2d 533, 538, 213 USPQ 977, 982 (D.C. Cir.
. inally, a petition to revive an appilcatlon_as

unavoidably abandoned cannot be granted where a petitioner has
failed to meet his or her burden of establishing the cause of the

unavoidable delay. _Haines v. OQuigg, 673 F. Supp. 314, 5 USPQ2d
1130 (N.D. Ind. 19877.

- MPEP 2540 provides, in pertinent part, that
Under the statutes and rules, the Office has no duty to

notify patentee of the requirement to pay maintenance fees,
or to notify patentee when the maintenance fee is due. It is
solely the respon31b111t¥_of the patentee to ensure that the
maintenance fee is paid timely to prevent expiration of_the
patent. The failure to receiVve the reminder notice will not
shift the burden of monitoring the time for paying a 3
maintenance fee from the gatentee to the Office, "The Qffice
will attempt to assist patentees through the mailing of a
Maintenance Fee Reminder in the grace period. Howevér, the
failure to receive a Maintenance Fee Reminder will no
relieve, the patentee of the obligation to timely pay the
apgrogrlate maintenance fee to prevent expiratidon of the
patent, nor will it constitute unavoidable delay if the
Eatentee seeks _to reinstate the patent under 37 CFR

.378 . See_In re Patent No. 4,409,763, 7 USPQ2d 1798

Comm’r Pat, 1988), aff ’‘d sub nom. Rydeen v, ulgg, 748 F.

ypp, 900, 16 USPQSd" 1876 '(B.D.C. 19907, atf id- 539 F 24
?%995Fed. Cir. 1991) (table), cert. denied, 502 U.S. 1075

i
OPINION

On instant renewed petition, petitioner maintains that:

the failure to an the 7 ¥ year maintenance fee ... was in
no way due to the action or inaction of_ the patentee. .
Moreover, the patentee has exhibited diligence in connection
with this matter.
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Petitioner submits as evidence of diligence that:

. as stated in his declaration, in February 1993 while he was
away on a teaching exchange 1n the UK, the Ade & Company
firim (the firm handling his patent mafters) sent him a
letter adv131ng that the_ 7 ¥ year maintenance fee would be
due no later than March 19, 1997. However, he never :
Eec§1vgd this letter as it was sent to a former address in

ngland;

. patentee first learned March 1999, that the 7 s year
maintenance fee had not been paid. He then took’ immediate
steps to have the patent reinstated,  However, his
representative failed to file a petition to accept the late
pagment of the maintenance fee. "In support thereof,
petitioner submits a cop¥ of the customer’s cogy of a bank
draft purportedly given to his representative to file with
the petition., Petitioner does not submit a copy of the
purported petition.

Petitioner’s arguments and evidence have been considered, but not
found persuasivé to make an adequate showing of unavoidable delay
in paying the maintenance fee within the meaning of § 1.378.

The_lack of knowledge of the requirement to pay maintenance fees
would not be sufficient t¢ show 'unavoidable delay. In this
instance, in his declaration, petitioner acknowlédges that he was
aware that in order to maintain his patent in forcé for the full
17 year period, the USPTO required renewal fees to be paid on the
anniversary dates of 3%, 7% and 11 ¥ years from the date of
issue. However, despite, this knowledge, he argues that his
failure to recelve a reminder letter from his representative led
to the unavoidable delay in paying_the maintenance fee. Just as
the failure to receive a reminder letter from the Office does not
constitute unavoidable delay, the failure to receive a letter,
from one’s agent does not constitute unavoidable delay. It did
not require_a letter for patentee to be aware that the window for
paglng the 7 % maintenance fee would open on September 19, 1
and close for gaylng it with the surcharge on September 18,71997.
Eﬁe du% d%tes or the maintenance fees wére set on issuance of

e patent.

Patentee did not have a s¥stem in place to ensure timely payment
of the maintenance fee. he facts as set forth by patentee
indicate that the system required further action on his part to
have the maintenancé fee paid. It appears that when Mr. Thrift
of Ade & Comgan¥ did not hear from patentee he took no action in
regards to the_ 7 % year maintenance fee. Patentee offers no
evidence of diligence during the period the fee was due in,
contacting his agent to verify that the fee was paid. Having
received a Statement of_ Account after the 3 % year maintenance
fee was paid, it is unclear how exhibiting diligence patentee
could have believed the 7 % year fee had been paid without
speaking to his agent during the period for making the gayment or
hav1ng_rece1ved a Statement "of Account verifying payment.
According to his own account, patentee first’ learned of the
nonpayment of the 7 % year fee in March of 1999, one and one-half
“years  after the grace period for paying the fee had expired.

The payment having not been made patentee continued to have the
same agent represént him in this matter. Patentee argues that on
or about April 16, 1999, he had his_representative file a
petition to accepf the unintentionally delayed payment of the
maintenance fee. Patentee does not submit a copy of the
petition, but rather submits a copy of the non-negotiable |
customer copy of the bank draft for the fees for Such a getltlon.
However, this purported petition was never received by the
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Office. Patentee’s representative does not support his claim
that the petition was filed.  Patentee/s representative does not
acknowledge flllng such_a petition. 88e01f1cally‘ ADE & Company
states by letter dated February 28, 2001 and submitted on initial
petition” that: :

Mr, Thrift has stated that he does recall that your 7 % year
maintenance fee payment was_missed because you were out of
the_ country. He also recalls discussing with ¥ou what steps
would need to be taken to_reinstate youfr US Patent.
However, he does not recall recelvlng the aforementioned
mogeytfrom you or receiving your insfructions to revive the
patent.

Ade & Company, patentee’s representative, states that there is no
record of the petition or the bank draft in the files for this
patent, and_had such documents been prepared or received, such
records would be in the files. On instant renewed petition
%atentee offers no further facts from Ade & Com%aQX or agen

hrift on this matter. Even if, Ade & Company failed to file a
petition as instructed, petitioner has not provided persuasive
evidence that he_should not be bound by the actions or inactions
of his voluntarily chosen representative. Furthermore, patentee
exhibits a further lack of diligence in that not until 2001, per
patentee’s statement on initial petition, was he aware that the
purported petition was never filed.

Patentee certainlg has not shown that he exhibited the level of
diligence_and that his actions or inactions should be excused as
in In re Lonardo. Repeatedly during the term of this patent,

atentee has failed to take action fo maintain the patent. .

atentee left the country and did not contact his representative
to ensure that the mainténance fee had been paid. Having not
received_a verification of payment by Statement of Account as
previously received, %atentee has not shown, that he took any
steps to Vverify the status of the patent while out of the
country. Upon his_return, it took patentee more than a year to
discover that the 7 % year maintenance fee had not been paid.
Then, patentee gur ortedly took steps to file a petition to
accept_the unintentionally delayed payment of the maintenance
fee.” Yet, given his prior experience, patentee did not verify
that such a'petition was filed and granted. Another year passed
before patentee was aware that his patent continued to be
considered lapsed. Patentee has not shown that he was under any
infirmity, or otherwise unavo;dabl¥ delayed in taking action to
maintain® and then reinstate his patent.

The record fails to adequately evidence that the patentee )
exercised the due care ¢bservéd by prudent and careful men, in
relation to their most important business, to establish
unavoidable delay, Pratt supra.

CONCLUSION

The prior decision which refused to accept under § 1.378(b) the
delayed payment of a maintenance fee for the above-identified
gatent has been_ reconsidered. For the above stated reasons,

- however, the delay in this case cannot be regarded as unavoidable
within the meaning of 35 0SC 41 and 37 CFR 1.378(b).

Since this patent will not be reinstated d

the maintenan
the surcharge fee authorized to Deposit Account No. 22-
not be charged. - The fees previously submitted directly

patentee have previously been refunded.

e fee an
185 will
by
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As stated in 37 CFR 1.378(e£, no further reconsideration or
review of this matter will be undertaken.

The revocation of attorney and change of correspondence address,
filed December 14, 2001, 1s acknowlédged and made of record.

This file is being forwarded to Files Repository.

ge%eghone inquiries concerning this matter may be directed to
eti

ions Attorney Nancy JohnSon at (703) 305=0309.

gan ., .
Pétitions Examiner
etitions




