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DETAILED ACTION

Election/Restrictions

1. Restriction to one of the following inventions is required under 35 U.S.C. 121:

I.
Claims 1 –10 and 21, drawn to a seeding needle, classified in class 600, subclass 7.

II.
Claims 11 - 20, drawn to a method for forming a detent means in a needle, classified in class 72, subclass 367.

The inventions are distinct, each from the other because of the following reasons
:

2. Inventions I and II are related as process of making and product made.  The inventions are distinct if either or both of the following can be shown: (1) that the process as claimed can be used to make other and materially different product or (2) that the product as claimed can be made by another and materially different process (MPEP § 806.05(f)).  In the instant case another process such as molding or machining can be used to make the product.

3. Because these inventions are distinct for the reasons given above and have acquired a separate status in the art as shown by their different classification, restriction for examination purposes as indicated is proper.

4. During a telephone conversation with Stanley Miller on August 21, 2002 a provisional election was made with traverse to prosecute the invention of I, claims 1 – 10 and 21.  Affirmation of this election must be made by applicant in replying to this Office action.  Claims 11 – 20 are withdrawn from further consideration by the examiner, 37 CFR 1.142(b), as being drawn to a non-elected invention.

Specification

5. The disclosure is objected to because of the following informalities: page 2, line 6 begins, “No. 5,---,--- to…”  

Appropriate correction is required.

Claim Rejections - 35 USC § 112

6. The following is a quotation of the second paragraph of 35 U.S.C. 112:

The specification shall conclude with one or more claims particularly pointing out and distinctly claiming the subject matter which the applicant regards as his invention. 

7. Claim 21 is rejected under 35 U.S.C. 112, second paragraph, as being indefinite for failing to particularly point out and distinctly claim the subject matter which applicant regards as the invention.

8. Regarding claim 21, the word "means" is preceded by the word(s) "plug" in an attempt to use a "means" clause to recite a claim element as a means for performing a specified function.  However, since no function is specified by the word(s) preceding "means," it is impossible to determine the equivalents of the element, as required by 35 U.S.C. 112, sixth paragraph.  See Ex parte Klumb, 159 USPQ 694 (Bd. App. 1967).

Claim Rejections - 35 USC § 102

9. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that form the basis for the rejections under this section made in this Office action:

A person shall be entitled to a patent unless –

(b) the invention was patented or described in a printed publication in this or a foreign country or in public use or on sale in this country, more than one year prior to the date of application for patent in the United States.

(e) the invention was described in-

(1) an application for patent, published under section 122(b), by another filed in the United States before the invention by the applicant for patent, except that an international application filed under the treaty defined in section 351(a) shall have the effect under this subsection of a national application published under section 122(b) only if the international application designating the United States was published under Article 21(2)(a) of such treaty in the English language; or

(2) a patent granted on an application for patent by another filed in the United States before the invention by the applicant for patent, except that a patent shall not be deemed filed in the United States for the purposes of this subsection based on the filing of an international application filed under the treaty defined in section 351(a).

10. Claims 1 – 5 are rejected under 35 U.S.C. 102(b) as being anticipated by U.S. Patent No. 5,810,769 to Schlegel et al. 

In reference to claim 1, Schlegel et al. discloses a seeding needle (10) comprising: a dimple (28) formed on the exterior of the needle and a protuberance (Figure 2) that extends into the lumen of the needle.  The protuberance provides a detent means that prevents a radioactive see from sliding out of the lumen under the influence of gravity.  The material forming the needle (Col. 3, lines 66 – 67) allows for the detent means to be flexible and resilient (Col. 4, lines 39 – 40) so that a radioactive seed may be displaced past the detent means when sufficient force is applied to the seed (Col. 4, lines 12 – 15).  


In reference to claim 2, Schlegel et al. discloses the recess having a hemispherical configuration (Col. 4, lines 21 – 28).  This can be seen in Figure 1 (28) and Figure 2 that shows the cross-section of the recess. 


In reference to claim 3, Schlegel et al. shows the recess having smooth edges (Figure 2) to minimize trauma to tissue during insertion and retraction of the needle. 


In reference to claim 4, Schlegel et al. discloses the protuberance having a hemispherical configuration (Col. 4, lines 21 – 28).  This can be seen in Figure 1 (28) and Figure 2 that shows the cross-section of the protuberance.


In reference to claim 5, Schlegel et al. discloses a seeding needle comprising all of the limitations set forth in the claim.  See above arguments for claims 1 - 4.

11. Claims 6 – 10 are rejected under 35 U.S.C. 102(e) as being anticipated by U.S. Patent No. 6,402,677 to Jacobs.

In reference to claim 6, Jacobs discloses a seeding needle (111) (Figure 13) comprising: a coined slot (144) near the distal end forming a recess on an exterior surface of the needle and a protuberance (140) that extends into the lumen.  The protuberance (140) provides a detent means that prevents a radioactive seed from sliding out of the lumen under the influence of gravity (Col. 5, lines 54 –58).  The detent means is flexible and resilient so that a radioactive seed may be displaced past the detent means when sufficient force is applied to the radioactive seed (Col. 5, lines 58 – 61).

In reference to claim 7, the recess disclosed by Jacobs is groove-shaped.  

In reference to claim 8, the recess has smooth edges to minimize trauma to tissue during insertion and retraction of the needle (Col. 2, lines 40 – 47).

In reference to claim 9, the protuberance disclosed by Jacobs is blade-like in that it has a flat, smooth edge.  

 In reference to claim 10, Jacobs discloses a seeding needle comprising all of the limitations 

set forth in the claim.  See above arguments for claims 6 - 9.

Allowable Subject Matter

12. Claim 21 would be allowable if rewritten or amended to overcome the rejection(s) under 35 U.S.C. 112, second paragraph, set forth in this Office action.

Conclusion

13. The prior art made of record and not relied upon is considered pertinent to applicant's disclosure.

U.S. Patent No. 4,105,030 to Kercso

U.S. Patent No. 4,263,910 to Pardekooper et al.

U.S. Patent No. 5,281,197 to Arias et al.

U.S. Patent No. 5,395,319 to Hirsch et al.

U.S. Patent No. 5,827,293 to Elliott

FR 2432456 A to Cassou

Any inquiry concerning this communication or earlier communications from the examiner should be directed to Jonathan ML Foreman whose telephone number is (703)-305-5390.  The examiner can normally be reached on Monday - Friday 8:00 am - 4:30 pm.

If attempts to reach the examiner by telephone are unsuccessful, the examiner’s supervisor, Kevin P Shaver can be reached on (703)-308-2582.  The fax phone numbers for the organization where this application or proceeding is assigned are (703)-308-0758 for regular communications and (703)-308-0758 for After Final communications.

Any inquiry of a general nature or relating to the status of this application or proceeding should be directed to the receptionist whose telephone number is (703)-308-0858.
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