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Re: 
Written Testimony in Response to 


Request for Comments and Notice of Roundtable on Work Sharing 

for Patent Applications (74 Fed. Reg. 54208, October 21, 2009)
Dear Mr. Under Secretary:

Please make of record these comments responsive to your notification dated October 14, 2009, as published in the Federal Register, 74 Fed.Reg. 54028 (2009). I provide these comments based on my 18 years experience as a patent practitioner.  My comments do not necessarily reflect the views of Foley & Lardner LLP or any client of Foley & Lardner.  

I. Patent Prosecution Highway (PPH)
A. Priority Claims Should Not Exclude Applications From the PPH

The current guidelines for qualifying applications make the PPH unavailable to many applications that otherwise could benefit from the PPH program.  In particular, the exclusion of applications that have any priority claim (other than to a PCT application or to the OFF) has presented a roadblock to Applicants interested in using the PPH.  This exclusion undermines the main goals of the PPH.  Indeed, none of the main goals of the PPH appear to be served by this exclusion. 

As set forth in 1335 OG 196 (October 21, 2008) (the “OG Notice”), the PPH was developed in accordance with the USPTO’s 21st Century Strategic Plan “to transform the USPTO into a more quality-focused, highly productive, responsive organization supporting a market-driven intellectual property system.”  The PHH directly relates to “[o]ne of the specific action items of the 21 Century Strategic Plan,” which is “to share search results with other intellectual property offices.”  As stated in the OG Notice, “[b]y relying on the search results obtained via partnership with other intellectual property offices, the USPTO can reduce duplication of efforts and decrease workload.”  Thus, the PPH “permits each office to benefit from the work previously done by the other office, in turn helping to reduce workload and improve patent quality.”  

All of these important goals would be served by accepting applications with priority claims into the PPH, when all other PPH requirements are met (e.g., when an Office has determined that claims in a corresponding application are patentable).  For example, consider a PCT application filed with a priority claim to an application filed in France, that is pursued in regional/national stage applications in the EPO and USPTO.  If the EPO examines the claims before the USPTO and finds them to be patentable, the Applicant should be able to use the PPH for the U.S. application.  Accepting the U.S. application into the PPH would permit the USPTO to rely on the search results obtained by the EPO, reduce duplication of examination effort, decrease total workload, and improve patent quality by advancing examination of claims already determined to be patentable by the EPO.  The priority claim in the PCT application would not detract from those goals or otherwise undermine the PPH.  

Permitting such an application to use the PPH is even more compelling if the priority application has not yet been examined and/or was abandoned prior to examination, or was a provisional application that is not subject to examination.  In that case, the priority application never could result in a determination of patentability or serve as the basis of an “OFF” in the PPH framework.     

Speaking anecdotally, I note that priority applications often are filed in the native country of the inventor(s) or Assignee, which country may be chosen for reasons of convenience, compliance with export control regulations, etc.  Applicants often file such priority applications with no intention of prosecuting them, but rather to obtain an early priority date without sacrificing patent term, as is the case for U.S. provisional applications.  Excluding such applications from the PPH severely restricts the usefulness of the PPH, and makes it unavailable and unattractive to many Applicants.
B. The “OFF” and “OSF” Should Not Be Determined Solely By Chronology  of Filing Date or Examination 

According to the OG, “[t]he PPH was established to enable an application whose claims are determined to be allowable in the Office of first filing (OFF) to have the corresponding application filed in the Office of second filing (OSF) advanced out of turn for examination while at the same time allowing the OSF to exploit the search and examination results of the OFF.”  In applying this framework, the OFF should not be defined as the Office where the application was first filed, or the Office where claims were first found to be patentable.  Again, such application of the PPH would exclude too many applications that otherwise could benefit from, and serve the goals of, the PPH. 
Under the current bilateral PPH programs, the OFF and OSF should be determined simply by the OFF being the Office that has made a determination of patentability, and the OSF being the Office where the Applicant would like to use the PPH to obtain earlier examination of claims determined by the OFF to be patentable.  Indeed, when all corresponding applications stem from the same PCT application, the OFF and OSF cannot be determined by chronology of filing dates, because all applications have the same effective filing date.    

Even for corresponding applications filed sequentially (such as a priority application that is not abandoned, followed by a PCT application and/or Paris Convention applications), the OFF and OSF should not be determined by relative filing dates.  For example, consider a priority application filed in a country with a large application backlog and long lead time to examination, followed by a PCT application pursued in regional/national stage applications in the EPO and USPTO.  If the EPO examines the claims before the USPTO and finds them to be patentable, the Applicant should be able to use the EPO determination for the PPH for the U.S. application.  Accepting the U.S. application into the PPH would permit the USPTO to rely on the search results obtained by the EPO, reduce duplication of examination effort, decrease total workload, and improve patent quality by advancing examination of claims already determined to be patentable by the EPO.  The unexamined priority application would not detract from those goals or otherwise undermine the PPH.  Moreover, excluding U.S. applications from the PPH under circumstances like this needlessly prolongs examination of those applications even after one Office (the EPO in this example) has determined that the claims are patentable. 

On the other hand, the OFF should not be limited to the first examining Office out of all Offices where corresponding applications have been, because of the different patentability requirements in different countries.  For example, some countries will only grant claims that are directly supported by working examples, while other countries (like the U.S.) do not require working examples.  If an Office that requires working examples happens to be the first Office to examine the claims and finds that narrow claims are patentable, the Applicant may not want to use those claims for the PPH if it would be entitled to broader claims under the applicable laws of other countries.  If a subsequent Office (such as the EPO) examines the claims and finds that broader claims are patentable under its laws, the Applicant should be able to designate that subsequent Office as the OFF to use the PPH for its U.S. application.  It is my understanding that the bilateral PPH programs are conducted in this manner, e.g., considering only two countries at a time, without reference to the status of corresponding applications in other countries. 
C. Concerns About “Gaming” The System Are Misplaced 


At the November 18, 2009 Roundtable, representatives of the USPTO stated that some of the qualifications on applications permitted to use the PPH stem from concerns that Applicants otherwise would “game” the system.  These concerns are misplaced.    


As set forth in the OG and noted above, a main goal of the PPH includes permitting “each office to benefit from the work previously done by the other office, in turn helping to reduce workload and improve patent quality.”  This goal is best served by admitting all applications where another Office has made a determination of patentability before U.S. examination has commenced.  Excluding applications based on priority claims, chronology of filing, etc., places artificial limits on the worksharing efficiencies that can be gained through the PPH.  

The USPTO must recognize that Applicants never will avail themselves of the PPH unless they believe that it will be in their best interest.  Thus, if an Office determines that claims are patentable, but the Applicant decides that a U.S. patent of comparable claim scope would not serve their interests, the Applicant will not use those claims to enter the PPH.  This is not “gaming” the system, but rather making prudent business decisions.  

If a subsequent Office determines that broader claims are patentable, permitting the U.S. application to enter the PPH based on those broader claims furthers, rather than detracts from, the PPH goals.  As outlined above, the PPH goals of reducing duplication of examination effort, decreasing total workload, and improving patent quality still would be served by using the subsequent Office’s patentability determination.  On the other hand, excluding the U.S. application from the PPH under these circumstances would deny the USPTO the worksharing benefits that otherwise could have been realized, based on the largely random factors that determine when a given application is taken up for examination by a given Office.  

Concerns about “gaming” are particularly misplaced for applications seeking to enter the PPH now.  In order to enter the PPH, an Office must have determined that claims are patentable.  Thus, applications eligible for the PPH were filed years ago, long before any PPH had been proposed or implemented.  Rather than preventing “gaming,” current qualifications that exclude applications with priority claims illogically block Applicants from the PPH due to legitimate decisions made long ago.  For current applications, qualifying for the PPH is fortuitous, not the result of any carefully planned strategy, let alone any improper “gaming” of the PPH program.    

If the USPTO truly wants to reap the worksharing benefits that the PPH can offer, it should broaden the scope of qualified applications and remove exclusions that undermine the PPH worksharing goals. 

D. Brief Answers to Worksharing Roundtable Questions

1. In your view, does PPH provide significant advantages to the patent community, in terms of quality of work, cost-savings, and expedited examination of patent applications? 

I think the PPH offers significant advantages of expedited (early) and compact examination, and also could improve quality by permitting examiners to focus on claims already determined by another Office to be patentable.  Earlier and more compact prosecution also could result in significant cost savings.  

2. Please explain how PPH currently fits into your global patent filing strategy. In other words, do you use PPH to accelerate examination in another jurisdiction other than the US or vice versa? 
I would like to be able to use the PPH to expedite examination either in the US or other jurisdictions, but most applications have a priority claim that currently excludes them from the PHH.

3. Please identify and explain any disadvantages, drawbacks, and problems with current PPH programs. 
The exclusion of applications with priority claims is a significant problem. 
4. Please identify aspects of the PPH program that you believe would improve the usefulness and usage of the PPH programs. In doing so, please 

(a) identify aspects of the program that need to be improved; and 

(b) discuss how such changes should be implemented.
(a) Usage of the PPH would increase if more applications qualified for the PPH.  (b) Permitting applications with priority claims to use the PPH, and permitting Applicants to select the “OFF” without regard to chronology of filing date and/or examination are two changes that should be implemented. 

5. Please explain how we can help increase PPH usage among the user community. Please provide your thoughts on the following: 

(a) public awareness outreach on the benefits of PPH; and 

(b) eliminating barriers, such as streamlining procedures and lowering costs.

(a) Public awareness of the PPH could be improved by more public presentations about the PPH and its benefits.  Public awareness will increase organically as more practitioners and Applicants use the PPH. 

(b) The PPH procedures and costs do not present a significant barrier, in my view.  Instead, it is the exclusion of applications with priority claims that limits my ability to recommend or use the PPH. 

4. Please provide your thoughts as to whether PPH and PCT can co-exist in a complementary and supportive fashion. 
I do not see a conflict between the PPH and PCT.  The PCT is primarily used to obtain a Search and Examination Report prior to international filing, while the PPH is used to expedite examination after international filings already have been made. 
5. Please identify other Offices you would like to see included in the PPH program. 
At least all PCT member countries.

6. Currently, the PPH exists in a complex array of bilateral agreements.. . . Please identify concerns, if any, in expanding PPH on a multilateral framework. e.g., Plurilateral PPH? 
This sounds like a good idea that would streamline use of the PPH when several corresponding applications are pending in different countries. Without knowing the details of a plurilateral program, it is difficult to identify specific concerns. 
II. Strategic Handling of Applications for Rapid Examination (SHARE)

A. General Concerns 

I have many questions and concerns about the proposed SHARE program.  There appears to be a least two main goals behind SHARE: (1) to balance examination workloads across Offices and (2) to facilitate and promote worksharing.  

As a patent practitioner with international clients, I had never considered the issues behind the first goal.  Giving examination preference to applications first filed in a given Office strikes me as taking a step backwards towards protectionism in this day of the global economy and international business, but it is an interesting approach to the ever-increasing volume of patent applications filed internationally.  However, given that all Applicants are charged the same filing and examination fees, prioritizing applications based on their priority claim may unfairly penalize “foreign” Applicants.  This could raise international issues if “foreign” applications experience significant examination delays. 
The USPTO envisions that SHARE will enhance worksharing by increasing the odds that by the time an OSF takes up an application for examination, the OSF will have generated some work product (search report, examination report, etc.) that the OSF can build on.  My first reaction to this aspect of SHARE is to question how this differs from current practice, where U.S. Applicants submit PCT search results and references cited in corresponding foreign applications.  (U.S. Applicants currently are not required to submit foreign Examination Reports or Office Actions, but usually do submit prior art cited by foreign Offices.)  Thus, U.S. examiners already should be leveraging the search results of other Offices.  
It is not clear how SHARE would enhance worksharing over that already possible in applications where PCT and/or foreign search results already are submitted.  It also is not clear that SHARE would apply to a broader group of applications, since most internationally filed applications receive at least a PCT search report before U.S. examination commences or is completed.  Even if SHARE required Applicants to submit foreign Examination Reports and Office Actions, U.S. examiners would not be able to rely on the patentability determinations made by other Offices because of different patentability requirements.  Thus, requiring Applicants to submit foreign examination results might provide more information for U.S. examiners to sift through without necessarily providing them with any more useful information than already is provided in the cited prior art references themselves. 
The logistics of any SHARE program also raise concerns.  As currently envisioned, the USPTO would somehow prioritize examination of applications for which it is the OFF, without necessarily delaying examination of applications for which it is the OSF until the OFF has issued a search or examination work product.  This means that applications for which the USPTO is the OSF will experience even more delay, and will experience even longer application pendency.  Any prioritizing of examination based on OFF/OSF status is likely to result in forum shopping, with Applicants desiring early U.S. examination choosing the USPTO as the OFF.  This could lead to an influx of applications where the USPTO would not be able to benefit from the work product of another Office, and so could undermine the goals of SHARE.  

If the USPTO does not delay examination of applications for which it is the OSF until the OFF has issued a search or examination work product, Applicants will have experienced delayed examination without the prospect of benefiting from worksharing.  This seems like a lose-lose situation for OSF Applicants.  

If the USPTO decides to delay examination of applications for which it is the OSF until the OFF has issued a search or examination work product, benefiting from worksharing would at least be possible.  If the USPTO implement SHARE, the USPTO should consider adopting a Request for Examination process for OSF applications, whereby Applicants would not pay search or examination fees until the OFF has issued a search or examination work product, which could be submitted with the search and examination fees and trigger the start of examination.  

B. Brief Answers to Worksharing Roundtable Questions

1. Please explain whether you support prioritizing applications so that Offices focus their efforts on applications filed first in their Office in order to produce a timely work product that can subsequently be used by other Offices? 
At present, I only support this as a voluntary option, and only if filing, search and/or examination fees are reduced or delayed for OSF applications. 
2. Please explain whether you believe that the Office of Second Filing should delay examination pending the search and examination results of the Office of First Filing? 

Without supporting the program as a whole, I agree that if the program is adopted, examination in the OSF should be delayed pending search or examination results from the OFF.  However, there should be some limitation on the delay, such as 18 months, at which time examination would commence without the OFF search or examination results.  

3. As far as prioritizing applications, should the USPTO distinguish between all first-filed applications and first-filed applications that were subsequently filed abroad. . . . If so, please explain the basis for the distinction, as well as the advantages and drawbacks to prioritizing a group of applications.
Giving priority to U.S. applications subsequently filed abroad may penalize domestic Applicants who do not have the resources to pursue international patent rights, by delaying examination of U.S.-only applications.  Giving priority to U.S. applications subsequently filed abroad could be difficult to implement, as it would require the USPTO to determine whether corresponding applications were filed abroad, which could occur up to one year after the original U.S. filing date. 

4. In your view, would delays in examination in the Office of Second Filing disadvantage a particular sector of applicants filing in the United States? Please explain your response. 
Any delays in examination disadvantage Applicants for whom prompt examination and grant are important.  This may particularly include Applicants in fields such as computer technology, electronics and consumer products, but also may cut across all technologies when Applicants need to secure patents to attract investors, satisfy shareholders, or assert their rights against infringers.  

5. Please explain whether you believe that applications should be eligible for patent term adjustment (PTA) due to delays in the USPTO as the Office of Second Filing waiting for the search and examination results of the Office of First Filing? 

Absolutely. The USPTO cannot adopt programs to enhance its operations without regard to the impact on Applicants.  Any delay in examination that is not accounted for in PTA effectively shortens patent term, and may decrease patent value.  Moreover, even PTA does not make all Applicants whole, because some patents may have more value earlier in their 20-year term.
6. In your view, please explain whether you believe that a SHARE-based prioritization regime will result in a de facto deferred examination system with the potential for submarine patenting in certain areas.
If the USPTO delays examination of OSF applications, then SHARE may result in a de facto deferred examination system. However, as long as applications are published, I do not believe that the delay in examination itself increases the potential for submarine patenting.  There always is a possibility that an Applicant will file a continuation application during the 20 year term to continue to pursue additional claims.  

7. Please explain whether you believe that SHARE will result in forum shopping in a manner that is detrimental to the patent system. 
I do believe that SHARE could result in forum shopping, particularly if there is a significant difference in the time to examination of OFF and OSF applications.  This could be detrimental to the U.S. patent system if it results in an even larger influx of new OFF applications.  
8. Given the caseload imbalances among the different offices do you believe that SHARE ultimately will improve, worsen, or not affect these imbalances in the long run?
SHARE is not going to change the number of applications filed in a given Office, unless the examination delays are so long that they discourage OSF filings altogether!  Thus, the only way that SHARE can have an impact is if access to the OFF work product makes a real difference to the OSF examination process, such as by reducing the time required to examine a given application.  However, because patent examination is a sovereign function, and each Office must apply its own patentability requirements (and the USPTO still will conduct its own prior art searches), I do not see how SHARE can significantly reduce examination time. 
Respectfully submitted,
Courtenay C. Brinckerhoff 
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