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DECISION ON PETITION 

This is a decision on the p e t i t i o n ,  filed on December 8, 2010, 
under 37 CFR 1.378(e) requesting reconsideration of a prior 
dec i s ion  which refused to accept under S 1.3781b)' t h e  delayed 
payment of a maintenance fee f o r  the above-referenced p a t e n t .  

The petition under  37 CFR 1.378(e) is DENIED.2 

A grantable petition to accept a delayed maintenance fee  payment under 37 CFR 1.378lb) must be 
include 

, (1) the required maintenance fee set  forth i n  S 1 . 2 0 ( e )  through (g);  
(2)  the surcharge set forth in 81,20{i)(1); and 
(3) a showing that the delay was unavoidable since reasonable care was taken to 

ensure that the maintenance fee would be paid timely and that the petition was f i l e d  promptly 
a f t e r  the patentee was notified of, or otherwise became aware of, the expiration of the patent. 
The showing must enumerqte the steps taken to ensure timely payment of the maintenance fee, the 
date and the manner in which patentee became aware of the expiration of the patent, and the steps 
taken to file the petition promptly, 
Z 

As stated i n  37 CFR 1.378(e), no further reconsideration or review of the  decision refusing to 
accept the delayed payment of the maintenance fee under 6 1.37Blb) will be undertaken. This 
decision may be regarded as a final agency action within the meaning of 5 U . S . C .  % 704 for 
purposes of seeking judicial review. See MPEP 1001.02. 
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The patent issued March 28, 2000. The first maintenance fee was 
timely paid. The second maintenance fee could have been paid 
from March 28 through September 28, 2007, or, with a surcharge 
during t h e  period from September 29, 2007, through March 28, 
2008. Accordingly, the p a t e n t  expired a t  m i d n i g h t  on March 28, 
2008, fo r  f a i l u r e  to timely submit the first maintenance fee. 

The initial petition under 37 CFR 1.378(b) was filed on June 30, 
2010.  On October 8, 2010, the petition was dismissed. 

In the initial petition, petitioner stated that he relied upon 
his registered patent p r a c t i t i o n e r ,  Glenn L. Webb (hereinafter 
"Webb") to track and pay the maintenance fee, but  that payment of 
the maintenance fee had been unavoidably delayed because Webb had 
failed to track and pay said maintenance fee. 

Specifically, petitioner asserted that Webb delayed payment of 
the maintenance fee because of a docke t ing  error, and because 
Webb had been suffering from chronic depression. 

In the decision dismissing the petition, petitioner was advised 
that a showing of unavoidable delay due to docketing error 
required evidence supporting such a finding. In this case, the 
showing required was that: (a) the error was the cause of the 
d e l a y  at issue; (b) there was in place a business routine for 
performing the clerical  function that could reasonably be relied 
upon to avoid errors in its performance; and (c) the employee(s) 
were sufficiently trained and experienced w i t h  regard to the 
function and routine for its performance that reliance upon such 
employees represented the exercise of due care. P e t i t i o n e r  was 
further advised t h a t  t h e  following items must be provided: (a )  
statements by persons w i t h  d i rect  knowledge of the circumstances 
of the delay, setting forth the facts as they know them; (b) a 
through explanation of the docketing and call-up system in use, 
including, but not limited to, copies of documentation which 
would substantiate an error in docketing, and include an 
indication as to why the system f a i l e d  to provide adequate n o t i c e  
that a reply was due, and '(c) information regarding the training 
provided to the personnel responsible for the docketing error, 
degree of supervision of t h e i r  work ,  examples of o ther  work 
functions carr ied out, and checks on the described work which 
were used to assure proper execution of assigned tasks. 
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Further, petitioner was advised that while physical or mental 
incapacitation can be a cause of delay, a showing of 
"unavoidable" delay based upon incapacitation must establish that 
the practitioner's incapacitation was of such a nature and degree 
as to render practitioner unable to conduct business (e.g. 
correspond with the Office) during the period between March 28. 
2008, and June 30, 201-0, the date of filing of the i n i t i a l  
petition. Such a showing must be supported by a statement from 
practitioner's treating physician, and such statement m u s t  
p rov ide  t h e  nature of practitioner's incapacitation during the 
above-mentioned period. 

Fur the r ,  it was noted that petitioner continued to correspond 
with Webb by email regarding various patents held by petitioner 
during the period from at least June 18, 2008, through March 4 ,  
2010, and the showing of record suggested that petitioner had 
made an intentional decision to d e l a y  payment of the maintenance 
fee in the subject patent. A statement from Webb was also 
provided, i n d i c a t i n g  (i) that problems arose in his docke t ing  
system a f t e r  h i s  former law firm broke up in 2004, and (ii) that 
Webb believed there was a "miscommunication" with petitioner as 
to whether Webb had been instructed in 2008 to file a petition to 
reinstate the subject p a t e n t .  

Lastly, it was noted that the showing of record suggested that 
p e t i t i o n e r  had been aware that the patent was expired in 2008, 
but had not requested that his attorney take action to reinstate 
the expired p a t e n t ,  t h u s  leading  to a conclusion that applicant 
had intentionally delayed the payment of the maintenance fee. 

In response, the subject request for reconsideration was filed. 
Petitioner again  a s s e r t s  t h a t  t h e  delay in payment 0 5  the 
maintenance fee was unavoidable due to a docket ing error on t h e  
part of Webb, Webb's depression, and petitioner's reliance upon 
Webb. Petitioner further asserts t h a t  no reminders were received 
from the USPTO notifying petitioner or Webb that the maintenance 
fees were due. 

Additionally, petitioner asserts that he did not intentionally 
delay the payment of t h e  maintenance fee, but rather requested 
that Webb take the necessary action t o  r e i n s t a t e  t h e  patent after 
petitioner was informed that the patent had expired. To t h i s  
end, petitioner h a s  provided a copy of an email from petitioner 
to Webb, d a t e d  June 19, 2008,  in which p e t i t i o n e r  states that the 
subject patent and o t h e r s  "need to stay act ive" as evidence that 
petitioner af f i rmat ive ly  instructed Webb to file a p e t i t i o n  to 
r e ins t a t e  t h e  subject patent. 
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STATUTE AND REGULATION 

35 U.S.C. S 41(c) (1) s t a t e s  that: 

The Director may accept the payment of any maintenance 
fee required subsection (b) of this s e c t i o n  which is 
made w i t h i n  twenty-four months after t h e  six-month 
grace period if this delay is shown to the satisfaction 
of the Director to have been unintentional, or at any 
time after the six-month grace period if the delay is 
shown to t h e  satisfaction of the  Director to have been 
unavoidable. 

37 CFR 1 . 3 7 8 ( b ) ( 3 )  states that any petition to accept an 
unavoidably delayed payment of a maintenance fee must include: 

A showing that t h e  delay was unavoidable since 
reasonable care was taken to ensure that the 
maintenance fee would be paid t i m e l y  and that the 
petition was filed promptly after the patentee was 
n o t i f i e d  of, or otherwise became aware of, t h e  
expiration of the patent. The showing must enumerate 
the steps taken to ensure timely payment of the 
maintenance fee, the date ,  and the-manner in which 
patentee became aware of the expiration of the patent, 
and the steps taken  to file the petition promptly. 

37 CFR 1 . 3 7 8 ( ~ ) ( 3 ) ( 1 )  provides that a petition to accept an 
unintentionally delayed payment of a maintenance fee must be 
filed w i t h i n  twenty-four months of t h e  six-month grace period 
provided in S 1.362 (e) 

OPINION 

The Director may accept late payment of the maintenance fee if 
the delay is shown t o  the s a t i s f a c t i o n  of the  Director to have 
been "~navoidable".~ A patent owner's failure to pay a 
maintenance fee may be considered to have been "unavoidable" if 
t h e  patent owner "exercised t h e  due care of a reasonably prudent 
person,"4 This determination is to be made on a "case-by-case 

' 
35 U . S . C .  I 4 1  (c) (1). 

Ray v. Lehmn, 5 5  F.3d 606, 608-09 (Fcd.Cir.), cert..denied, 
L.Ed.2d 209 (1995). 




















