Expert 6: Welcome to today’s On-line Chat, we will begin answering questions at 2:00pm.  Please note that not all questions posted will be answered, we try to select the questions that appeal to the overall audience. 


aerolid@aol.com:In the publication,"Patent it Yourself" by Patent Attorney David Pressman, on page 359 where he discusses arguments to use when an Office Action combines prior art references, is the following "In 2007 the Supreme Court held that an invention should not be held obvious over several prior-art references unless there is a suggestion, motivation or teaching that the references can or should be combined."

Expert 19: aerolid - What is your question?  

Public:I just got my first office action from the examiner. How do I know how much time I have to reply? What happens if I don't reply in time?

Expert 6: EDITED Public -  If you are talking about an Office action for a patent application, your response time is set by statute.  The shortened statutory period for reply is generally set for 3 months from the mailing date of the Office action and the time period for reply is noted on your Office action.  Extension of time is available for a fee if needed. If you don’t submit a timely reply, your application will become abandoned.
Public:thank you

Expert 39: EDITED Public - If you are referring to a trademark Office action, the statutory deadline is 6 months to respond. However, in certain situations there is a 30-day response period.  Please pay attention to the deadline specified in the Office action.

carlag444@gmail.com:How do "Claims" protect the invention if related sites have the same elements only one additional part is incuded?

Expert 15: EDITED The subject matter set forth in a claim is the invention that your patent protects.  Whether a product infringes the claims of your patent is a question that is decided by a court.
Nicole:is it okay to submit the small business entity "declaration" in a cover letter along with the PPA application documents?

Expert 30: EDITED You may submit a small entity declaration with your provisional application documents in order to establish small entity status for the purpose of paying small entity fees. In the alternative, you may just check the box on the provisional application cover sheet (PTO/SB/16) stating that “Applicant claims small entity status. See 37 CFR 1.27.”
Sarah Banas:A patent attorney told me that once I received the case number for a patent, that would grant me the legal protection should someone try to take the invention. The USPTO says that only once the patent is actually granted does the protection actually begin. When does the protection actually begin, and what difference does it make with having a "patent pending" on a product?

Expert 30: EDITED The protection begins when a patent is granted, not when you receive an application number. Once you have received a patent application number, you may put “patent pending” on your product. This just gives notice to the public that you have filed a patent application in the USPTO. It does not give you “patent protection.” 

Public:I have a great idea that I want to protect but I'm not ready to file a patent application because I want to spend more time developing my invention. I have heard about a document disclosure program. Would that help me protect my invention?

Expert 15: EDITED The disclosure document program has been discontinued in favor of the filing of provisional patent applications. Thus an inventor would not only be able to establish a date of invention but also would be entitled to the benefit of that earlier provisional application filing date when a nonprovisional application is subsequently filed claiming the benefit of the earlier filed provisional application under 35 U.S.C. 119(e). A provisional application is not examined and cannot issue as a patent.  It is the nonprovisional application that is examined and can issue as a patent.
Max Kelly:Hello, Is there  way to search applications that weren't successfully granted.  I filed an application 12 years ago and lost hte paperwork.  How could I find that application?

Expert 22: Max Kelly - Please contact the Application Assistance Unit Customer Service at 571-272-4000.

victor.sitompul@gmail.com:Can we provide a photograph instead of a drawing along with detailed description for a PPA?

Expert 30:EDITED Photographs, including photocopies of photographs are not ordinarily permitted in utility and design patent applications.  The USPTO will accept photographs in utility and design applications if the photographs are the only practicable medium for illustrating the claimed invention.  See 37 CFR 1.84(b). If the photographs are color, then you must also submit a petition under 37 CFR 1.84(a)(2).  See 37 CFR 1.84(b)(2).
orthodrb@yahoo.com:What is the response to a provisional utility patent?  Is a patent actually granted?

Expert 6: EDITED orthodrb@yahoo.com - Provisional applications are not examined and can never issue as patents.  It is a non-provisional utility application that is examined and can issue as a patent. Therefore, if you filed a provisional application and you want patent protection, you must file a non-provisional application within one year from the filing date of the provisional application claiming the benefit of the filing date of the provisional application under 35 U.S.C. 119(e). 
Gerard Peregrin:Can the regulations regarding prior art be adjusted so that provisional patent applications can be referenced as evidence of prior art when a patent application has been submited?

Expert 21: Gerard PeregrinThe USPTO solicits feedback with respect to regulations governing patent prosecution.  Currently, the USPTO has issued a Federal Register notice seeking input on USPTO regulations which would include those you mention.  See http://edocket.access.gpo.gov/2011/pdf/2011-6660.pdf.   As to your question, provisional patent applications are maintained in confidence and are not published. Please submit a comment in response to the above-noted Federal Register notice if you suggest that changes to the regulations would be beneficial to the innovation process or helpful in pursuing strong patent protection. 

aerolid@aol.com:Continued from aerolid@aol.com - to expert 6 -Having just received a second rejection on allowance of my claims stemming from an Office Action which cite three prior art references that make no suggestion motivation or teaching that they should be combined, is it allowed for the Examiner to just assume the combination should be made? My invention deals with improved aerodynamics for a pick-up truck. In alll three prior art references the Examiner cites none even mention the word aerodynamic as is in the title of my application and throughout the text and claims of my patent application. How can the examiner object my claims when the is no reference to aerodynamics or fuel efficiency in all prior art references cited?

Expert 19:EDITED Aerolid - Whether the claimed subject matter would have been obvious under 35 U.S.C. 103 based on the prior art is very fact dependent.  The examiner must apply the factual inquiries of Graham v. John Deere in determining obviousness (see MPEP 2141).  As noted by the Supreme Court in a recent decision, KSR International Co. v. Teleflex Inc. (KSR), 550 U.S. 398, 82 USPQ2d 1385 (2007), the teaching-suggestion-motivation rationale was one of a number of rationales that could be used to determine obviousness.  It is not the only rationale for determining obviousness. If you feel that the examiner has made a mistake you can point out the error in your response.  In the alternative, since your claims have been rejected twice, you may appeal the examiner’s rejections to the Board of Patent Appeals and Interferences.  See 35 U.S.C. 134.You may also contact the Supervisory Patent Examiner if you feel that he/she should be made aware of the issues you raised.

Nicole:Do the figures or drawings in a PPA have to be the exact same once you file the non-provisional for that PPA? 

Expert 30: They don't have to be exactly the same. However, for any new information added in the non-provisional application, the benefit of the filing date of the provisional application will not be available to the new information filed in the non-provisional application.

carlag444@gmail.com:I have an addtional method that I thought of two yaers after filing my PA, I now need to file a new PA for the apparatus the parts are all the same only the new claim will include a method of use, when I write my application the wording will be basically the same other than the method of operation will be changed, is this correct? 

Expert 6: EDITED Carlag444@gmail.com - You may file a non-provisional application claiming a method of using the apparatus disclosed in your first filed non-provisional application. Your second non-provisional application may claim the benefit of the filing date of your first non-provisional application provided you comply with all the requirements of 35 U.S.C. 120.
Barry:My question concerns maintenance fees.  Is there a way to pay the maintenance fee for a patent beyond the 6-month grace period?

expert42: Barry - Yes, you can pay maintenance fees beyond the 6 month grace period.  You have to file a Petition which you can do online. Procedures for filing a petition for reinstating an expired patent are set forth in MPEP, section 2590.  There are two different petitions that are available to you.  The first one is a petition under the unavoidable standard under 37 CFR 1.378(b), and the second is a petition under the unintentional standard under 37 CFR 1.378(c) and 35 U.S.C. 41(c)(1).  

carlag444@gmail.com:If my examiner allows my application when will the fee need to be submitted? 

Expert 30: With the notice of allowance you get a notice to file the issue fee. It’s three months from the date of notice of allowance.

Gerard Peregrin:Even though there is no patent protection for patent pending, trade secret protection under the code remains vital - does it not?

Expert 21: Gerard Peregrin:  Regarding your question pertaining to “patent pending”, use of the term alerts the public to the fact that you have an application pending before the U.S. Patent and Trademark Office.  Unless you have requested non-publication, non-provisional patent applications are generally published at 18 months. So yes, while trade secret protection is another intellectual property protection tool, if you have filed a patent application disclosing your invention, it will not be maintained confidentially after 18 month publication.  If one wishes to pursue protection of a trade secret, a patent application should not be filed. These approaches are generally alternatives to one another, not used in combination. 

Max Kelly:When a Utility  Patent expires, how long after that expiration before it is up for grabs?  What sort of notification would be issued by the USPTO? 

Expert 6: EDITED Max - If a utility patent expires after the full 20 year term it is immediately available to the public.  A utility patent can also expire for the non-payment of the maintenance fee.  However, in this case, the patent may be reinstated upon granting of a petition to accept the delayed payment of the maintenance fee in an expired patent.  The USPTO does post in the weekly Official Gazette a list of patents in that have expired due to the non-payment of the maintenance fee. See http://www.uspto.gov/news/og/og_2011.jsp
carlag444@gmail.com:Not a question, I think that Pro Se applicants like me are very fortunate to have a government agency help us and I was not aware that this was available until after I filed a very poorly written application. Thank you USPTO!

Expert 21:cariag444@gmail.com:  You're welcome! The USPTO has lots of good resources available for independent inventors, including these on-line chats.  See our resources page at http://www.uspto.gov/inventors/independent/index.jsp.  

Nicole:Where do your purchase patent insurance? 

Expert 6: Nicole - In theory, patent insurance is similar to any other kind of insurance, e.g., home, auto, except it protects a patent holder against loss due to infringement of a patent. The choice as to whether one should seek patent insurance is strictly up to the patentee and should be carefully considered as with any other type of insurance purchases.

C:Is it possible to file a non-provisional patent, which is based on a provisional patent, as a non-registered user of EFS-web?

expert42: EDITED C – You may file a non-provisional application via EFS-Web as a non-registered user. While the office encourages use of EFS-Web, you do not have to file a non-provisional application via EFS-Web.  You can mail your application to the office.

aerolid@aol.com:Can a design patent be used as one of the references of prior art being combined with two utility patents to block claims in a Patent Application even though the design patent has no claims?

Expert 6: EDITED Aerolid@aol.com - Yes, an examiner would consider design patents just the same as any other prior art references. Note that a design patent does have a single claim.  See 37 CFR 1.153.  The requirements for utility claims specified in 37 CFR 1.75 do not apply to a design claim.
Max Kelly:THank you E6.  Is the term for utility patents not 14 years?

Expert 21: EDITED Max Kelly: You are correct, U.S. utility patents generally have a term of twenty years from the filing date of the application or if the application contains a specific reference to an earlier filed U.S. application under 35 U.S.C. 120, 121 or 365(c), then from the filing date of the earliest such application. 

orthodrb@yahoo.com:Thank you. If I file a provisional applic then begin manufacure and sale of an item, could someone else submit a non-provisional applic, obtain a patent, then be entitled to profits I have made? 

Expert 19: orthodrb - This is very complicated issue.  Someone else may be able to file a non-provisional application and receive a patent.  If you fail to file a non-provisional application then the other filer may be able to take you to court for infringement.  There is the possibility that the two application may be placed into an interference proceeding to determine who was the first to invent.  Under the current law, the "first to invent" is entitled to the patent rights when there is a dispute similar to this situation.
Gerard Peregrin:Thank you.  I only need the trade secret protection until the patent application has been filed and the 18 month period has expired.  I need to publish to a trusted confidential community to attract stakeholders.  That's why I suggest treating the provional application database as a trusted and secure trade secret bank.  Somthing to think about to accelerate commercialization and fund raising.  

Max Kelly:Thank you E 21

Expert 21: Max Kelly - You're welcome! Good luck with your efforts!

Nicole:Expert 6- I read the fact sheet- however,  are you saying that one can purchase patent insurance from an insurance company like State Farm?

Expert 6: EDITED Nicole - I don't know that State Farm sells it, but any insurance company that sells business insurance typically sells it. Please check with your insurance company.
timothy:How can I conduct a search for common law trademarks?

Expert 44: A common law search involves searching records other than the USPTO’s database of federally registered, pending, and dead marks.  Often common law searches involve searching the Internet, telephone and industry directories, state trademark registries and other listings. The USPTO does not conduct common law searches.  You may wish to speak with a private attorney familiar with trademark matters to decide whether a common law search will benefit you.

aerolid@aol.com:In the 2008 Supreme Court ruling on obviousness that there must be a suggestion or teaching for the combination of prior art references cited to be combined can a design patent teach or suggest anything without written text? Is not a design patent just an ornamental design?

Expert 15: EDITED The Supreme Court decision that you may be referring to is KSR International Co. v. Teleflex Inc. (KSR), 550 U.S. 398, 82 USPQ2d 1385 (2007). In the KSR decision, the Supreme Court stated that the teaching-suggestion-motivation rationale was one of a number of rationales that could be used to determine obviousness. It is not the only rationale for determining obviousness. Whether the claimed subject matter would have been obvious to one of ordinary skill in the art is very much fact dependent. The examiner must apply the factual inquiries of Graham v. John Deere in determining obviousness (see MPEP 2141). Prior art such a design patent can be used to reject a claim in a utility patent application.    

Public:Last December I invented something and filed an application. I just saw the same thing in a store. Is there anything I can do to stop them from selling my idea? 

expert42: Public - You don't have protection until you get a patent.  Once you get a patent, you have protection for the subject matter in your claims, so if the object you saw in the store infringes on your claims, you can enforce your patent rights by taking the manufacturer of the object to court. The USPTO recommends that you obtaining the services of a patent attorney if you think someone may be infringing the claims once you have obtained a patent.
carlag444@gmail.com:I do not have the skills to write claims and will need to develop better claim writing and phrasing, is there a template or formate example to help?

Expert 21: EDITED cariizg444@gmail.com:  We don’t have a template for drafting claims.  However, one of the best ways to facilitate learning how to draft good claims, is to look at patents which currently exist in your field of technology.  
Public:I just started a business and am wondering what the best way is to come up with a trademark to help build my brand.

Expert 39: Public – This trademark question involves both business and legal considerations.  Unfortunately, while the USPTO may provide general information, we cannot give you legal advice regarding your particular situation.  You may contact a private attorney familiar with trademark matters for assistance.  Local bar associations and telephone directories usually have attorney listings broken down b specialty.

Max Kelly:This is a great forum.  To follow up on orhtodrb's question on infrigment. expert wrote.. "This is very complicated issue.  Someone else may be able to file a non-provisional application and receive a patent.  If you fail to file a non-provisional application then the other filer may be able to take you to court for infringement.  There is the possibility that the two application may be placed into an interference proceeding to determine who was the first to invent.  Under current law the ''first to invent'' is entitled to the patent rights when there is a dispute similar to this situation..." What is admissible as evidence in the 'first to invent" interference proceeding?  Presumeably content submitted to USPTO. 

Expert 6: Max Kelly - Thank you for your kind remarks.  You should submit all the evidence that you might have and the Board of Patent Appeals and Interferences (Board) will make the determination.  Additional information about the Board, including their contact information is 571-272-9797. 
orthodrb@yahoo.com:Thank you. So, would my provisional app filing date be cosidered my "invention date," and how can I tell if someone else has filed a similar one?? before selling the product or continuing to file the non-prov app?  I'm confused about any advantage to beginning with a provis app, if I'm sure I can sell the product...

Expert 19: EDITED orthodrb - Your provisional application filing date would be considered the invention date if the provisional application covers all that is in your non-provisional application.  The question as to who was the first to invent will be decided by the Board of Patent Appeals and Interferences if and when an interference is declared.
Asking something:Chinese fake products are very bad! Do you agree?

Expert 19: Asking Something - All fakes are bad for those that produce the real product and the buyer.  To learn more about fakes visit www.stopfakes.gov
Asking something:Is a patent money?

Expert 22:Asking Something - There is a fee to file your patent application.  Please visit our website at http://www.uspto.gov, click on "How to pay Fees".   
Public:I hired an attorney to handle my patent application and I don't think he is doing a good job. Is there anyway for me to speak directly to the examiner handling my case?

Expert 21: Public: If you have hired an attorney to represent you in prosecuting your patent application, the USPTO will only correspond with the attorney. The USPTO will not conduct duplicate communications between the applicant and the attorney.  Procedures do exist for you to revocate your power of attorney in the case you do not wish to continue with the assistance of your attorney.  See Manual of Patent Examining Procedure, MPEP 402.05 http://www.uspto.gov/web/offices/pac/mpep/mpep_e8r5_0400.pdf
Public:My patent application has been pending for four years; I feel like the examiner keeps sending the same arguments even though I have changed the claims. I don't understand why this is taking so long and seems to have stalled. What can I do to move things along?

Expert 30: Public:  You can contact the "Ombudsman Program" Please visit http://www.uspto.gov/patents/ombudsman.jsp
Public:This is a great help for independent inventors like me. When is the next online chat?

Expert 22:Public - the next on-line chat is scheduled for June 23, 2011 at 2pm (EST).

Sarah Banas:I'm sorry if this is asked already before, but with a patent, then, the non-provisional application is required? Or do you file one or the other?

Expert 6: EDITED Sarah Banas - If you first filed a provisional application, that provisional application is not examined and cannot issue as a patent. In order to obtain a patent, you must file a non-provisional application. That non-provisional application can claim the benefit of the filing date of the earlier-filed provisional application provided you comply with all the requirements of 35 U.S.C. 119(e). Whether to file a provisional application before the filing of a non-provisional application is a business decision that you will need to make. For example, you may choose to file a provisional application first and then file a non-provisional application within one year after the filing of the provisional application since the cost of filing a provisional application is much less than the cost of filing a non-provisional application and claims and a declaration complying with 37 CFR 1.63 are not required in a provisional application. In addition, this will give you additional time to obtain funding to cover the cost of the filing and prosecution of a non-provisional application.
aerolid@aol.com:My thanks to all Experts for providing excellent answers to my questions and enduring my many typo'S. Thank you all for the good job you do at the USPTO everyday.

Expert 19:aerolid - you are welcome.

carlag444@gmail.com:I was not aware of patent insurance until today, where is a good rsource to research other concerns and post allowed subjects that I should be aware of just in case I have an allowed patent?

Expert 22:Carlag444@gmail.com - Another resource is your local independent inventor groups.

Guest:Is there online documentation on how to file patent applications electronically?

expert42: Guest - Patent applications can be submitted electronically through the Patent Electronic Business Center (EBC) at:  http://www.uspto.gov/ebc/index.html.   In addition, the Inventors Assistance Center is available between the hours of 8:30 AM – 5:00 PM (ET), Monday through Friday at 800-PTO-9199 (800-786-9199) or 571-272-1000 (TTY customers can dial 571-272-9950 for customer assistance).  Our Web site (www.uspto.gov) has a wealth of information of inventor resources (www.uspto.gov/web/offices/com/iip/index.htm) including frequently asked questions.

timothy:So the USPTO will not conduct a common law search to determine whether or not to grant my trademark application?  Or the USPTO just does not offer this service?

Expert 22: Timothy, the USPTO does not include either common law or state databases when it is considering whether an applied for mark should be refused registration under the Trademark Act.  

orthodrb@yahoo.com:Thanks again. Still somewhat confusing... Is it better for me to just file a non-prov app and wait for a patent number before selling a product? Seems like it could take a long time and involve litigation anyway.

Expert 19: orthodrb - We can not advise you how you should file for protection.  This a business decision that you will need to make.  Under the potential change to "first-inventor-to-file" the first to the PTO with an application has a more certain opportunity in obtaining the patent rights.

Public:Are there any general principles that make a trademark strong or weak?

Expert 39: Public - Not all trademarks receive the same level of protection under the Trademark Act. Even when a mark is capable of protection under the law, the protection allowed is linked to the legal strength of the trademark. Generally, arbitrary and fanciful terms are afforded a higher level of protection than suggestive, descriptive, or generic terms.   Therefore, you may wish to consider choosing a mark on the stronger side of the continuum 

Expert 6: Thank you to all that joined the chat today.  Our next chat will be June 23, 2011 and will be posted on the USPTO homepage.  The transcript from today will be posted in about 2- 3 weeks on the Inventors Resource page.  If your question was not answered today please contact our Inventors Assistance Center at 1-800-786-9199.

