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What is the Patent Trial and Appeal Board? 

PATENTS 
examine patent applications 

and grant patents 

PTAB 
ex parte appeals, 

AIA proceedings, other 

TRADEMARKS 

examine and 
register trademarks 

TTAB* 
ex parte appeals, inter 

partes proceedings 

*Trademark Trial and Appeal Board (TTAB) 3 



 

  

 
 

Today’s agenda 

Meet 
a USPTO 

professional 
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Appeal byte:

Importance of
the claims 
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Invention 
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lifecycle 
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the web: 
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entrepreneur 

resources 
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Hearing byte:
Attending an 
oral hearing 
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Q&A 

*INFORMATION NOT INTENDED AS LEGAL ADVICE 
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Question/comment submission 

To send in questions or comments about the 
presentation, please email: 

– PTABInventorHour@uspto.gov 
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 Janet Gongola, Vice Chief Administrative Patent Judge 

Meet a USPTO professional
NaThanya Ferguson
Supervisory Innovation Development Outreach & Program Specialist 
USPTO Office of Innovation Outreach 



   
 

NaThanya Ferguson 
Supervisory Innovation Development Outreach and Program Specialist 

USPTO Office of Innovation Outreach 



     

Question/comment submission 

To send in questions or comments about the 
presentation, please email: 

– PTABInventorHour@uspto.gov 
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Law School Clinic Certification Program 

• Over 60 participating law school clinics 
• Pro bono legal services to the public, including 

inventors, entrepreneurs, and small businesses 
• Participating schools and contact information at: 

https://www.uspto.gov/learning-and-
resources/ip-policy/public-information-about-
practitioners/law-school-clinic-1 
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PTAB stakeholder outreach 

Part of PTAB’s “Stadium Tour” 
• February 21–23, 2023 
• Sandra Day O’Connor College of Law, 
• Arizona State University 
• Phoenix, AZ 
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John Schneider, Administrative Patent Judge 
Robert Silverman, Administrative Patent Judge 

Invention & patent lifecycle 
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USPTO “Path to a Patent” series 

This quarterly series covers 
everything from intellectual 
property basics, to patent 
searching, to what you will need to 
draft and submit your patent 
application. 

https://www.uspto.gov 
/about-us/events/path-
patent 
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Question/comment submission 

To send in questions or comments about the 
presentation, please email: 

– PTABInventorHour@uspto.gov 
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 LiLan Ren, Administrative Patent Judge 

Appeal byte:
Importance of the claims 



 
  

 

Importance of the claims 

“To coin a phrase, 
the name of the 
game is the claim.“ 

- Judge Giles Rich 
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A claim is: 

a sentence at the 
end of the patent
that defines the 
legal scope of
protection 
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The claim is not: 

the Specification, 
which includes 
the drawings
and the written 
description 
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Examination 

• Focuses on whether the claims are 
– Patent eligible 
– Clear and not indefinite 
– Specific (i.e., not omnibus or “what is disclosed”) 
– Supported by the written description and figures 
– Novel and non-obvious in view of the prior art 
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Patentability requirements 

• Novel, not already known 
• Non-obvious, would not have been 

obvious to “person skilled in the art” in 
view of prior art 

29 



  
  

Two-step analysis 

• Step 1: claim interpretation 
• Step 2: comparing the prior art 

30 



 
  

    
  

   

 Step 1: claim interpretation 

• Interpret the claims to determine the 
meaning and scope of each claim 
limitation 

• During examination, the words of the 
claims are given their broadest reasonable 
interpretation consistent with the 
specification 

31 



Claim scope 
Claim 1 

Claim 2 

Claim 3 2 
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  Step 2: comparing the prior art 

• Examiner searches for relevant prior art 
• Focuses on the interpreted claims 
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Comparing the prior art 

Known, not novel 

Non-obvious 

Obvious 

Prior 
Art 

Claim 

34 



Examiner’s rejection 
Focus of the rejection is on the claims 
• Claim 1 is not novel because 

prior art X discloses A+B. 
A 

• Claim 2 is obvious because prior 
art Y discloses C and it would B 

have been obvious to combine 
with prior art X. 

• Claim 3 is non-obvious because C 

the prior art does not discloses D 
D. 
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  Responding to a rejection 

• Focus of the response is on the 
claims 
–Respond by argument 
–Amend the claims 
–Or both 
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Arguments 

• Focus arguments on the claim features 
– Maybe the examiner misinterpreted the claim 

scope 
– Maybe the examiner misapplied the prior art 

• Arguments that are not focused on claim 
features are often not persuasive 

37 



  
  
 

Amending claims 

Claims can be amended to add 
features that are described in the 
specification as originally-filed 
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Amending claims 
1. (Original) A dog toy used for 
purposes of play and retrieval, the dog 
toy comprising: 

an elongate member having a first end 
and a second end, an elongated portion 
extending between the first end and the 
second end, the elongated member 
further including a holding portion; and 

a plurality of tines positioned on at least 
one of the first end or the second end, 
the plurality of tines extending along the 
elongated portion of the elongated 
member, the tines extending away from 
the elongated member wherein as the 
user throws the dog toy through the air 
the dog toy generates a whistling noise 
when air passes through the plurality of 
tines and creates a clacking noise when 
the dog toy reaches the ground. 

Response to
rejection 

1. (Currently Amended) A dog toy used for 
purposes of play and retrieval, the dog toy 
comprising: 

an elongate member having a first end and 
a second end, an elongated portion 
extending between the first end and the 
second end, the elongated member further 
including a holding portion; and 

a plurality of tines positioned on at least 
one of the first end or the second end, the 
plurality of tines extending along the 
elongated portion of the elongated 
member, the tines extending away from the 
elongated member wherein as the user 
throws the dog toy through the air the dog 
toy generates a whistling noise when air 
passes through the plurality of tines and 
creates a clacking noise when the dog toy 
reaches the ground.; and 

wherein the other of the first and second 
end not including the tines is solid thereby 
acting as the holding portion. 

If patentable 
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Amending claims 

Known, Not Novel 

Obvious 

Unpatentable Claim 

Patentable Claim 

Prior 
Art 

Claim 
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Infringement 

• Focuses on whether a competitor’s
product/method infringes the claims 

• To infringe, the competitor’s product or method 
must meet each and every feature of at least 
one claim 

• Be careful during examination to avoid 
amending claims to be so narrow in scope that 
they have no value 

41 



     

Question/comment submission 

To send in questions or comments about the 
presentation, please email: 

– PTABInventorHour@uspto.gov 
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 USPTO YouTube channel 
• View dozens of videos: 

– USPTO’s Invention-Con 
– Tips for registering a trademark 
– Science of Innovation series for kids and teachers 
– Careers at USPTO 
– And a lot more 

• https://www.youtube.com/user/USPTOvideo/ 
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 Stacey White, Lead Administrative Patent Judge 

Walk about the web: 
Free resources for inventors and entrepreneurs 
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https://www.uspto.gov 
/learning-and-
resources/inventors-
entrepreneurs-
resources 
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https://www.uspto.gov 
/learning-and-
resources/access-our-
free-services 
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https://www.uspto.gov 
/learning-and-
resources/inventors-
and-
entrepreneurs/small-
and-medium-sized-
enterprise-resources 
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https://www.uspto.gov 
/learning-and-
resources/startup-
resources 
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 https://www.uspto.gov 
/learning-and-
resources/inventors-and-
entrepreneurs/innovator 
-events-everyone 
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Question/comment submission 

To send in questions or comments about the 
presentation, please email: 

– PTABInventorHour@uspto.gov 
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Michael Astorino, Administrative Patent Judge 

Hearing byte
Attending an oral hearing 
USPTO Patent Trial & Appeal Board 



 

 
 

   Mechanics of attending an oral hearing: 
overview 
• Notice of hearing 
• Public admission 
• Hearing waiting room 
• Hearing room decorum 
• Inclement weather 
• Helpful resources 
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  Notice of hearing 
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Notice of hearing   
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  Notice of hearing 

57 



 

 

 

 

Hearing facilities 

Denver, 
Colorado Detroit, 

San Jose, Alexandria,
Virginia California 

Michigan 

Dallas, 
Texas 
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 Public admission: Madison Building 
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Madison Building: atrium 
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Madison Building: atrium (inside) 
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Madison East security 
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Madison East 9th floor 

63 



   PTAB hearing waiting room 

64 



PTAB clerk’s desk 
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   PTAB hearing rooms: headquarters 

– Hearing Room A: maximum capacity is 63 
occupants. 

– Hearing Room B: maximum capacity is 15 
occupants. 

– Hearing Room D: maximum capacity is 28 
occupants. 

– Headquarters does not have designated 
overflow facilities. 

– Point of contact for hearing room questions: 
571-272-9797 
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  PTAB hearing rooms: regional offices 
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 Hearing room protocol/decorum 
• Formal business attire, or business casual 

attire if you are an observer 
• Guidelines 

– No recording devices 

– Turn off cell phones and electronic devices 

– No food or drink, except water 

– Unless the APJ permits, there will be no 
entries/exits during a hearing 

– During the hearing, excessive talking or loud 
outbursts are prohibited 

– Improper hearing room behavior may result in 
removal or other sanctions 
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Inclement weather 
• Main campus (Alexandria, Virginia) 

– U.S. Office of Personnel Management 
(OPM) operating status online -
https://www.opm.gov/policy-data-
oversight/snow-dismissal-
procedures/current-status/ 

– Sign up for OPM email alerts -
http://apps.opm.gov/listserv_apps/list 
-sub.cfm?targetlist=operatingstatus 

– OPM Mobile Alert App – 
http://www.opm.gov/policy-data-
oversight/snow-dismissal-
procedures/mobile-app/ 

• Regional Offices, please call 

– Detroit, Michigan, 313-446-4949 

– Dallas, Texas, 469-295-9494 

– Denver, Colorado, 303-297-4646 

– San Jose, California, 408-918-7676 
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Helpful resource: guide to the administration of 
oral hearings before the Patent Trial and Appeal Board 

• Available at: 
https://www.uspto.gov/sites/ 
default/files/documents/PTAB 
_hearings_guide_101520.pdf 

70 
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Question/comment submission 

To send in questions or comments about the 
presentation, please email: 

– PTABInventorHour@uspto.gov 
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PTAB Pro Bono Program 

• Under-resourced inventors may receive free 
legal help from volunteer attorneys for ex parte 
appeals before the PTAB 

• For more details – watch the recording of the 
April Inventor Hour webinar online or check out 
the PTAB Pro Bono Program at
www.uspto.gov/ptabprobono 
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Question/comment submission 

To send in questions or comments about the 
presentation, please email: 

– PTABInventorHour@uspto.gov 
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Future programs 

Inventor Hour, Episode 15 
Thursday, February 23, noon (ET) 

75 
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