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'DYLG�&DYDQDXJK� 

8QLWHG�6WDWHV�3DWHQW�DQG�7UDGHPDUN�2IILFH¶V��³2IILFH´��LQYLWDWLRQ�IRU�FRPPHQWV�RQ�LWV� 
1RWLFH�RI�3URSRVHG�5XOHPDNLQJ��³1RWLFH´��RQ�³37$%�5XOHV�RI�3UDFWLFH�IRU�,QVWLWXWLQJ� 
RQ�$OO�&KDOOHQJHG�&ODLPV�DQG�$OO�*URXQGV�DQG�(OLPLQDWLQJ�WKH�3UHVXPSWLRQ�DW� 
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LQ�SULYDWH�DQG�FRUSRUDWH�SUDFWLFH�DQG�LQ�JRYHUQPHQW�VHUYLFH���0HPEHUV�UHSUHVHQW�D� 
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KHOSLQJ�VHFXUH�WKH�MXVW��VSHHG\�DQG�LQH[SHQVLYH�UHVROXWLRQ�RI�HYHU\�37$%�SURFHHGLQJ��� 
$FFRUGLQJO\��LQ�WKLV�OHWWHU��WKH�$VVRFLDWLRQ�VWULYHV�WR�SUHVHQW�D�QHXWUDO�SHUVSHFWLYH� 
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WKDW�UHIOHFW�IHHGEDFN�UHFHLYHG�IURP�WKH�$VVRFLDWLRQ¶V�PHPEHUVKLS���:H�FRPPHQW�RQ� 
IRXU�VXEVWDQWLYH�DUHDV�RI�WKH�SURSRVHG�UXOHPDNLQJ���,��,QVWLWXWLQJ�RQ�$OO�&ODLPV�DQG�$OO� 
*URXQGV���,,��$XWKRUL]LQJ�WKH�3DUWLHV�WR�$GGUHVV�,VVXHV�5DLVHG�LQ�WKH�,QVWLWXWLRQ� 
'HFLVLRQ���,,,��$XWKRUL]LQJ�6XU�5HSOLHV�WR�3ULQFLSDO�%ULHIV��DQG��,9��(OLPLQDWLQJ�WKH� 
3UHVXPSWLRQ�LQ�)DYRU�RI�WKH�3HWLWLRQHU�DW�,QVWLWXWLRQ�:KHQ�7KHUH�LV�D�*HQXLQH�,VVXH�RI� 
0DWHULDO�)DFW�&DXVHG�E\�&RQIOLFWLQJ�7HVWLPRQLDO�(YLGHQFH���� 
� 
,Q�VXP��DV�GHVFULEHG�EHORZ��WKH�$VVRFLDWLRQ�JHQHUDOO\�VXSSRUWV�WKH�2IILFH¶V�SURSRVDO�WR� 
LQVWLWXWH�RQ�DOO�FODLPV�DQG�DOO�JURXQGV�XQGHU�SAS� �,��DQG�WR�DXWKRUL]H�WKH�SDUWLHV�WR� 
DGGUHVV�LVVXHV�UDLVHG�LQ�DQ�LQVWLWXWLRQ�GHFLVLRQ��,,����7KH�$VVRFLDWLRQ�DOVR�JHQHUDOO\� 



3DJH��� 
� VXSSRUWV�WKH�2IILFH¶V�SURSRVDO�WR�SHUPLW�VXU�UHSOLHV��,,,��DQG�IXUWKHU�UHFRPPHQGV� 
� QDUURZ�UHYLVLRQV�WR�WKH�UXOHPDNLQJ�IRU�FODULILFDWLRQ���+RZHYHU��DW�WKLV�WLPH�WKH� � 
� $VVRFLDWLRQ�RSSRVHV�WKH�2IILFH¶V�SURSRVDO�WR�HOLPLQDWH�WKH�SUHVXPSWLRQ�LQ�IDYRU�RI�WKH� 

SHWLWLRQHU¶V�WHVWLPRQLDO�HYLGHQFH�DW�WKH�LQVWLWXWLRQ�VWDJH��,9� ��ZKLFK�ZRXOG�EH�D� 
VLJQLILFDQW�FKDQJH�IURP�FXUUHQW�SUDFWLFH��HOLPLQDWH�D�VLJQLILFDQW�DVSHFW�RI�SURFHGXUDO� 
IDLUQHVV��DQG�SRWHQWLDOO\�LQFUHDVH�SUH�WULDO�DFWLYLW\�WR�WKH�GHWULPHQW�RI�WKH�%RDUG¶V�JRDO� 
RI�³MXVW��VSHHG\��DQG�LQH[SHQVLYH�UHVROXWLRQ�RI�HYHU\�SURFHHGLQJ�´��6RPH�RI�WKH� 
$VVRFLDWLRQ¶V�PHPEHUV�H[SUHVVHG�GLIIHULQJ�YLHZV�DERXW�WKLV�SURSRVDO��DQG�WKH� 
$VVRFLDWLRQ�LV�DGGLWLRQDOO\�FRQFHUQHG�WKDW�QRW�DOO�VWDNHKROGHUV�PD\�KDYH�UHFRJQL]HG�WKH� 
VLJQLILFDQFH�RI�WKLV�SURSRVHG�FKDQJH�LQ�OLJKW�RI�WKH�SURPLQHQFH�JLYHQ�WR�WKH�2IILFH¶V� 
RWKHU�SURSRVDOV�LQ�VRPH�SXEOLF�GLVFXVVLRQ�RI�WKH�3URSRVHG�5XOHV���$FFRUGLQJO\��LI�WKH� 
2IILFH�GHWHUPLQHV�WR�FRQWLQXH�WR�FRQVLGHU�WKLV�SURSRVDO��WKH�$VVRFLDWLRQ�DGGLWLRQDOO\� 
UHFRPPHQGV�WKDW�LW�VKRXOG�EH�VHSDUDWHG�IURP�WKH�RWKHU�SURSRVDOV�VHW�IRUWK�DERYH��DQG� 
WKDW�IXUWKHU�GLVFXVVLRQ�DQG�FRQVLGHUDWLRQ�VKRXOG�EH�SHUPLWWHG�� 
� 

,�� ,QVWLWXWLQJ�RQ�$OO�&ODLPV�DQG�$OO�*URXQGV� 
� 
$VVRFLDWLRQ�PHPEHUV�JHQHUDOO\�VXSSRUW�WKH�2IILFH¶V�SURSRVDO�WR�DPHQG����&�)�5�� 
����������D��DQG��������D��WR�FRGLI\�WKH�%RDUG¶V�H[LVWLQJ�SUDFWLFH�DQG�VWDWH�WKDW�ZKHQ� 
WKH�%RDUG�LQVWLWXWHV�UHYLHZ��WKH�%RDUG�ZLOO�LQVWLWXWH�UHYLHZ�RI�DOO�FKDOOHQJHG�FODLPV�DQG� 
DOO�JURXQGV�RI�XQSDWHQWDELOLW\�DVVHUWHG�IRU�HDFK�FKDOOHQJHG�FODLP���$V�H[SODLQHG�LQ�WKH� 
1RWLFH��WKH�6XSUHPH�&RXUW�KHOG�LQ�SAS�WKDW�WKH�%RDUG�PD\�QRW�LQVWLWXWH�RQ�IHZHU�WKDQ� 
DOO�FKDOOHQJHG�FODLPV�LI�WKH�%RDUG�LQVWLWXWHV�UHYLHZ����,Q�DGGLWLRQ��ZKLOH�SAS�PD\�QRW� 
H[SUHVVO\�UHTXLUH�LQVWLWXWLRQ�RQ�DOO�JURXQGV�RI�XQSDWHQWDELOLW\��LQVWLWXWLQJ�RQ�DOO�JURXQGV� 
LV�JHQHUDOO\�FRQVLVWHQW�ZLWK�WKH�UHDVRQLQJ�LQ�SAS���7KH�&RXUW�H[SODLQHG�WKDW�WKH� 
SHWLWLRQHU�LV�WKH�DUFKLWHFW�RI�WKH�UHYLHZ����$�SDUW\�PD\�VHHN�DQ�,35�XQGHU����8�6�&�� 
������D��E\�ILOLQJ�D�³SHWLWLRQ�WR�LQVWLWXWH�DQ�LQWHU�SDUWHV�UHYLHZ�´�DQG�WKH�&RXUW�VWDWHG� 
WKDW�WKLV�ODQJXDJH�GRHV�QRW�³FRQWHPSODWH�D�SHWLWLRQ�WKDW�DVNV�WKH�'LUHFWRU�WR�LQLWLDWH� 
ZKDWHYHU�NLQG�RI�LQWHU�SDUWHV�UHYLHZ�KH�PLJKW�FKRRVH�´���5DWKHU��³&RQJUHVV�FKRVH�WR� 
VWUXFWXUH�D�SURFHVV�LQ�ZKLFK�LW¶V�WKH�SHWLWLRQHU��QRW�WKH�'LUHFWRU��ZKR�JHWV�WR�GHILQH�WKH� 
FRQWRXUV�RI�WKH�SURFHHGLQJ�´���$SSO\LQJ�WKH�6XSUHPH�&RXUW¶V�UHDVRQLQJ�LQ�SAS��WKH� 
&RXUW�RI�$SSHDOV�IRU�WKH�)HGHUDO�&LUFXLW�KDV�UHTXLUHG�WKH�%RDUG�WR�LQVWLWXWH�RQ�DOO� 
JURXQGV����7KH�%RDUG�KDV�WDNHQ�WKLV�DSSURDFK�VLQFH�VKRUWO\�DIWHU�WKH�6XSUHPH�&RXUW� 
GHFLGHG�SAS��DQG�WKH�&RQVROLGDWHG�7ULDO�3UDFWLFH�*XLGH�HQGRUVHV�WKLV�DSSURDFK���� 
� 
$FFRUGLQJO\��WKH�$VVRFLDWLRQ�VXEPLWV�WKDW�LQVWLWXWLQJ�RQ�DOO�FODLPV�DQG�DOO�JURXQGV�LV� 
FRQVLVWHQW�ZLWK�WKH�6XSUHPH�&RXUW¶V�GHFLVLRQ�LQ�SAS��LV�PDQGDWHG�E\�WKH�)HGHUDO� 
&LUFXLW��LV�FRQVLVWHQW�ZLWK�WKH�%RDUG¶V�SUDFWLFH�VLQFH�VKRUWO\�DIWHU�SAS��DQG��RQ�EDODQFH��� 

��������������������������������������������������������������������� 
��SAS Institute Inc. v. Iancu������6��&W����������������� 
��Id.�DW������� 
��Id.�DW������� 
��Id.�� 
��See, e.g.��AC Techs. S.A. v. Amazon.com, Inc.������)��G�������������)HG��&LU���������³$QG��ZH�KDYH�KHOG��LI�WKH� 
%RDUG�LQVWLWXWHV�DQ�,35��LW�PXVW�VLPLODUO\�DGGUHVV�DOO�JURXQGV�RI�XQSDWHQWDELOLW\�UDLVHG�E\�WKH�SHWLWLRQHU�´��� 
��See�&RQVROLGDWHG�7ULDO�3UDFWLFH�*XLGH��1RY���������DW���������� 
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3DJH��� 
SURPRWHV�HIILFLHQF\�E\�DGGUHVVLQJ�LQ�RQH�SURFHHGLQJ�DOO�FKDOOHQJHV�DVVHUWHG�LQ�D� 
SHWLWLRQ���,Q�YDULRXV�UHVSHFWV�LW�PD\�DOVR�EH�FRQVLGHUHG�WR�EHQHILW�ERWK�SHWLWLRQHUV�DQG� 
SDWHQW�RZQHUV���3HWLWLRQHUV�PD\�EHQHILW�E\�KDYLQJ�D�EURDGHU�VFRSH�RI�FKDOOHQJHV�WKH\� 
KDYH�SURSRVHG�EHFRPH�SDUW�RI�WKH�WULDO��SRWHQWLDOO\�LQFUHDVLQJ�WKH�OLNHOLKRRG�RI�VXFFHVV��� 
3DWHQW�RZQHUV�PD\�EHQHILW�EHFDXVH��WR�WKH�H[WHQW�WKDW�VRPH�FRXUWV�KHOG�WKDW�XQLQVWLWXWHG� 
JURXQGV�ZHUH�QRW�VXEMHFW�WR�HVWRSSHO�XQGHU����8�6�&��������H���LQVWLWXWLQJ�UHYLHZ�RI�DOO� 
JURXQGV�RI�XQSDWHQWDELOLW\�PD\�OHDG�WR�D�EURDGHU�VFRSH�RI�HVWRSSHO�LI�WKH�SDWHQW�RZQHU� 
SUHYDLOV�LQ�DQ�LQVWLWXWHG�WULDO���$V�VXFK��LQ�OLJKW�RI�WKHVH�FRXUW�UXOLQJV�DQG�WKH�%RDUG¶V� 
H[LVWLQJ�SUDFWLFH�DIWHU�SAS��LQVWLWXWLQJ�UHYLHZ�RQ�DOO�FODLPV�DQG�DOO�JURXQGV�PD\�VWULNH�D� 
EDODQFH�WKDW�KHOSV�DFKLHYH�WKH�&RQJUHVVLRQDO�REMHFWLYH�RI�SURYLGLQJ�D�IDLU�� 
FRPSUHKHQVLYH��DQG�HIILFLHQW�DOWHUQDWLYH�WR�GLVWULFW�FRXUW�OLWLJDWLRQ���DQG�FRQILUPLQJ�WKLV� 
ZLWK�WKH�2IILFH¶V�SURSRVDO�PD\�KHOS�SURPRWH�FODULW\�� 
� 

� 

,,�� $XWKRUL]LQJ�WKH�3DUWLHV�WR�$GGUHVV�,VVXHV�5DLVHG�LQ�WKH�,QVWLWXWLRQ� 
'HFLVLRQ�� 

7KH�$VVRFLDWLRQ�JHQHUDOO\�VXSSRUWV�WKH�2IILFH¶V�SURSRVDO�WR�DPHQG����&�)�5����������E�� 
WR�FRGLI\�LWV�H[LVWLQJ�SUDFWLFH�RI�SHUPLWWLQJ�SHWLWLRQHUV�WR�DGGUHVV�LVVXHV�UDLVHG�LQ�DQ� 
LQVWLWXWLRQ�GHFLVLRQ�LQ�D�SHWLWLRQHU�UHSO\���6LPLODUO\��WKH�$VVRFLDWLRQ�VXSSRUWV�WKH� 
2IILFH¶V�SURSRVDO�WR�DPHQG����&�)�5������������DQG��������WR�FRGLI\�LWV�H[LVWLQJ� 
SUDFWLFH�RI�SHUPLWWLQJ�SDWHQW�RZQHUV�WR�DGGUHVV�LVVXHV�UDLVHG�LQ�DQ�LQVWLWXWLRQ�GHFLVLRQ�LQ� 
D�SDWHQW�RZQHU�UHVSRQVH���,Q�YLHZ�RI�WKH�2IILFH¶V�SURSRVDO�WR�PRGLI\�WKH�UXOHV�WR�UHTXLUH� 
LQVWLWXWLRQ�RQ�DOO�FODLPV�DQG�DOO�JURXQGV��LI�WKH�%RDUG�LQVWLWXWHV�UHYLHZ��DXWKRUL]LQJ�WKH� 
SDUWLHV�WR�DGGUHVV�LVVXHV�GLVFXVVHG�LQ�WKH�LQVWLWXWLRQ�GHFLVLRQ��ZKLOH�OLPLWLQJ�ZKDW�QHZ� 
HYLGHQFH�DQG�DUJXPHQWV�PD\�EH�LQWURGXFHG��PD\�OHDG�WR�GHYHORSLQJ�D�PRUH�FRPSOHWH� 
UHFRUG�RI�WKH�SDUWLHV¶�SRVLWLRQV�IRU�WKH�%RDUG�WR�UHYLHZ�LQ�SUHSDULQJ�D�ILQDO�ZULWWHQ� 
GHFLVLRQ��ZKLOH�SURWHFWLQJ�SURFHGXUDO�IDLUQHVV�IRU�ERWK�VLGHV������ 
� 

,,,�� $XWKRUL]LQJ�6XU�5HSOLHV�WR�3ULQFLSDO�%ULHIV� 
� 
7KH�$VVRFLDWLRQ�JHQHUDOO\�VXSSRUWV�WKH�2IILFH¶V�SURSRVDO�WR�SHUPLW�VXU�UHSOLHV�LQ� 
UHVSRQVH�WR�SULQFLSDO�EULHIV��ZKLFK�LV�WKH�%RDUG¶V�FXUUHQW�SUDFWLFH����:KLOH�SDWHQW�RZQHU� 
VXU�UHSOLHV�WR�SHWLWLRQHU�UHSOLHV�JR�DJDLQVW�WKH�JHQHUDO�IUDPHZRUN�RI�JLYLQJ�WKH�SDUW\� 
ZLWK�WKH�EXUGHQ�RI�SURRI�WKH�ODVW�ZRUG���SDWHQW�RZQHUV�ZHUH�DOUHDG\�SHUPLWWHG�WKH� 
RSSRUWXQLW\�WR�ILOH�PRUH�FRQVWUDLQHG�REVHUYDWLRQV�RQ�FURVV�H[DPLQDWLRQ�WHVWLPRQ\��DQG� 
RQ�EDODQFH��OHVV�FRQVWUDLQHG�VXU�UHSOLHV�PD\�SURPRWH�IDLUQHVV�LQ�$,$�WULDOV�E\� 
SHUPLWWLQJ�SDWHQW�RZQHUV�WR�UHVSRQG�WR�DUJXPHQWV�DQG�RU�HYLGHQFH�SUHVHQWHG�LQ�D� 
SHWLWLRQHU�UHSO\�DUJXLQJ�XQSDWHQWDELOLW\�RI�WKH�SDWHQW�DW�LVVXH���7KHUHIRUH��FRGLI\LQJ�WKH� 
FXUUHQW�SUDFWLFH�RI�SHUPLWWLQJ�SDWHQW�RZQHU�VXU�UHSOLHV�WR�SHWLWLRQHU�UHSOLHV�UDWKHU�WKDQ� 
VXEPLWWLQJ�REVHUYDWLRQV�RQ�FURVV�H[DPLQDWLRQ�PD\�UHGXFH�FRQFHUQV�WKDW�WKH�SDWHQW� 

��������������������������������������������������������������������� 
��See�id��DW�����FLWLQJ�+�5��5HS��1R����������SW�����DW�����������������8�6�&�&�$�1������������� 
��See id���DW���������� 
��7KH�EXUGHQ�RI�SHUVXDVLRQ�WR�GHPRQVWUDWH�XQSDWHQWDELOLW\�RI�WKH�FKDOOHQJHG�FODLPV�UHPDLQV�ZLWK�WKH�SHWLWLRQHU� 
WKURXJKRXW�DQ�$,$�WULDO���See�Dynamic Drinkware, LLC v. Nat’l Graphics, Inc.������)��G������������� )HG��&LU�� 
���� ��In re Magnum Oil Tools Int’l, Ltd.������)��G�������������)HG��&LU��������� 
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3DJH��� 
RZQHU�GLG�QRW�KDYH�DSSURSULDWH�QRWLFH�RI�RU�D�PHDQLQJIXO�RSSRUWXQLW\�WR�UHVSRQG�WR�WKH� 
DUJXPHQWV�DQG�RU�HYLGHQFH�SUHVHQWHG�LQ�D�SHWLWLRQHU¶V�UHSO\���6XU�UHSOLHV�DUH�WKHUHIRUH� 
SUHIHUDEOH�WR�WKH�SUHYLRXV�SURFHGXUH�RI�DXWKRUL]LQJ�D�SDWHQW�RZQHU�WR�ILOH�PRUH� 
FRQVWUDLQHG�REVHUYDWLRQV�RQ�FURVV�H[DPLQDWLRQ�WHVWLPRQ\���/LNHZLVH��WKH�$VVRFLDWLRQ� 
VXSSRUWV�JUDQWLQJ�SHWLWLRQHUV�DXWKRUL]DWLRQ�WR�ILOH�D�VXU�UHSO\�LQ�UHVSRQVH�WR�D�SDWHQW� 
RZQHU¶V�UHSO\�WR�DQ�RSSRVLWLRQ�WR�D�PRWLRQ�WR�DPHQG��VLQFH�SHWLWLRQHUV�JHQHUDOO\�KDYH� 
WKH�EXUGHQ�RI�SHUVXDVLRQ�WR�VKRZ�WKDW�SURSRVHG�VXEVWLWXWH�FODLPV�DUH�XQSDWHQWDEOH����� 
7KH�$VVRFLDWLRQ�IXUWKHU�XQGHUVWDQGV�WKDW�WKH�%RDUG¶V�UXOHV�SHUPLW�HLWKHU�SDUW\�WR�VHHN� 
SHUPLVVLRQ�IRU�DGGLWLRQDO�VXEPLVVLRQV�LQ�DSSURSULDWH�FLUFXPVWDQFHV�RQ�D�FDVH�E\�FDVH� 
EDVLV�� 

,W�DSSHDUV�WKDW�WKH�2IILFH�LQWHQGHG�IRU�WKH�3URSRVHG�5XOHV�WR�DXWKRUL]H�VXU�UHSOLHV�� 
VWDWLQJ�WKDW�³WKH�2IILFH�LV�SURSRVLQJ�WR�DPHQG�>FHUWDLQ�UHJXODWLRQV@�WR�SHUPLW�������VXU� 
UHSOLHV�WR�SULQFLSDO�EULHIV��L�H���WR�D�UHSO\�WR�D�SDWHQW�RZQHU�UHVSRQVH�RU�WR�D�UHSO\�WR�DQ� 
RSSRVLWLRQ�WR�D�PRWLRQ�WR�DPHQG��´����+RZHYHU��WKH�3URSRVHG�5XOHV�GR�QRW�H[SUHVVO\� 
DXWKRUL]H�VXU�UHSOLHV�DV�D�PDWWHU�RI�ULJKW���7KH�SURSRVHG�DPHQGPHQWV�WR����&�)�5�� 
���������DQG�������RQO\�VHW�IRUWK�UHTXLUHPHQWV�IRU�D�VXU�UHSO\�if one is filed���6LQFH�WKH� 
3URSRVHG�5XOHV�GR�QRW�H[SUHVVO\�DXWKRUL]H�WKH�ILOLQJ�RI�D�VXU�UHSO\��WKHUH�PD\�EH� 
XQFHUWDLQW\�RYHU�ZKHWKHU�D�SDWHQW�RZQHU�LV�DXWKRUL]HG�WR�ILOH�D�VXU�UHSO\�LQ�HDFK� 
SURFHHGLQJ��LQFOXGLQJ�ZKHWKHU�WKH�SDWHQW�RZQHU�PXVW�UHTXHVW�SULRU�DXWKRUL]DWLRQ��� 
/LNHZLVH��WKHUH�PD\�EH�XQFHUWDLQW\�RYHU�ZKHWKHU�D�SHWLWLRQHU�ZRXOG�EH�DXWKRUL]HG�WR�ILOH� 
D�VXU�UHSO\�LQ�UHVSRQVH�WR�D�SDWHQW�RZQHU¶V�UHSO\�WR�DQ�RSSRVLWLRQ�WR�D�PRWLRQ�WR�DPHQG��� 
8QGHU�FXUUHQW�SUDFWLFH��WKH�%RDUG¶V�VFKHGXOLQJ�RUGHUV�UHJXODUO\�DXWKRUL]H�VXU�UHSOLHV��VR� 
LW�PD\�EH�XQQHFHVVDU\�WR�H[SUHVVO\�DXWKRUL]H�WKHP�E\�UXOH���+RZHYHU��LI�WKH�UXOH�GRHV� 
QRW�SURYLGH�H[SUHVV�DXWKRUL]DWLRQ��WKHQ�SDQHOV�PD\�GHYLDWH�IURP�WKH�QRUP�DQG�SURYLGH�D� 
VFKHGXOLQJ�RUGHU�WKDW�GRHV�QRW�SHUPLW�D�VXU�UHSO\���7KHUHIRUH��RQ�EDODQFH��WKH� 
$VVRFLDWLRQ�UHFRPPHQGV�WKDW�WKH�2IILFH�UHYLVH�WKH�3URSRVHG�5XOHV�WR�expressly� 
DXWKRUL]H�WKH�ILOLQJ�RI�D�VXU�UHSO\�LQ�UHVSRQVH�WR�����D�SHWLWLRQHU�UHSO\�WR�D�SDWHQW�RZQHU� 
UHVSRQVH��DQG�����D�SDWHQW�RZQHU�UHSO\�LQ�UHVSRQVH�WR�D�SHWLWLRQHU¶V�RSSRVLWLRQ�WR�D� 
PRWLRQ�WR�DPHQG���'RLQJ�VR�ZLOO�SURYLGH�JUHDWHU�FODULW\�WR�SUDFWLWLRQHUV���$OWKRXJK�VXU� 
UHSOLHV�DUH�QRW�DXWKRUL]HG�E\�VWDWXWH��WKH�2IILFH�KDV�SOHQDU\�DXWKRULW\�IRU�UHJXODWLRQV� 
³JRYHUQLQJ�LQWHU�SDUWHV�UHYLHZ�´����7KH�$VVRFLDWLRQ�EHOLHYHV�WKDW�DXWKRUL]LQJ�VXU�UHSOLHV� 
LQ�WKH�SURSRVHG�PDQQHU�IDOOV�ZLWKLQ�WKLV�VWDWXWRU\�DXWKRUL]DWLRQ�������� 

,Q�DGGLWLRQ��VRPH�$VVRFLDWLRQ�PHPEHUV�H[SUHVVHG�FRQFHUQ�WKDW�WKHUH�LV�D�SRWHQWLDO� 
DPELJXLW\�LQ�WKH�3URSRVHG�5XOHV�ZLWK�UHVSHFW�WR�ZKHWKHU�QHZ�HYLGHQFH�PD\�EH� 
VXEPLWWHG�ZLWK�D�VXU�UHSO\���8QGHU�FXUUHQW�SUDFWLFH��D�SDWHQW�RZQHU�PD\�QRW�VXEPLW�QHZ� 
HYLGHQFH�ZLWK�D�VXU�UHSO\��RWKHU�WKDQ�GHSRVLWLRQ�WUDQVFULSWV�RI�WKH�FURVV�H[DPLQDWLRQ�RI�D� 

��������������������������������������������������������������������� 
���See�Aqua Prods., Inc. v. Matal������)��G�������)HG�&LU�������� HQ�EDQF ����7KH�$VVRFLDWLRQ�DOVR�UHFRJQL]HV�WKH� 
)HGHUDO�&LUFXLW¶V�UHFHQW�KROGLQJ�WKDW�WKH�%RDUG�PD\�FUDIW�LWV�RZQ�UHMHFWLRQ�RI�SURSRVHG�VXEVWLWXWH�FODLPV�EDVHG�RQ� 
WKH�HYLGHQFH�RI�UHFRUG���Nike, Inc. v. Adidas AG������)��G���������)HG��&LU���������³:H�KROG�WRGD\�WKDW�WKH�%RDUG� 
PD\�VXD�VSRQWH�LGHQWLI\�D�SDWHQWDELOLW\�LVVXH�IRU�D�SURSRVHG�VXEVWLWXWH�FODLP�EDVHG�RQ�WKH�SULRU�DUW�RI�UHFRUG���,I�WKH� 
%RDUG�VXD�VSRQWH�LGHQWLILHV�D�SDWHQWDELOLW\�LVVXH�IRU�D�SURSRVHG�VXEVWLWXWH�FODLP��KRZHYHU��LW�PXVW�SURYLGH�QRWLFH�RI� 
WKH�LVVXH�DQG�DQ�RSSRUWXQLW\�IRU�WKH�SDUWLHV�WR�UHVSRQG�EHIRUH�LVVXLQJ�D�ILQDO�GHFLVLRQ�XQGHU����8�6�&��������D��´��� 
������)HG��5HJ��DW���������
������8�6�&�������� D��� ��see also id�������� D��� ��� 

� 
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ZZZ�SWDEEDU�RUJ� 



3DJH��� 
UHSO\�ZLWQHVV�����6RPH�$VVRFLDWLRQ�PHPEHUV�H[SUHVVHG�FRQFHUQ�WKDW�QRW�LQFOXGLQJ�DQ� 
H[SUHVV�SURKLELWLRQ�LQ�WKH�UXOHV�DJDLQVW�QHZ�HYLGHQFH�ZLWK�VXU�UHSOLHV��RWKHU�WKDQ� 
GHSRVLWLRQ�WUDQVFULSWV�RI�WKH�FURVV�H[DPLQDWLRQ�RI�D�UHSO\�ZLWQHVV��KDV�OHG�VRPH�%RDUG� 
SDQHOV�WR�SHUPLW�DGGLWLRQDO�HYLGHQFH�WR�ZKLFK�D�SHWLWLRQHU�KDV�QR�RSSRUWXQLW\�WR� 
UHVSRQG���7KHVH�$VVRFLDWLRQ�PHPEHUV�H[SUHVVHG�FRQFHUQ�WKDW�QRW�VSHFLI\LQJ��E\�UXOH��D� 
OLPLWDWLRQ�RQ�QHZ�HYLGHQFH�ZLWK�VXU�UHSOLHV�PD\�OHDG�WR�JDPHVPDQVKLS��DQ�LQFUHDVH�LQ� 
SURFHHGLQJ�FRVWV��DQG�D�SHUFHSWLRQ�RI�XQIDLUQHVV�� 
� 
2WKHU�$VVRFLDWLRQ�PHPEHUV�VXJJHVWHG�WKDW��LI�D�SDWHQW�RZQHU�GHVLUHV�WR�LQWURGXFH� 
DGGLWLRQDO�HYLGHQFH�ZLWK�D�VXU�UHSO\�EH\RQG�GHSRVLWLRQ�WUDQVFULSWV�RI�WKH�FURVV� 
H[DPLQDWLRQ�RI�D�UHSO\�ZLWQHVV� �H�J���D�QHZ�H[KLELW�GLVFXVVHG�DW�WKH�GHSRVLWLRQ�RI�D�UHSO\� 
ZLWQHVV���WKH�%RDUG�PD\�DXWKRUL]H�WKH�ILOLQJ�LQ�OLPLWHG�FLUFXPVWDQFHV�DQG�LQ�WKH�LQWHUHVWV� 
RI�MXVWLFH���� 
� 
,Q�YLHZ�RI�WKHVH�FRQFHUQV��WKH�$VVRFLDWLRQ�UHFRPPHQGV�WKDW�WKH�2IILFH�UHYLVH�SURSRVHG� 
���&�)�5����������WR�H[SUHVVO\�DXWKRUL]H�WKH�ILOLQJ�RI�D�VXU�UHSO\��DQG�WR�SURKLELW�WKH� 
LQWURGXFWLRQ�RI�QHZ�HYLGHQFH�LQ�D�VXU�UHSO\��RWKHU�WKDQ�GHSRVLWLRQ�WUDQVFULSWV�RI�WKH� 
FURVV�H[DPLQDWLRQ�RI�D�UHSO\�ZLWQHVV��XQOHVV�WKH�LQWURGXFWLRQ�RI�WKH�QHZ�HYLGHQFH�ZLWK�D� 
VXU�UHSO\�LV�UHTXLUHG�LQ�WKH�LQWHUHVWV�RI�MXVWLFH�DQG�WKH�SURSRQHQW�RI�WKH�QHZ�HYLGHQFH� 
REWDLQV�SULRU�DXWKRUL]DWLRQ�IURP�WKH�%RDUG���$FFRUGLQJO\��WKH�$VVRFLDWLRQ�UHFRPPHQGV� 
WKDW�WKH�2IILFH�UHYLVH�SURSRVHG����&�)�5��������E��DV�IROORZV���������� 
� 

���&�)�5������������2SSRVLWLRQV��UHSOLHV��DQG�VXU�UHSOLHV� 
������������������������������� 
�E��$OO�DUJXPHQWV�IRU�WKH�UHOLHI�UHTXHVWHG�LQ�D�PRWLRQ�PXVW�EH�PDGH�LQ� 
WKH�PRWLRQ��$�UHSO\�PD\�RQO\�UHVSRQG�WR�DUJXPHQWV�UDLVHG�LQ�WKH� 
FRUUHVSRQGLQJ�RSSRVLWLRQ��SDWHQW�RZQHU�SUHOLPLQDU\�UHVSRQVH��SDWHQW� 
RZQHU�UHVSRQVH��RU�GHFLVLRQ�RQ�LQVWLWXWLRQ���$�SDWHQW�RZQHU�PD\�ILOH�D� 
VXU�UHSO\�LQ�UHVSRQVH�WR�D�UHSO\�WR�D�SDWHQW�RZQHU�UHVSRQVH���$�SHWLWLRQHU� 
PD\�ILOH�D�VXU�UHSO\�LQ�UHVSRQVH�WR�D�UHSO\�WR�DQ�RSSRVLWLRQ�WR�D�PRWLRQ�WR� 
DPHQG���$�VXU�UHSO\�PD\�RQO\�UHVSRQG�WR�DUJXPHQWV�UDLVHG�LQ�WKH� 
FRUUHVSRQGLQJ�UHSO\���1HZ�HYLGHQFH��RWKHU�WKDQ�GHSRVLWLRQ�WUDQVFULSWV�RI� 
WKH�FURVV�H[DPLQDWLRQ�RI�DQ\�UHSO\�ZLWQHVV��PD\�QRW�EH�VXEPLWWHG�ZLWK�D� 
VXU�UHSO\�XQOHVV�WKH�%RDUG�DXWKRUL]HV�WKH�VXEPLVVLRQ�RI�VXFK�QHZ� 
HYLGHQFH�LQ�DGYDQFH�EDVHG�RQ�D�VKRZLQJ�WKDW�FRQVLGHULQJ�WKH�QHZ� 
HYLGHQFH�ZRXOG�EH�LQ�WKH�LQWHUHVWV�RI�MXVWLFH����� 

�� 
,9�� (OLPLQDWLQJ�WKH�3UHVXPSWLRQ�LQ�)DYRU�RI�WKH�3HWLWLRQHU�DW�,QVWLWXWLRQ� 

:KHQ�7KHUH�LV�D�*HQXLQH�,VVXH�RI�0DWHULDO�)DFW�&DXVHG�E\�&RQIOLFWLQJ� 
7HVWLPRQLDO�(YLGHQFH�� 

� 
,Q�WKH�GLVFXVVLRQV�ZH�ZHUH�DEOH�WR�FRQGXFW�GXULQJ�WKH�SURYLGHG����GD\�FRPPHQW�SHULRG�� 
$VVRFLDWLRQ�PHPEHUV�H[SUHVVHG�GLIIHULQJ�YLHZV�DERXW�WKH�2IILFH¶V�SURSRVDO�WR�HOLPLQDWH� 
WKH�SUHVXPSWLRQ�LQ�IDYRU�RI�WKH�SHWLWLRQHU¶V�WHVWLPRQLDO�HYLGHQFH�DW�WKH�LQVWLWXWLRQ�VWDJH� 

��������������������������������������������������������������������� 
���See�&RQVROLGDWHG�7ULDO�3UDFWLFH�*XLGH��DW����� 

� 
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�

3DJH��� 
ZKHQ�WKHUH�LV�D�GLVSXWH�RI�PDWHULDO�IDFW�FDXVHG�E\�WKH�SDUWLHV¶�WHVWLPRQLDO�HYLGHQFH��� 
:KLOH�VRPH�PHPEHUV�LQ�WKHVH�GLVFXVVLRQV�VXSSRUWHG�PRGLI\LQJ�WKH�SUHVXPSWLRQ�WR� 
SHUPLW�WKH�%RDUG�WR�FUHGLW�RQH�SDUW\¶V�FRQIOLFWLQJ�HYLGHQFH�RYHU�WKH�RWKHU¶V�DW� 
LQVWLWXWLRQ��D�VLJQLILFDQW�PDMRULW\�RI�PHPEHUV�LQ�WKHVH�GLVFXVVLRQV�VWURQJO\�IDYRUHG� 
UHWDLQLQJ�WKH�SUHVXPSWLRQ�IRU�WKH�UHDVRQV�RI�IDLUQHVV�VXPPDUL]HG�EHORZ�� 
� 
7KRVH�ZKR�IDYRUHG�UHWDLQLQJ�WKH�SUHVXPSWLRQ�H[SUHVVHG�IDLUQHVV�FRQFHUQV�EHFDXVH� 
SDWHQW�RZQHUV�DQG�SHWLWLRQHUV�DUH�QRW�VLPLODUO\�VLWXDWHG�DW�WKH�LQVWLWXWLRQ�VWDJH���,I�WKH� 
%RDUG�GHFLGHV�WR�FUHGLW�D�SDWHQW�RZQHU¶V�WHVWLPRQLDO�HYLGHQFH�WKDW�FRQIOLFWV�ZLWK�D� 
SHWLWLRQHU¶V�WHVWLPRQLDO�HYLGHQFH��ZKHQ�QHLWKHU�SDUW\¶V�HYLGHQFH�KDV�EHHQ�VXEMHFW�WR� 
FURVV�H[DPLQDWLRQ��LW�PD\�GHQ\�LQVWLWXWLRQ�DQG�WKLV�GHQLDO�LV�JHQHUDOO\�QRW�DSSHDODEOH����� 
7KH�FDVH�WKHUHIRUH�HQGV�EHIRUH�WULDO�HYHQ�ZKHQ�WKH�SDWHQW�RZQHU¶V�WHVWLPRQ\��ZLWK� 
FURVV�H[DPLQDWLRQ�DQG�UHEXWWDO�HYLGHQFH��PLJKW�KDYH�EHHQ�VKRZQ�WR�EH�YXOQHUDEOH�RU� 
XQVXSSRUWDEOH���,I�WKH�%RDUG�FUHGLWV�D�SHWLWLRQHU¶V�WHVWLPRQ\��KRZHYHU��WKH�%RDUG�PD\� 
LQVWLWXWH�D�WULDO�DQG�WKH�SDWHQW�RZQHU�ZLOO�KDYH�WKH�RSSRUWXQLW\�WR�H[SRVH�GHILFLHQFLHV�LQ� 
WKH�WHVWLPRQ\�YLD�FURVV�H[DPLQDWLRQ���7KH�2IILFH�UHFRJQL]HG�WKLV�GLVWLQFWLRQ�ZKHQ�LW� 
HQDFWHG�FXUUHQW����&�)�5������������F��DQG��������F���H[SODLQLQJ�WKDW�³EHFDXVH�D�GHQLDO� 
RI�LQVWLWXWLRQ�LV�D�ILQDO��QRQ�DSSHDODEOH�GHFLVLRQ��deciding disputed factual issues in 
favor of the patent owner when a petitioner has not had the opportunity to cross-
examine patent owner’s declarant is�inappropriate and contrary to the statutory 
framework of the AIA review�´����$FFRUGLQJ�WR�D�VLJQLILFDQW�PDMRULW\�RI�$VVRFLDWLRQ� 
PHPEHUV�SDUWLFLSDWLQJ�LQ�GLVFXVVLRQV�RI�WKLV�SURSRVHG�FKDQJH��WKLV�UDWLRQDOH�VWLOO�KROGV� 
WUXH�WRGD\�VR�WKH�SUHVXPSWLRQ�VKRXOG�FRQWLQXH���� 
� 
6RPH�RI�WKHVH�$VVRFLDWLRQ�PHPEHUV�DOVR�H[SUHVVHG�IDLUQHVV�FRQFHUQV�EHFDXVH�WKH� 
2IILFH�SHUPLWV�D�SDWHQW�RZQHU�WR�ZLWKGUDZ�SUH�LQVWLWXWLRQ�ZLWQHVV�WHVWLPRQ\�LI�WKH�%RDUG� 
LQVWLWXWHV�UHYLHZ��LQ�ZKLFK�FDVH�WKH�SDWHQW�RZQHU¶V�ZLWQHVV�ZRXOG�QRW�EH�VXEMHFW�WR� 
FURVV�H[DPLQDWLRQ�����7KXV��D�SDWHQW�RZQHU�PD\�EH�LQFHQWLYL]HG�WR�LQWURGXFH�SRWHQWLDOO\� 
YXOQHUDEOH��OHVV�VXSSRUWDEOH�WHVWLPRQ\�SULRU�WR�LQVWLWXWLRQ�EHFDXVH�WKH�XSVLGH�LV�D�GHQLDO� 
RI�LQVWLWXWLRQ�ZKLOH�WKH�GRZQVLGH�LV�OLPLWHG�EHFDXVH�WKH�SDWHQW�RZQHU�FDQ�ZLWKGUDZ�WKH� 
FRQWHVWDEOH�WHVWLPRQ\�LI�WKH�%RDUG�LQVWLWXWHV�UHYLHZ�� 
� 
2WKHU�$VVRFLDWLRQ�PHPEHUV�JHQHUDOO\�VXSSRUWHG�WKH�%RDUG�ZHLJKLQJ�WKH�SDUWLHV¶� 
WHVWLPRQLDO�HYLGHQFH�DW�WKH�LQVWLWXWLRQ�VWDJH���7KHVH�PHPEHUV�VXEPLW�WKDW�WKH�%RDUG�� 
ZKRVH�-XGJHV�PD\�KDYH�SHUWLQHQW�LQGHSHQGHQW�H[SHUWLVH��LV�DGHTXDWHO\�SRVLWLRQHG�WR� 
HYDOXDWH�WKH�FUHGLELOLW\�RI�WKH�SUH�LQVWLWXWLRQ�WHVWLPRQ\�DQG�WKDW�LW�VKRXOG�GR�VR�ZLWKRXW�D� 
IRUPDO�SUHVXPSWLRQ�UHTXLULQJ�FUHGLWLQJ�WKH�SHWLWLRQHU¶V�WHVWLPRQ\���6RPH�RI�WKHVH� 

��������������������������������������������������������������������� 
������8�6�&���������G�������G ��� 
������)HG��5HJ����������������$SU��������� ���HPSKDVLV�DGGHG ��see also�id��DW��������WKH�2IILFH�H[SODLQHG�WKDW�WKH� 
SUHVXPSWLRQ�³SUHVHUYH>V@�SHWLWLRQHU¶V�ULJKW�WR�FKDOOHQJH�VWDWHPHQWV�PDGH�E\�WKH�SDWHQW�RZQHU¶V�GHFODUDQW�´�EHFDXVH� 
WKH�VKRUW�WLPHOLQH�IRU�LVVXLQJ�DQ�LQVWLWXWLRQ�GHFLVLRQ�DIWHU�D�SUHOLPLQDU\�UHVSRQVH�JHQHUDOO\�³GRHV�QRW�JHQHUDOO\�DOORZ� 
IRU�FURVV�H[DPLQDWLRQ�RI�D�GHFODUDQW�EHIRUH�LQVWLWXWLRQ�DV�RI�ULJKW��QRU�IRU�WKH�SHWLWLRQHU�WR�ILOH�D�UHSO\�EULHI�DV�RI� 
ULJKW�´� ��� 
���See�&RQVROLGDWHG�7ULDO�3UDFWLFH�*XLGH�DW�����³,I�D�WULDO�LV�LQVWLWXWHG��D�SDWHQW�RZQHU�PD\�FKRRVH�QRW�WR�UHO\�RQ� 
WHVWLPRQ\�VXEPLWWHG�ZLWK�WKH�SUHOLPLQDU\�UHVSRQVH«,I�D�SDWHQW�RZQHU�ZLWKGUDZV�D�GHFODUDWLRQ�VXEPLWWHG�ZLWK�LWV� 
SUHOLPLQDU\�UHVSRQVH��WKDW�GHFODUDQW�ZLOO�XVXDOO\�QRW�EH�VXEMHFW�WR�GHSRVLWLRQ�RQ�WKH�ZLWKGUDZQ�GHFODUDWLRQ�´��� 
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3DJH��� 
PHPEHUV�DOVR�QRWHG�WKDW�WKH�SUHVXPSWLRQ�LV�QRW�LPSRVHG�E\�VWDWXWH��WKDW�QHLWKHU�VLGH¶V� 
GHFODUDQWV�DUH�QRUPDOO\�FURVV�H[DPLQHG�DW�WKH�LQVWLWXWLRQ�VWDJH��DQG�WKDW�WKH�FXUUHQW� 
SUHVXPSWLRQ�PD\�GLVFRXUDJH�SDWHQW�RZQHUV�IURP�VXEPLWWLQJ�FRQIOLFWLQJ�HYLGHQFH�DW� 
LQVWLWXWLRQ��JLYHQ�WKDW�GLVSXWHG�IDFWXDO�LVVXHV�ZLOO�EH�UHVROYHG�LQ�IDYRU�RI�LQVWLWXWLQJ�WKH� 
SHWLWLRQ��� 
� 
:KLOH�WKHVH�PHPEHUV�EHOLHYH�WKDW�D�IDLU�ZHLJKLQJ�RI�WKH�WRWDOLW\�RI�WKH�HYLGHQFH�LV� 
LPSRUWDQW��VRPH�DUH�DOVR�FRQFHUQHG�WKDW�LI�WKH�2IILFH�HOLPLQDWHV�WKH�SUHVXPSWLRQ��WKH� 
2IILFH�PD\�FRQVLGHU�JUDQWLQJ�SHWLWLRQHUV�DGGLWLRQDO�SUH�LQVWLWXWLRQ�EULHILQJ�WR�DGGUHVV� 
DOOHJHGO\�FRQIOLFWLQJ�WHVWLPRQLDO�HYLGHQFH��RU�WKDW�SUH�LQVWLWXWLRQ�GHSRVLWLRQV�RI� 
ZLWQHVVHV�PLJKW�EH�PRUH�OLNHO\�WR�EH�FRQVLGHUHG���$FFRUGLQJO\��VRPH�PHPEHUV�DUH� 
FRQFHUQHG�WKDW��LI�WKH�2IILFH�HOLPLQDWHV�WKH�SUHVXPSWLRQ��SUH�LQVWLWXWLRQ�FRVWV�PD\�ULVH� 
DQG�LW�FRXOG�FUHDWH�JUHDWHU�EXUGHQV�RQ�WKH�%RDUG�DQG�WKH�SDUWLHV�EHIRUH�LQVWLWXWLRQ�� 
� 
,Q�FRQVLGHUDWLRQ�RI�DOO�RI�WKH�SRLQWV�GLVFXVVHG�DERYH��DW�WKLV�WLPH�WKH�$VVRFLDWLRQ� 
EHOLHYHV�WKLV�SURSRVDO�UDLVHV�VLJQLILFDQW�SURFHGXUDO�IDLUQHVV�FRQFHUQV�DQG�WKXV�RSSRVHV� 
WKH�SURSRVDO���$V�QRWHG�DERYH��LQ�WKH����GD\�SHULRG�DYDLODEOH�IRU�GLVFXVVLRQ��VRPH�RI�WKH� 
$VVRFLDWLRQ¶V�PHPEHUV�H[SUHVVHG�GLIIHULQJ�YLHZV�RQ�WKLV�SURSRVDO��DQG�WKH�$VVRFLDWLRQ� 
LV�DGGLWLRQDOO\�DSSUHKHQVLYH�WKDW�QRW�DOO�VWDNHKROGHUV�PD\�KDYH�UHFRJQL]HG�LWV� 
VLJQLILFDQFH�LQ�OLJKW�RI�WKH�SURPLQHQFH�JLYHQ�WR�WKH�2IILFH¶V�RWKHU�SURSRVDOV��GLVFXVVHG� 
DERYH��LQ�VRPH�SXEOLF�GLVFXVVLRQ�RI�WKH�3URSRVHG�5XOHV���,Q�OLJKW�RI�WKH�IRUHJRLQJ��WR� 
WKH�H[WHQW�WKH�2IILFH�GHWHUPLQHV�WR�FRQWLQXH�WR�FRQVLGHU�WKLV�SURSRVDO��WKH�$VVRFLDWLRQ� 
UHVSHFWIXOO\�UHFRPPHQGV�WKDW�WKH�2IILFH�VHSDUDWH�WKLV�SURSRVDO�IURP�WKH�RWKHU�SURSRVDOV� 
VHW�IRUWK�DERYH�DQG�SURYLGH�DGGLWLRQDO�WLPH�WR�SHUPLW�IXUWKHU�GLVFXVVLRQ�DQG� 
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7KH�$VVRFLDWLRQ�DQG�LWV�PHPEHUV�DUH�FRPPLWWHG�WR�LPSURYLQJ�DOO�DVSHFWV�RI�37$%� 
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