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INTRODUCTION

INTRODUCTION

The primary purpose of this manual is to provide stakeholders with basic information generally useful for
litigating inter partes (trial) cases before the Trademark Trial and Appeal Board. The manual does not modify,
amend, or serve as a substitute for any existing statutes, rules, or decisional law and is not binding upon the
Board, its reviewing tribunals, the Director, or the USPTO. Cf., In re Wine Society of America Inc., 12
USPQ2d 1139 (TTAB 1989). Rather, the manual describes current practice and procedure under the applicable
authority and incorporates amendments to the Trademark Act, Trademark Rules of Practice, Federal Rules,
and updates in case law, where applicable, as of March 3, 2023. This manual contains links to a
USPTO-created compilation of the Trademark Act and Trademark Rules of Practice that was created for
the public’s convenience and is not meant to serve as an official legal source. Those using that compilation
for legal research should verify their results against the most current official printed editions of the Code of
Federal Regulations and United States Code, published Public Laws, and the daily Federal Register, as
applicable. The guidelines set forth in the manual do not have the force and effect of law. They have been
developed as a matter of internal office management and are not intended to create any right or benefit,
substantive or procedural, enforceable by any party against the Office.

The manual is devoted primarily to opposition and cancellation proceedings, the two most common types
of trial proceedings before the Board. Nonetheless, the manual includes a chapter of general information
useful for all proceedings and chapters on interference proceedings, concurrent use proceedings, ex parte
appeals of applications to the Board, and ex parte appeals of registrations to the Board. Updates this year
are moderate, largely incorporating relevant case law reflected in TTAB precedential decisions and related
court decisions.

The manual is updated periodically.

The manual isintended for use by all members of the public, including those seeking general information
about Board proceedings, those involved in aBoard proceeding, and those not represented by legal counsel,
aswell as by attorneys and legal professionals. In acknowledgement of the wide breadth of users, only the
most commonly recognized abbreviations are used in case names (e.g., “Co.”, “Corp.,” “Ltd.”) to enhance
searching within the manual and to enhance readability. For users who wish to insert case names into a
document requiring use of a specific form of citation, please note that case names may need to be modified.

The Board welcomes suggestions for improving the content of the manual. Suggestions and comments
should be addressed as follows:
TBM Pcomments@uspto.gov, or

UNITED STATES PATENT AND TRADEMARK OFFICE
Trademark Trial and Appeal Board

PO. Box 1451

Alexandria,VA 22313-1451

ATTENTION: TBMP Editor

1 June 2023
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101 Applicable Authority
101.01 Statute and Rules of Practice

All proceedings before the Trademark Trial and Appeal Board (“Board”) are governed by the Lanham
Trademark Act of 1946, as amended, (“ Trademark Act™), 15 U.S.C. § 1051 et seq.; the rules of practicein
trademark cases (commonly known as the Trademark Rules of Practice), which may be found in Parts 2
and 7 of Title 37 of the Code of Federal Regulations (“C.F.R.”); the rules pertaining to assignments in
trademark cases, which may be found in Parts 3 and 7 of 37 C.F.R.; and the rules relating to the conduct of
practitioners and the representation of others before the United States Patent and Trademark Office (“*USPTO”)
which may befoundin Part 11 of 37 C.F.R. The USPTO rules governing procedurein inter partes proceedings
before the Board are adapted, in large part, from the Federal Rules of Civil Procedure, with modifications
due primarily to the administrative nature of Board proceedings. [Note 1.]

A copy of Title 37 of the C.F.R. may be obtained at a nominal cost from the U.S. Government Publishing
Office, U.S. Government Bookstore, https://bookstore.gpo.gov/. An electronic version of Title 37 of the
C.FR. may be found online a the Government Publishing Office resource website through:
https://www.ecfr.gov/current/title-37. A USPTO-created compilation of the Trademark Act and rules can
be accessed and downloaded from the USPTO website  at:
https://www.uspto.gov/sites/default/files’documentstmlaw.pdf. That compilation was created for the
public’s convenience and is not meant to serve as an official legal source. Those using that compilation for
legal research should verify their results against the most current official printed editions of the C.F.R. and
United States Code, published Public Laws, and the daily Federal Register, as applicable.

Information regarding proposed and final rule changesto Title 37 is also posted on the USPTO website at
Anwnvugotogovitr ademer kitr adamer k-updatesand-announcamentsresant-and-u i utary-enchrepulatar

NOTES:

1. Yamaha International Corp. v. Hoshino Gakki Co., 840 F.2d 1572, 6 USPQ2d 1001, 1004 (Fed. Cir.
1988).

101.02 Federal Rules

37 C.ER. § 2.122(a) Applicable rules. Unless the parties otherwise stipulate, the rules of evidence for
proceedings before the Trademark Trial and Appeal Board are the Federal Rules of Evidence, the relevant
provisions of the Federal Rules of Civil Procedure, the relevant provisions of Title 28 of the United States
Code, and the provisions of this part. When evidence has been made of record by one party in accordance
with these rules, it may be referred to by any party for any purpose permitted by the Federal Rules of
Evidence.

37 C.ER. 8 2.116 Federal Rules of Civil Procedure.

() Except as otherwise provided, and wherever applicable and appropriate, procedure and practice in
inter partes proceedings shall be governed by the Federal Rules of Civil Procedure.

Inter partes proceedings before the Board are al so governed by the Federal Rules of Civil Procedure, except

asotherwise provided in the Trademark Rules of Practice, and “wherever applicable and appropriate,” [Note
1], and by the Federal Rules of Evidence. [Note 2.]
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There is no provision in the Trademark Rules of Practice concerning the applicability of the Federal Rules
of Evidenceto ex parte appeal s before the Board. However, certain of the principlesembodied in the Federal
Rules of Evidence are applied by the Board, in practice, in evaluating the probative value of evidence
submitted in ex parte cases. [Note 3.] SeeTBMP § 1208.

NOTES:

1. 37 C.ER. 8§ 2.116(a). See Multisorb Technology Inc. v. Pactiv Corp., 109 USPQ2d 1170, 1171 (TTAB
2013) (Consistent with 37 C.F.R. § 2.116(a), the Board a so generally follows settled federa practice when
deciding casesraising procedural issuesthat fall within the interstices between the provisionsin the Federal
Rules, the C.F.R., and the Trademark Board Manual of Procedure). See also Great SeatsInc. v. Great Seats
Ltd., 100 USPQ2d 1323, 1326 (TTAB 2011) (citing 37 C.FR. § 2.116(a)).

2. 37 C.ER. 82.122(a). See B&B Hardware, Inc. v. Hargis Industries, Inc., 575 U.S. 138, 135 S. Ct. 1293,
113 USPQ2d 2045, 2049 (2015) (proceedings before the TTAB are largely governed by the Federal Rules
of Civil Procedure and Evidence); Centroamericana, SA. v. Cerveceria India, Inc., 892 F.2d 1021, 13
USPQ2d 1307, 1311 (Fed. Cir. 1989) (In applying the burden of proof provisions of Fed. R. Evid. 301, the
court stated “[t]he Federal Rules of Evidence generally apply to TTAB proceedings.”). See, e.g., Double
Coin Holdings Ltd. v. Tru Development, 2019 USPQ2d 377409, at *3, 4 (TTAB 2019) (Fed. R. Evid. 602,
701 and 1006); Syngenta Crop Protection Inc. v. Bio-Chek LLC, 90 USPQ2d 1112, 1117 (TTAB 2009)
(applying Fed. R. Evid. 201); Life Zone Inc. v. Middleman Group Inc., 87 USPQ2d 1953, 1956 (TTAB
2008) (Fed. R. Evid. 801); Bass Pro Trademarks LLC v. Sportsman’s Warehouse Inc., 89 USPQ2d 1844,
1861 (TTAB 2008) (Fed. R. Evid. 701); Kohler Co. v. Baldwin Hardware Corp., 82 USPQ2d 1100, 1104-05
(TTAB 2007) (Fed. R. Evid. 803 and 1004); Genesco Inc. v. Martz, 66 USPQ2d 1260, 1264-65 (TTAB
2003) (Fed. R. Evid. 612); Hard Rock Cafe Licensing Corp. v. Elsea, 48 USPQ2d 1400, 1405 (TTAB 1998)
(Fed. R. Evid. 902); HRL Assoc. Inc. v. Weiss Assoc. Inc., 12 USPQ2d 1819, 1822 (TTAB 1989) (Fed. R.
Evid. 408); Miles Laboratories Inc. v. Naturally Vitamin Supplements Inc., 1 USPQ2d 1445, 1448, n.20
(TTAB 1986) (Fed. R. Evid. 401).

3. Seg eg., Inre Omaha National Corp., 819 F.2d 1117, 2 USPQ2d 1859, 1860 (Fed. Cir. 1987) (articles
from general and business publications are not hearsay and are probative of descriptive usage); In re
Broadway Chicken, Inc., 38 USPQ2d 1559, 1565 (TTAB 1996) (listings from telephone directories and
Dun & Bradstreet databases are not inadmissible hearsay); Inre American Olean Tile Co., 1 USPQ2d 1823,
1824 n.2 (TTAB 1986) (affidavit consisting of third-hand report by unidentified person is inadmissible
hearsay); In re Foundry Products, Inc., 193 USPQ 565, 567 (TTAB 1976) (third-party registrations not
considered when copies were not made of record).

101.03 Decisional Law

Proceedings before the Board are also governed, to alarge extent, by precedential decisionsin prior cases.
These decisions include those of the Board itself, as well as the decisions of the Court of Appeals for the
Federal Circuit (“Federa Circuit™) (which determines appeals from decisions of the Board); the Court of
Customs and Patent Appeal's (predecessor of the Court of Appealsfor the Federal Circuit); and the Director
of The United States Patent and Trademark Office (formerly the Commissioner of Patents and Trademarks)
(“Director™), who determines petitions seeking review of Board actions on procedural matters.

The Board relies primarily on precedent from the Court of Appeals for the Federal Circuit. The Federa
Circuit is the Board's primary reviewing court since by statute, any applicant or party to an inter partes
proceeding who is dissatisfied with the Board's decision may seek review of the decision in the Federal
Circuit. Also, the Federal Circuit's cases address registration issues more specifically. [Note 1.]
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Decisions of the Board, the Director, and the Court of Appeals for the Federal Circuit appear in the United
States Patents Quarterly (“USPQ"), Bloomberg Law database, [Note 2], and may also befound in LexisNexis
Corporation’s LEXIS/NEXIS legal database, and in the Intellectual Property Library of Thomson Reuters
Corporation’ SWESTLAW database. Final Board decisions are also available on apublic el ectronic database
by accessing the TTAB Reading Room at
https://ttab-reading-r oom.uspto.gov/efoia/efoia-ui/#/sear ch/decisions through the Board home page of
the USPTO website. Docket information and full images of Board files may be viewed by accessing
TTABVUE at http://ttabvue.uspto.gov/ttabvue/.

Decisionsthat are designated by the Board as “ Citable as Precedent,” “ Precedent of the Board,” “Precedent
of the TTAB,” or “for publication in full” are citable as precedent. Since January 23, 2007, the Board has
permitted citation to any Board decision or interlocutory order, although a decision or order designated as
not precedential is not binding upon the Board, but may be cited for whatever persuasive value it might
have. [Note 3.] In general, however, the Board discourages the citation to non-precedential opinions. [Note
4]

Decisions of other tribunal s may be cited to the extent allowed and for the purposes permitted by the tribunal
that issued the decision.

Citation to all TTAB decisions should be to the United States Patent Quarterly, if the decision appears
therein; otherwise, to a USPTO public electronic database [e.g. TTABVUE], or Bloomberg Law (BL),
WESTLAW, or LEXIS/NEXIS, as well as to any other official reporter, if available, such as the Federal
Reporter or Federal Supplement. If anon-precedential decision does not appear in the United States Patents
Quarterly or the USPTO’s public electronic databases, the citing party should append a copy of the decision
to the motion or brief in which the decision is cited. [Note 5.]

Any cited decision of the Board or another court, which appears in the USPQ, should include a citation to
the USPQ, in addition to citation to an official reporter (if any), such as the Federal Reporter or Federa
Supplement. [Note 6.] SeeTBMP § 801.03 (inter partes briefs); TBMP § 1203.02(f)(ex parte briefs).

NOTES:

1. Grand Canyon West Ranch LLC v. Hualapai Tribe, 88 USPQ2d 1501, 1506 n.2 (TTAB 2008). Seealso
15U.S.C. § 1071(a); 28 U.S.C. § 1295(a)(4)(B).

2. Bloomberg Law ceased publishing the USPQ in print form in December 2018.

3. Citation of Opinions to the Trademark Trial and Appea Board, O.G. Notice (Jan. 23, 2007). Seelnre
tapio GmbH, 2020 USPQ2d 1138, at *8 n.34 (TTAB 2020) (Board found unpersuasive non-precedential
decisions decided on different records); Inre Society of Health and Physical Educators, 127 USPQ2d 1584,
1587 n.7 (TTAB 2018) (“Board decisions which are not designated as precedent are not binding on the
Board, but may be cited and considered for whatever persuasive value they may hold.”).

4. Seelnretapio GmbH, 2020 USPQ2d 1138, at *10 n.30 (TTAB 2020) (“ Generally, the practice of citing
non-precedential opinionsis not encouraged.”); InreMorrison & Foerster LLP, 110 USPQ2d 1423, 1427
n.6 (TTAB 2014) (“Although parties may cite to non-precedential decisions, the Board does not encourage
thepractice”); InreFiat Group Marketing & Corp. Commic’' nsSp.A., 109 USPQ2d 1593, 1596 n.6 (TTAB
2014) (non-precedential decisions are not binding on the Board, but may be cited to and considered for
whatever persuasive value they may hold); In re Procter & Gamble Co., 105 USPQ2d 1119, 1120-21
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(TTAB 2012) (citation to non-precedentia opinions permitted but not encouraged; non-precedential decisions
not binding on the Board); In re Luxuria s.r.0., 100 USPQ2d 1146, 1151 n.7 (TTAB 2011) (parties may
cite to non-precedential decisions, but they are not binding on the Board). See also Corporacion Habanos
SA v. Rodriquez, 99 USPQ2d 1873, 1875 n.5 (TTAB 2011) (although parties may cite to non-precedential
cases, the Board does hot encourage the practice).

5. See, e.g., Citation of Opinions to the Trademark Trial and Appeal Board , O.G. Naotice (Jan. 23, 2007).
The final decisions of the Board are posted at
https://ttab-r eading-room.uspto.gov/efoia/efoia-ui/#/sear ch/decisions and files of Board proceedingsare
available at http://ttabvue.uspto.gov/ttabvue/.

6. See Lebanon Seaboard Corp. v. R& R Turf Supply Inc., 101 USPQ2d 1826, 1830 (TTAB 2012) (include
citation to the United States Patent Quarterly (USPQ) if the case appeared in that reporter); SwissWatch
International Inc. v. Federation of the SwissWatch Industry, 101 USPQ2d 1731, 1736 n.11 (TTAB 2012)
(same); InreCarlson, 91 USPQ2d 1198, 1199 (TTAB 2009) (same).

101.04 Director’s Ordersand Notices

Occasionally, the Director or another USPTO official acting under the Director’s authority, publishesin the
Official Gazette an order or notice relating to a particular Office policy, practice, procedure, or other such
matter of interest to the public. Some of these orders and notices affect practice and procedure before the
Board. Such notices are also posted on the Office’s website at
https:.//www.uspto.gov/trademar k/tr ademar k-updates-and-announcements/r ecent-postings.

101.05 Trademark Trial and Appeal Board Manual of Procedure

The Trademark Trial and Appeal Board Manual of Procedure (“TBMP”) (i.e., thisManual) isacompilation
of statutory, regulatory, and decisional authority relevant to Board practice and procedure. It iswritten as a
guidefor the Board, practitionersand parties before the Board. I n addition to compiling applicable authority,
the TBMP includes many practical suggestions on practice before the Board. Nonethel ess, the TBMP “ does
not modify, amend, or serve as a substitute for any statutes, rules or decisional law and is not binding upon
the [TTAB].” [Note 1]

The TBMP is revised annually to incorporate changes in applicable statutes, rules, and case law, and to
reflect changesin Board practice. [Note 2.] Practitioners and parties before the Board who consult the TBM P
should keep the publication date of the current revision in mind, and conduct any research necessary to
determine whether there have been any relevant changes in the law since publication.

The TBMP is not — nor isit intended to be — a comprehensive reference on all aspects of the procedura or
substantive law applicable to Board proceedings. Parties are urged to conduct appropriate legal research, as
needed, or obtain legal counsel. SeeTBMP § 114.

NOTES:

1. Rosenruist-Gestao E Servicos LDA v. Virgin Enterprises Ltd., 511 F.3d 437, 85 USPQ2d 1385, 1393
(4th Cir. 2007) (quoting TBMP Introduction). See also El Encanto, Inc. v. Hatch Chile Co., 825 F.3d 1161,
119 USPQ2d 1139, 1143 (10th Cir. 2016) (quoting in part from TBMP Introduction). Cf. In re Sones, 590
F.3d 1282, 93 USPQ2d 1118, 1123 (Fed. Cir. 2009) (“the TMEP isinstructive, but ‘is not established law, ")
(citing In re Pennington Seed, Inc., 466 F.3d 1053, 80 USPQ2d 1758, 1763 (Fed. Cir. 2006)) (“While the
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TMEP is not established law, but only provides instructions to examiners, it does represent the PTO’s
established policy on varietal names that is entitled to our respect.”).

2. The Board welcomes suggestions for improving the content of the TBMP. Suggestions and comments
should be addressed to:

ATTN: TBMP Editor

U.S. Patent and Trademark Office
Trademark Trial and Appeal Board
PO. Box 1451

Alexandria,VA 22313-1451

Suggestions may be submitted electronically to: TBMPComments@uspto.gov.

102 Nature of Board Proceedings
102.01 Jurisdiction of Board

The Trademark Trial and Appeal Board isan administrative tribunal of the United States Patent and Trademark
Office. The Board isempowered to determine only theright to register. [Note 1.] The Board's determination
of registrability does not require in every instance a decision on every pleaded claim, and the Board uses
its discretion to decide only those claims necessary to enter judgment and dispose of the case. [Note 2.]

The Board isnot authorized to determinetheright to use, nor may it decide broader questions of infringement
or unfair competition. [Note 3.]

The Board, being an administrative tribunal, has no authority to declare any portion of the Act of 1946, or
any other act of Congress, unconstitutional. [Note 4.] But this does not mean that parties who want to raise
challenges to an act of Congress or other Constitutional claims should not include them in their pleadings.
Like other claims, Constitutional claims should be raised before the Board to consider in the first instance
to avoid waiving them. [Note 5.] Where a party raises a constitutional claim, the Board may address the
claim or issues raised by the claim, including any factual or statutory premises underlying the claim. [Note
6.]

NOTES:

1. Trademark Act § 17, 15 U.S.C. § 1067, Trademark Act § 18, 15 U.S.C. § 1068, Trademark Act § 20, 15
U.S.C. § 1070, Trademark Act 8 24, 15 U.S.C. § 1092. See Conolty v. Conolty O’ Connor NYC LLC, 111
USPQ2d 1302, 1309 (TTAB 2014); Blackhorse v. Pro-Football, Inc., 111 USPQ2d 1080, 1082-83 (TTAB
2014).

2. Multisorb Tech., Inc. v. Pactiv Corp., 109 USPQ2d 1170, 1171 (TTAB 2013).

3. FirstHealth of the Carolinas Inc. v. CareFirst of Md. Inc., 479 F.3d 825, 81 USPQ2d 1919, 1921 (Fed.
Cir. 2007) (quoting TBMP); Enterprise Rent-A-Car Co. v. Advantage Rent-A-Car Inc., 300 F.3d 1333, 66
USPQ2d 1811, 1819-20 (Fed. Cir. 2003) (no jurisdiction to decide issues arising under state dilution laws),
aff’g 62 USPQ2d 1857, 1858 (TTAB 2002); Person’s Co. v. Christman, 900 F.2d 1565, 14 USPQ2d 1477,
1481 (Fed. Cir. 1990) (Board cannot adjudicate unfair competitionissues); General MillsInc. v. Fage Dairy
Processing Industry SA, 100 USPQ2d 1584, 1591 (TTAB 2011) (no authority to determine the right to use,
or the broader questions of infringement, unfair competition, damages or injunctive relief); McDermott v.

100-7 June 2023



§102.01 TRADEMARK TRIAL AND APPEAL BOARD MANUAL OF PROCEDURE

San Francisco Women's Motorcycle Contingent, 81 USPQ2d 1212, 1216 (TTAB 2006) (“[T]he Board's
jurisdiction is limited to determining whether trademark registrations should issue or whether registrations
should be maintained; it does not have authority to determine whether a party has engaged in criminal or
civil wrongdoings.”), aff’d unpub’'d, 240 F. App’'x 865 (Fed. Cir. July 11, 2007), cert. denied,, 552 U.S.
1109 (2008); Carano V. Vina ConchaY Toro SA., 67 USPQ2d 1149, 1151-52 (TTAB 2003) (no jurisdiction
to determine copyright infringement; opposer’s claim that applicant neither owns nor isentitled to use mark
was not separable from opposer’s copyright claim); Rossv. Analytical Technology Inc., 51 USPQ2d 1269,
1270 n.2 (TTAB 1999) (no jurisdiction over unfair competition claims); Paramount Pictures Corp. v. White,
31 USPQ2d 1768, 1771 n.5 (TTAB 1994) (no jurisdiction over claims of trademark infringement and unfair
competition), aff’d mem., 108 F.3d 1392 (Fed. Cir. 1997); Kelly Services Inc. v. Greene's Temps. Inc., 25
USPQ2d 1460, 1464 (TTAB 1992) (not empowered to render declaratory judgment); Andersen Corp. V.
Therm-O-Shield International, Inc., 226 USPQ 431, 432 n.5 (TTAB 1985) (may not entertain any claim
based on Trademark Act 8§ 43(a)); Electronic Water Conditioners, Inc. v. Turbomag Corp., 221 USPQ 162,
163-64 (TTAB 1984) (unfair competition and Trademark Act 8§ 43(a) claims are outside the Board's
jurisdiction); Hershey Foods Corp. v. Cerreta, 195 USPQ 246, 252 (TTAB 1977) (determination of whether
opposer is guilty of unfair business practices is not within the province of the Board); Yasutomo & Co. v.
Commercial Ball Pen Co., 184 USPQ 60, 61 (TTAB 1974) (no jurisdiction to address anti-trust issues);
American-International Travel Service, Inc. v. AITS Inc., 174 USPQ 175, 179 (TTAB 1972) (nojurisdiction
to determine whether opposer violated criminal statute).

But see Loglan Institute Inc. v. Logical Language Group Inc., 962 F.2d 1038, 22 USPQ2d 1531, 1534 (Fed.
Cir. 1992) (Board may have erred in stating that it lacked jurisdiction over equitable defenses which were
based on allegations of trademark infringement and unfair competition); Selva & Sons, Inc. v. Nina Footwear,
Inc., 705 F.2d 1316, 217 USPQ 641, 647 (Fed. Cir. 1983) (regarding Board's authority to consider an
agreement, its construction, or itsvalidity if necessary to decide the issues properly before it, including the
issue of estoppel); Knickerbocker Toy Co. v. Faultless Sarch Co., 467 F.2d 501, 175 USPQ 417, 423
(CCPA 1972) (Board is not precluded from passing on the validity of acopyright if it is necessary to do so
in the course of the exercise of its statutory jurisdiction); Empresa Cubana Del Tabaco v. General Cigar
Co., Inc., 2022 USPQ2d 1242, at * 24 (TTAB 2022) (Board hasjurisdiction to entertain claimsunder Article
8 of the Pan American Convention becauseit pertainsto the registrability of marks) (citing British-American
Tobacco Co. v. Phillip Morris Inc., 55 USPQ2d 1585 (TTAB 2000)), civil action filed, Case No.
1:23-cv-00227 (E.D. Va. Feb. 20, 2023); Diaz v. Servicios De Franquicia Pardo’'s SA.C., 83 USPQ2d
1320, 1326 (TTAB 2007) (Board has jurisdiction over assertion of priority under Article 7 of the Pan
American Convention because it pertains expressly to the registrability of marks and priority rights based
on use); M-5 Seel Manufacturing Inc. v. O'Hagin’s Inc., 61 USPQ2d 1086, 1094-95 (TTAB 2001)
(contractual estoppel considered); Boral Ltd. v. FMC Corp., 59 USPQ2d 1701, 1702 (TTAB 2000) (noting
that by rule change effective August 5, 1999, the 1946 Act was amended to allow parties to bring dilution
claimsunder Trademark Act 8§ 43(c) in opposition and cancellation proceedings); British-American Tobacco
Co. v. Philip MorrisiInc., 55 USPQ2d 1585, 1589 (TTAB 2000) (aclaim under Article 8 of the Pan American
Convention iswithin the jurisdiction of the Board because it pertains expressly to the registrability of marks
and provides for the cancellation of registrations).

See also The Scotch Whiskey Association v. United States Distilled Products Co., 13 USPQ2d 1711, 1715
(TTAB 1989), recon. denied, 17 USPQ2d 1240, 1243 (TTAB 1990) (Board cannot consider claimsof unfair
competition standing alone, but can consider such claims in determining the registrability of a mark, that
is, in determining aseparate, properly pleaded ground for opposition or cancellation), dismissed, 18 USPQ2d
1391, 1394 (TTAB 1991) (where petitioner did not plead a separate ground on which to base the petition
to cancel, petitioner’s claims under Articles 10 and 10 bis of the Paris Convention could not be considered),

rev'd on other grounds, 952 F.2d 1317, 21 USPQ2d 1145 (Fed. Cir. 1991).
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4. InreDistrict of Columbia, 101 USPQ2d 1588, 1602 (TTAB 2012) (no authority to declare provisions
of the Trademark Act unconstitutional), aff’d sub nom. In re City of Houston, 731 F.3d 1326, 108 USPQ2d
1226 (Fed. Cir. 2013); Blackhorse v. Pro-Football Inc., 98 USPQ2d 1633, 1638 (TTAB 2011) (same);
Harjo v. Pro-Football, Inc., 50 USPQ2d 1705, 1710 (TTAB 1999) (same), rev'd on other grounds, 284
F. Supp.2d 96, 68 USPQ2d 1225 (D.D.C. 2003); Hawaiian Host, Inc. v. Rowntree MacKintosh PLC, 225
USPQ 628, 630 (TTAB 1985) (no authority to declare Trademark Act § 44(e) unconstitutional); Electric
Sorage Battery Co. v. Mine Safety Appliances Co., 143 USPQ 163, 167 (TTAB 1964) (no authority to find
Trademark Act § 23 unconstitutional).

5. Elgin v. Department of Treasury, 567 U.S. 1, 22-23 (2012) (noting that an agency could “apply its
expertise’ to the“ many threshold questionsthat may accompany aconstitutional claim,” and that an agency’s
“statutory interpretation could alleviate constitutional concerns’); Inre DBC, 545 F.3d 1373, 1378-80 (Fed.
Cir. 2008) (holding that a party forfeited an Appointments Clause challenge that it failed to present to the
agency in thefirst instance).

6. In re ADCO Industries-Technologies L.P., 2020 USPQ2d 53786, at *9-11 (TTAB 2020) (addressing
applicant’s argument that 15 U.S.C. 88 1052(a) and (c) are unconstitutional because they violate the First
Amendment to the United States Constitution).

102.02 Typesof Board Proceedings

The Board has jurisdiction over four types of inter partes proceedings, namely, oppositions, cancellations,
interferences, and concurrent use proceedings.

An opposition is a proceeding in which the plaintiff seeksto prevent the issuance of aregistration, in whole
or in part, of amark on the Principal Register. “Any person who believes that he would be damaged by the
registration of a mark” may file an opposition thereto, but the opposition may be filed only as a timely
response to the publication of the mark, in the Official Gazette of the United States Patent and Trademark
Office. [Note 1.] SeeTBMP § 303 (Who May Oppose or Petition to Cancel).

A cancellation proceeding is a proceeding in which the plaintiff seeksto cancel an existing registration, in
whole or in part, of a trademark on the Principal Register or the Supplemental Register. A petition for
cancellation may only be filed after the issuance of the registration. A petition for cancellation may befiled
by “any person who believes that he is or will be damaged by the registration” of the mark. [Note 2.]
SeeTBMP § 303 (Who May Oppose or Petition to Cancel).

An interference is a proceeding in which the Board determines which, if any, of the owners of conflicting
applications (or of one or more applications and one or more registrations which are in conflict), is entitled
toregistration. [Note 3.] The proceeding isdeclared by the Office only upon Petition to the Director showing
extraordinary circumstancestherefor, that is, that the party who filed the petition would be unduly prejudiced
without aninterference. [Note4.] See TBMP § 1002 (Declaration of Interference). Ordinarily, the availability
of an opposition or cancellation proceeding is deemed to prevent any undue prejudice from the unavailability
of aninterference proceeding. [Note 5.] Aninterference that has been declared by the Director isnot instituted
by the Board until after all of the marksthat are to be involved in the proceeding have been published in the
Official Gazette for opposition. SeeTBMP § 1003. For further information, see TBMP Chapter 1000
(Interferences).

A concurrent use proceeding is aproceeding in which the Board determines whether one or more applicants
is entitled to a concurrent registration on the Principal Register, that is, a registration with conditions and
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limitations, fixed by the Board, as to the mode or place of use of the applicant’s mark or the goods and/or
services on or in connection with which the mark is used (usually, a concurrent registration is restricted as
to the territory which it covers). SeeTBMP § 1101.01. The proceeding may be initiated only through the
filing of an application for registration as alawful concurrent user, and isinstituted by the Board only after
each of the one or more involved applications has been published for opposition in the Official Gazette, and
all oppositionsthereto (if any) have been withdrawn or dismissed. SeeTBMP § 1102.01 and TBMP § 1105.
For further information, see TBMP Chapter 1100 (Concurrent Use Proceedings).

The Board also hasjurisdiction over ex parte appeals. Those are, appeal s from an examining attorney’sfinal
refusal to register a mark in an application and appeas after issuance of a final Office action in an
expungement or reexamination proceeding. [Note 6.] See TBMP Chapter 1200 (Ex Parte Appeals from
Refusals of Applications) and TBM P Chapter 1300 (Ex Parte Appealsfrom Expungement and Reexamination
of Registration Proceedings).

NOTES:

1. Trademark Act § 13, 15 U.S.C. § 1063, Trademark Act 8§ 12(a), 15 U.S.C. § 1062 (a), Trademark Act §
18,15 U.S.C. 8§ 1068.

2. Trademark Act § 14, 15 U.S.C. § 1064, Trademark Act § 18, 15 U.S.C. § 1068, Trademark Act § 24, 15
U.S.C. §1092.

3. Trademark Act 8 16, 15 U.S.C. 8 1066, Trademark Act § 18, 15 U.S.C. § 1068.

4. Trademark Act § 16, 15 U.S.C. § 1066; 37 C.E.R. § 2.146(a)(4).

5. Removal of Rules Governing Trademark Interferences, 82 Fed. Reg. 48469, 48470 (Oct. 18, 2017).

6. Trademark Act § 12(b), 15 U.S.C. § 1062(b), Trademark Act § 20, 15 U.S.C. § 1070; 37 C.ER. § 2.141,
37C.ER. §2.142.

102.03 General Description of Board Proceedings

An inter partes proceeding before the Board is similar to a civil action in afedera district court. There are
pleadings (at least in an opposition or cancellation proceeding); a wide range of possible motions;
conferencing; disclosures; discovery; tria; briefs; and, if requested, an oral hearing, followed by adecision
on the case. [Note 1.] However, because the Board is an administrative tribunal, its rules and procedures
necessarily differ in some respectsfrom those prevailing in the federal district courts. [Note2.] Seealso TBMP
§ 502.01 (Available Motions) and TBMP § 702 (Pretrial Disclosures, Manner of Trial; and Introduction of
Evidence). The principal difference is that proceedings before the Board are conducted in writing, and the
Board's actionsin a particular case are based upon the written record therein. For example, the Board does
not preside at the taking of testimony. Rather, all testimony is taken out of the presence of the Board during
the assigned testimony periods, and the written transcripts thereof, together with any exhibits thereto, are
then filed with the Board. Indeed, a party to a proceeding before the Board need never come to the offices
of the Board at al, unless the Board requests that the parties meet with the Board at its offices for a pretrial
conference pursuant to 37 C.ER. § 2.120(j), or unless the party wishesto argue its case at oral hearing (an
oral hearing is held only if requested by a party to the proceeding). Parties may stipulate to expediting the
proceeding in whole or in part utilizing Accelerated Case Resolution (ACR). SeeTBMP § 528.0 5 (a)(2),
TBMP § 702.04, and TBMP § 705.
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An ex parte appeal, being appellate in nature, is a much simpler and shorter procedure, involving only the
filing of briefs by the applicant or registrant and an examining attorney, and, if requested by the applicant
or registrant, an oral hearing. SeeTBMP Chapter 1200 (Ex Parte Appeals from Refusals of Applications)
and TBMP Chapter 1300 (Ex Parte Appeals from Expungement and Reexamination of Registration
Proceedings).

“The Trademark Trial and Appeal Board shall include the Director, Deputy Director of the United States
Patent and Trademark Office, the Commissioner for Patents, the Commissioner for Trademarks, and [the]
administrative trademark judges....” [Note 3.] This Manual refers to these statutory members of the Board
collectively as*“judges”

Interlocutory motions, requests, conceded matters, and other matters not actually or potentially dispositive
of aproceeding may be acted upon by asingle Board judge, or by asingleinterlocutory attorney (“attorney”)
or paralegal to whom such authority has been delegated, and certain conceded and non-dispositive matters
may be acted on automatically by ESTTA. [Note 4.] Decisions on the merits of a case, and on complex or
contested motionsthat are potentially dispositive of the case, are rendered by apanel of at |east three Board
judges. [Note5.] Stipulations or consented (or uncontested) motionsto dispose of the proceeding in acertain
manner may be decided per curiam by the Board. [Note 6.] Institution orders, stipulated scheduling motions,
issuance of notices of default, and other administrative matters may be acted upon by Board paralegals or
may be administered through ESTTA. Motions disposed of by ordersentitled *“ By the Trademark Trial and
Appeal Board” have the same legal effect as orders by a panel of three Administrative Trademark Judges
of the Board. [Note 7.] The parties must enter their changes of address and representation using ESTTA.
For further information regarding ESTTA, see TBMP § 110.

NOTES:

1. See B&B Hardware, Inc. v. Hargis Industries, Inc., 575 U.S. 138, 135 S. Ct. 1293, 113 USPQ2d 2045,
2049 (2015); Yamaha International Corp. v. Hoshino Gakki Co., 840 F.2d 1572, 6 USPQ2d 1001, 1004
(Fed. Cir. 1988) (USPTO rules governing the procedures are designed to approximate the proceedingsin a
courtroom trial).

2. See B&B Hardware, Inc. v. Hargis Industries, Inc., 575 U.S.138, 135 S.Ct. 1293, 113 USPQ2d 2045,
2049 (2015); Yamaha International Corp. v. Hoshino Gakki Co., 840 F.2d 1572, 6 USPQ2d 1001, 1004
(Fed. Cir. 1988); La Maur, Inc. v. Bagwells Enterprises, Inc., 193 USPQ 234, 235 (Comm’r 1976) (“The
procedures followed by the Board are not like the procedures in a courtroom and the applicability of the
Federal Rules of Civil Procedure must be judged in that light....”).

3. Trademark Act § 17(b), 15 U.S.C. § 1067(h).

4.37 C.ER. §2.127(c).

5.37 C.ER. § 2.129(a), 37 C.ER. § 2.142(e)(1). See Fifth Generation Inc. v. Titomirov Vodka LLC, 2019
USPQ2d 418666, at *3 (TTAB 2019) (Board will not decide potentially dispositive motion by telephone;
such motions must issue by panel or per curiam).

6. SeeFifth Generation Inc. v. Titomirov Vodka LLC, 2019 USPQ2d 418666, at * 3 (T TAB 2019) (potentially
dispositive motions may issue per curiam).

7.37 C.ER. 8§ 2.127(c).
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103 Location and Address of Board

The Board is located at 600 Dulany Street, Alexandria, Virginia 22313-1451. The mailing address of the
Board is:

United States Patent and Trademark Office
Trademark Trial and Appeal Board

PO. Box 1451

Alexandria,VA 22313-1451.

104 Businessto be Conducted in Writing

37 C.ER. § 2.190(b) Electronic trademark documents. ... Documents that relate to proceedings before
the Trademark Trial and Appeal Board must be filed electronically with the Board through ESTTA.

37 C.E.R. § 2.191 Action of the Office based on the written record. All business with the Office must be
transacted inwriting. The action of the Office will be based exclusively on thewritten record. No consideration
will begiven to any alleged oral promise, stipulation, or under standing when thereis disagreement or doubt.

With the exceptions of discovery conferences with Board participation, see TBMP § 401.01, and telephone
conferences, see TBMP § 413.01 and TBMP § 502.06, all business with the Board should be transacted in
writing. 37 C.ER. 8§ 2.191. The personal attendance of parties or their attorneys or other authorized
representatives at the offices of the Board is unnecessary, except in the case of a pretrial conference as
provided in 37 C.E.R. § 2.120(j), or upon oral argument at final hearing, if a party so desires, as provided
in 37 C.ER. §2.129. Decisions of the Board will be based exclusively on the written record beforeit. [Note
1.] Documents filed in proceedings before the Board must be filed through ESTTA. 37 C.ER. § 2.190(b).
See TBMP § 110.01(a).

Board proceedings are conducted in English. If a party intends to rely upon any submissions that arein a
language other than English, the party should also file a trandation of the submissions. If a trandlation is
not filed, the submissions may not be considered. [Note 2.]

NOTES:

1. Cif. InreSovran Fin. Corp., 25 USPQ2d 1537, 1538 (Comm’r 1992) (regarding actionstaken by examining
attorneys); InreMerck & Co., 24 USPQ2d 1317, 1318 n.2 (Comm’r 1992) (regarding oral representation
by Board employee); InrelnvestigacionY Desarrollo de Cosmeticos SA., 19 USPQ2d 1717, 1719 (Comm'r
1991).

2. See, eg., Luxco, Inc. v. Consgjo Regulador del Tequila, A.C., 121 USPQ2d 1477 (TTAB 2017) (while
tranglations must be signed by person making translation, they need not be certified to be considered;
certification isasuggested better practice); SwissWatch International Inc. v. Federation of the SwissWatch
Industry, 101 USPQ2d 1731, 1734 n.8 (TTAB 2012) (noting that printed publications submitted in aforeign
language without translations are of limited probative value); Johnson & Johnson v. Obschestvo s
ogranitchennoy; otvetstvennostiu “ WDS', 95 USPQ2d 1567, 1570 n.3 (TTAB 2010) (noting that if a party
intendsto rely at trial on business records in aforeign language, it must provide atrangation); Hard Rock
Cafe Licensing Corp. v. Elsea, 48 USPQ2d 1400, 1405 (TTAB 1998) (hoting that a proffered excerpt from
anewspaper or periodical islacking in foundation and, thus, is not admissible as evidence to the extent that
it is unintelligible because it is in a language other than English). See also Lacteos de Honduras SA. v.
Industrias Sula, S De R.L. de C.V,, 2020 USPQ2d 10087, at *6 (TTAB 2020) (for purpose of determining
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plausibility of allegations in counterclaim, in connection with motion to dismiss, Board did not consider
attached exhibitsto complaint because they werein Spanish with no English translation provided); Empresa
Cubana Del Tabaco v. General Cigar Co., 2019 USPQ2d 227680, at *1 n.1 (TTAB 2019) (Board noted
that petitioner provided testimony declarations with trand ations from Spanish to English).

105 Contact With Board Personnel

37 C.E.R. §11.305 Impartiality and decorum of the tribunal.

(&8 A practitioner shall not:

* % k %

(b) Communicate ex parte with such a person during the proceeding unless authorized to do so by law,
rule or court order.

* % % %

Parties or their attorneys or other authorized representatives may telephone the Board to inquire about the
status of acase or to ask for procedural information, but not to discuss the merits of a case or any particular
issue. [Note 1.] The telephone number of the Board is (571) 272-8500, or (800) 786-9199 (tall free). If an
inquiry involves a particular case, the person making the inquiry should be prepared to give the number of
the proceeding or application in question. Inquiries to the Board should not be made by email.

NOTES:

1. 37 C.E.R. § 11.305(b). See Melwani v. Allegiance Corp., 97 USPQ2d 1537, 1542 n.15 (TTAB 2010) (to
ingquire asto status of Board proceeding, party may call Board during business hours).

106 Identification, Signature, and Form of Submissions
106.01 Identification of Submissions

A submission filed in a proceeding before the Board should bear at its top the heading “IN THE UNITED
STATES PATENT AND TRADEMARK OFFICE BEFORE THE TRADEMARK TRIAL AND APPEAL
BOARD,” followed by the caption identifying the parties’ names and the number of theinter partes proceeding
(or, in the case of an ex parte appeal, or an extension of time to oppose, the application) to which it relates.
[Note 1.] The document should also include a title describing its nature, e.g., “Notice of Opposition,”
“Answer,” “Motion to Compel,” “Brief in Opposition to Respondent’s Motion for Summary Judgment,” or
“Notice of Reliance”

Documentsfiled in an application which isthe subject of an inter partes proceeding before the Board should
be filed with the Board, not the Trademark Operation, and should bear at the top of the first page both the
application serial number, and the inter partes proceeding number and caption. Similarly, requests under
Trademark Act 8 7, 15 U.S.C. § 1057, to amend, correct, or surrender a registration which is the subject of
aBoard inter partes proceeding, and any new power of attorney, designation of domestic representative, or
change of address submitted in connection with such aregistration, should be filed with the Board, not with
the Trademark Operation, and should bear at the top of its first page the registration number, and the inter
partes proceeding number and the proceeding caption. [Note 2.]
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NOTES:

1.37C.ER.8§2.194.

2.37C.ER. 8§2.194.

106.02 Signature of Submissions

37 C.ER. §2.119(e) Every submission filed in aninter partes proceeding, and every request for an extension
of timeto file an opposition, must be signed by the party filing it, or by the party’ sattorney or other authorized
representative, but an unsigned submission will not be refused consideration if a signed copy is submitted
to the Office within the time limit set in the notification of this defect by the Office.

37 C.ER. 8§ 11.14(e) Appearance. No individual other than those specified in paragraphs (a), (b), and (c)
of this section will be permitted to practice before the Office in trademark matters on behalf of a client.
Except as specified in § 2.11(a) of this chapter, an individual may appear in atrademark or other non-patent
matter in hisor her own behalf or on behalf of:

(2) Afirmof which he or sheisa member;

(2) A partnership of which he or sheisa partner; or

(3) Acorporation or association of which he or sheisan officer and which he or sheis authorized to
represent.

37 C.ER. §11.18 Signature and certificate for correspondence filed in the Office.

(@) For all documentsfiled in the Office in patent, trademark, and other non-patent matters, and all
documents filed with a hearing officer in a disciplinary proceeding, except for correspondence that is
required to be signed by the applicant or party, each piece of correspondence filed by a practitioner in the
Office must bear a signature, personally signed or inserted by such practitioner, in compliance with §
1.4(d)(1), 8§ 1.4(d)(2), or § 2.193(a) of this chapter.

(b) By presenting to the Office or hearing officer in a disciplinary proceeding (whether by signing,
filing, submitting, or later advocating) any paper, the party presenting such paper, whether a practitioner
or non-practitioner, is certifying that—

(1) All statements made therein of the party’s own knowledge are true, all statements made therein
on information and belief are believed to be true, and all statements made therein are made with the
knowl edge that whoever, in any matter within the jurisdiction of the Office, knowingly and willfully falsifies,
conceals, or coversup by any trick, scheme, or device a material fact, or knowingly and willfully makes any
false, fictitious, or fraudulent statements or representations, or knowingly and willfully makes or uses any
falsewriting or document knowing the sameto contain any false, fictitious, or fraudulent statement or entry;,
shall be subject to the penalties set forth under 18 U.S.C. 1001 and any other applicable criminal statute,
and violations of the provisions of this section may jeopardize the probative value of the paper; and

(2) Tothe best of the party’s knowledge, information and belief, formed after an inquiry reasonable
under the circumstances,

(i) The paper isnot being presented for any improper purpose, such asto harass someone or to
cause unnecessary delay or needless increase in the cost of any proceeding before the Office;

(i) Theother legal contentions therein are warranted by existing law or by a nonfrivolous
argument for the extension, modification, or reversal of existing law or the establishment of new law;
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(iii) Theallegations and other factual contentions have evidentiary support or, if specifically so
identified, are likely to have evidentiary support after a reasonable opportunity for further investigation or
discovery; and

(iv) Thedenials of factual contentions are warranted on the evidence, or if specifically so
identified, are reasonably based on a lack of information or belief.

(c) Violationsof any of paragraphs (b)(2)(i) through (iv) of this section are, after notice and reasonable
opportunity to respond, subject to such sanctions or actions as deemed appropriate by the USPTO Director,
which may include, but are not limited to, any combination of--

(1) Striking the offending paper;

(2) Referring a practitioner’s conduct to the Director of Enrollment and Discipline for appropriate
action;

(3 Precluding a party or practitioner from submitting a paper, or presenting or contesting an
issue;
(4) Affecting the weight given to the offending paper; or
(5) Terminating the proceedingsin the Office.
(d) Any practitioner violating the provisions of this section may also be subject to disciplinary action.

37 C.E.R. 8§ 2.193 Trademark correspondence and signature requirements.

(@) Signaturerequired. Each piece of correspondence that requires a signature, must bear:

(1) Ahandwritten signature personally signed in permanent ink by the person named asthe signatory;,
or atrue copy thereof; or

(2) An €electronic signature that meets the requirements of paragraph (c) of this section, personally
entered by the person named as the signatory. The Office will accept an electronic signature that meets the
requirements of paragraph (c) of this section on correspondence filed on paper or through TEASor ESTTA.

(b) Copy of original signature. If a copy of an original signatureisfiled, the filer should retain the
original as evidence of authenticity. If a question of authenticity arises, the Office may require submission
of the original.

(¢) Requirementsfor electronic signature. A person signing a document electronically must:

(1) Personally enter any combination of letters, numbers, spaces and/or punctuation marks that the
signer has adopted as a signature, placed between two forward lash (“ /*) symbolsin the signature block
on the electronic submission; or

(2) Sgnthe verified statement using some other form of electronic signature specified by the Director.

(d) Signatory must beidentified. The first and last name, and the title or position, of the person who
signs a document in connection with a trademark application, registration, or proceeding before the
Trademark Trial and Appeal Board must be set forth immediately below or adjacent to the signature.

(e) Proper person to sign. Documents filed in connection with a trademark application or registration
must be signed as specified in paragraphs (e)(1) through (9) of this section.

(2) Responses, amendments to applications, requests for express abandonment, requests for
reconsideration of final actions, and requests to divide. Responses to Office actions, amendments to
applications, requests for express abandonment, requests for reconsideration of final actions, and requests
to divide must be signed by the owner of the application or registration, someone with legal authority to
bind the owner (e.g. a corporate officer or general partner of a partnership), or a practitioner qualified to
practice under § 11.14 of this chapter, in accordance with the following guidelines:
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(ii) 1f the owner is not represented by a practitioner qualified to practice under § 11.14 of this
chapter, the individual owner or someone with legal authority to bind the owner (e.g., a corporate officer
or general partner of a partnership) must sign. In the case of joint owners who are not represented by a
gualified practitioner, all must sign.

* % % %

(6) Requestsfor correction, amendment or surrender of registrations. A request for correction,
amendment or surrender of a registration must be signed by the owner of the registration, someone with
legal authority to bind the owner (e.g., a corporate officer or general partner of a partnership), or a
practitioner qualified to practice before the Office under § 11.14 of this chapter. In the case of joint owners
who are not represented by a qualified practitioner, all must sign.

* * k% %

(f) Signature as certification. The presentation to the Office (whether by signing, filing, submitting, or
later advocating) of any document by any person, whether a practitioner or non-practitioner, constitutes a
certification under § 11.18(b) of this chapter. Violations of § 11.18(b) of this chapter may jeopardize the
validity of the application or registration, and may result in the imposition of sanctions under 8 11.18(c) of
this chapter. Any practitioner violating § 11.18(b) may also be subject to disciplinary action. See § 11.18(d)
and § 11.804 of this chapter.

* % k% %

(i) Certified documentsrequired by statute. When a statute requires that a document be certified, a
copy or facsimile transmission of the certification is not acceptable.

Every document filed in an inter partes or ex parte proceeding before the Board, and every request for an
extension of time to file an opposition, must be signed by the party filing it, or by the party’s attorney or
other authorized representative, as appropriate, and the signatory must be identified. [Note 1.]

Documents filed through ESTTA, the Board's electronic filing system, do not require a conventional
signature. Electronic signatures pursuant to 37 C.ER. § 2.193(c) are required for electronic filings. The
party or its representative entersa“ symbol” that has been adopted as a signature. The Board will accept any
combination of |etters, numbers, space and/or punctuation marks as avalid signature if it is placed between
two forward slash (“/”) symbols. [Note 2.] The electronic signature entered on the ESTTA form is sufficient
astherequired signature for the entire submission, including in the absence of asignature on any attachment
to the filing form. [Note 3.] The electronic filing cover sheet in ESTTA must be signed by the party filing
it, the party’s attorney or other authorized representative, as appropriate. For further information regarding
thefiling of submissionsusing ESTTA, see TBMP § 110.

A party may act in its own behalf in a proceeding before the Board, if the party is domiciled in the United
States, or an attorney may represent the party. [Note 4.] See TBMP § 114 (Representation of a Party).

When an individual who isaparty to aBoard proceeding electsto act in hisor her own behalf, theindividual
must sign any documents that he or she files with the Board. If a party which is a partnership elects to act
inits own behalf, a partner should sign documentsfiled by the partnership. If a party whichisacorporation
or association electsto act in its own behalf, an officer thereof who is authorized to sign for the corporation
or association should sign for that corporation or association. If joint applicants elect to act on their own
behalf, al joint applicants must sign any documents filed with the Board. [Note 5.]

If adocument isfiled on behalf of a party by the party’s attorney or other authorized representative, it must
bear the signature of, and be personally signed or inserted by, that attorney or other representative, unless
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it isadocument required to be signed personally by the party. An attorney or other authorized representative
who signs a document, and then filesit with the Board on behalf of a party, should remember that his or her
signature to the document constitutes a certification of the elements specified in 37 C.ER. § 11.18(b), and
that aknowing violation of the provisions of that rule by an attorney or other authorized representative will
leave him or her open to disciplinary action. [Note 6.] SeeTBMP § 114.04 (regarding meaning of the
designation “other authorized representative”) and TBMP § 527.02 (regarding motions for Fed. R. Civ. P.
11 sanctions). A person transmitting paper documents, when permitted, for filing with the Board may sign
a cover letter or transmittal letter, and the Office does not require the party, attorney, or authorized
representative to sign a cover or transmittal |etter.

Itisnot appropriate for one person to sign a document for another person, as, for example, “ John Smith, for
John Doe” or “John Doe, by John Smith.” [Note 7.]

A document filed in a proceeding before the Board should include the first and last name, in typed or printed
form, of the person who signed [Note 8]; a description of the capacity in which he or she signed (e.g., as
the individual who is a party, if the filing party is an individua; as a corporate officer, if the filing party is
acorporation; or as the filing party’s attorney); and his or her business address and telephone number. The
inclusion of the signing person’s address and phone number on the submission itself isvital in therare case
any paper or physical submissions permitted under the rules because mail physically sent to the Officeis
opened in the Mail Room, and ordinarily the envel opes are discarded there before the mail is sent on to its
ultimate destination within the Office. Thus, the Board rarely sees the return addresses on the mailing
envelopes of papersfiled in Board proceedings.

In accordance with 37 C.F.R. § 2.193(b), alegible copy of the signed document isto be filed with the Board
because filings are required to be submitted using ESTTA. The origina should be retained as evidence of
authenticity. If aquestion asto the authenticity of afiled copy arises, the Office may require submission of
the original. [Note 9.]

Notwithstanding the requirement that a document filed before the Board be signed, an unsigned document
filed in paper form, when permitted, will not be refused consideration if a signed copy is submitted to the
Board within the time limit set in the notification of this defect by the Board. [Note 10.] Similarly, an
improperly signed document, whether filed in ESTTA or on paper, when permitted, will not be refused
consideration if a properly signed copy is submitted to the Board within the time set in the notification of
this defect by the Board. [Note 11.]

NOTES:

1.37 C.ER. §2.193(d); 37 C.ER. § 2.193(b); 37 C.ER. § 2.119(e); and 37 C.ER. § 11.18 (a).

2.37C.ER. 8§ 2.193(c)(1); 37 C.ER. § 2.102(a); 37 C.ER. § 2.111(b); ShutEmDown Sports Inc. v. Lacy,
102 USPQ2d 1036, 1039 n.12 (TTAB 2012) (applicant’s use of symbols qualified as a signature);
DaimlerChrysler Corp. v. Maydak, 86 USPQ2d 1945, 1946 (TTAB 2008) (applicant’s use of a symbol
between the forward slash marks, followed by his name, qualified as a signature); PPG Industries Inc. v.
Guardian Industries Corp., 73 USPQ2d 1926, 1927 (TTAB 2005).

3.37C.ER. §2.193(c)(1); DaimlerChrysler Corp. v. Maydak, 86 USPQ2d 1945, 1946 (TTAB 2008); PPG
Industries Inc. v. Guardian Industries Corp., 73 USPQ2d 1926, 1928 (TTAB 2005) (electronically signed
ESTTA form made notice of opposition acceptable athough attached pleading was not separately signed).
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4.37 CER. §11.14(a); 37 C.ER. § 11.14(e).

5.37 CER. §11.14(e). See 37 C.ER. 8§ 2.193(€)(2)(ii).

6. 37 C.ER. §2.193(f); 37 C.ER. § 11.18(c). Cf. Fed. R. Civ. P. 11. See also Clorox Co. v. Chemical Bank,,
40 USPQ2d 1098, 1100 n.9 (TTAB 1996) (accuracy in factual representations is expected). Pro se parties
arealso bound by 37 C.ER. §11.18.

7.37C.ER. 8§2.119(e) and 37 C.ER. § 11.18 (a); Boyds Collection Ltd. v. Herrington & Co., 65 USPQ2d
2017, 2018 (TTAB 2003) (response to motion signed by person on behalf of practitioner is inappropriate).

Cf. Cerveceria India Inc. v. Cerveceria Centroamericana, SA., 10 USPQ2d 1064, 1067 (TTAB 1989)
(Section 8 declaration signed by someone other than named person, while perhaps unacceptable, does not
constitute fraud), aff’d, 892 F.2d 1021, 13 USPQ2d 1307 (Fed. Cir. 1989).

8. See, eg., 37 C.ER. §2.193(d).

9.37 C.ER. § 2.193(b).

10. 37 C.ER. 8§ 2.119(e).

11. Cf. 37 C.ER. §2.119(e); Birlinn Ltd. v. Sewart, 111 USPQ2d 1905, 1908 (TTAB 2014) (Board applies
opportunity to cure provision in 2.119(e) to improperly signed papers, which defines the time period for
cure as “within the time limit set in the notification of this defect by the Office”).

106.03 Form of Submissions

37 C.ER. 8§ 2.126 Form of submissionsto the Trademark Trial and Appeal Board.

(8 Submissions must be made to the Trademark Trial and Appeal Board via ESTTA.
() Textinan electronic submission must be filed in at least 11-point type and double-spaced.

(2) Exhibits pertaining to an electronic submission must be made electronically as an attachment
to the submission and must be clear and legible.

(b) Inthe event that ESTTA is unavailable due to technical problems, or when extraordinary
circumstances are present, submissions may be filed in paper form. All submissionsin paper form, except
the extensions of timeto file a notice of opposition, the notice of opposition, the petition to cancel, or answers
thereto (see 88 2.101(b)(2), 2.102(a)(2), 2.106(b)(1), 2.111(c)(2), and 2.114(b)(1)), must include a written
explanation of such technical problemsor extraordinary circumstances. Paper submissionsthat do not meet
the showing required under this paragraph (b) will not be considered. A paper submission, including exhibits
and depositions, must meet the following requirements:

(1) A paper submission must be printed in at least 11-point type and double-spaced, with text on
one side only of each sheet;

(2) A paper submission must be 8to 8.5 inches (20.3 to 21.6 cm.) wide and 11 to 11.69 inches (27.9
to 29.7 cm.) long, and contain no tabs or other such devices extending beyond the edges of the paper;

(3) If apaper submission contains dividers, the dividers must not have any extruding tabs or other
devices, and must be on the same size and weight paper as the submission;

(4) A paper submission must not be stapled or bound;
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(5) All pages of a paper submission must be numbered and exhibits shall be identified in the manner
prescribed in § 2.123(g)(2);

(6) Exhibitspertainingto a paper submission must befiled on paper and comply with the requirements
for a paper submission.

(c) To be handled as confidential, submissions to the Trademark Trial and Appeal Board that are
confidential in whole or part pursuant to § 2.125(f) must be submitted using the “ Confidential” selection
availablein ESTTA or, where appropriate, under a separate paper cover. Both the submission and its cover
must be marked confidential and must identify the case number and the parties. A copy of the submission
for public viewing with the confidential portions redacted must be submitted concurrently.

The rules require that all submissions must be made to the Board via the Internet through ESTTA, subject
to certain limited exceptions permitting submissions to be made on paper. Any permitted paper submission
must be accompanied by a written explanation showing that ESTTA was unavailable due to technical
problems, or that extraordinary circumstances are present, and, where required, a Petition to the Director
with the requisite petition fee. [Note 1.] However, because ESTTA currently does not accept multimedia
files, the Board will continue its current practice of accepting the submission of physical DVDs or CDs as
exhibitsininter partes proceedingsfor the limited purpose of alowing partiesto submit multimediaevidence,
such as commercials. [Note 2.]

The requirements for electronic submissions over the Internet can be found in 37 C.ER. § 2.126(a).
Submissions over the Internet are made through ESTTA which is available on the USPTO website. [Note
3.] Using ESTTA, a person can complete and submit forms, with attachments and/or exhibits, to the Board
over the Internet, making an official filing online. ESTTA gives step-by-step instructions for properly
completing a form. Available forms and instructions can be found at: https://estta.uspto.gov. For more
information regarding ESTTA, see TBMP § 110.

The Board requires use of ESTTA for the filing of al submissions in Board proceedings. ESTTA permits
round-the-clock filing with real-time receipt confirmation, while reducing delay and the possibility of
mishandling of submissions within the USPTO. Many ESTTA filings are processed automatically, with an
appropriate Board order issuing within minutes of filing. ESTTA users are strongly urged to plan ahead.
Because unexpected problems can occur, users should keep filing deadlines in mind and allow plenty of
time to resolve any issue which may arise. The Board will provide general assistance to ESTTA filers but
cannot guarantee that any problem will be resolved prior to adeadline. If ESTTA filing is not possible prior
to adeadline for any reason, parties should timely submit their filings on paper using another accepted filing
method (e.g., certificate of mailing and Priority Mail Express® procedures). See TBMP § 111.02, et seq.
(Certificates of Mailing), and TBMP § 111.01, et seq. (Priority Mail Express®). Any paper filing must be
accompanied by a written explanation showing that ESTTA was unavailable due to technical problems, or
that extraordinary circumstances are present, and, where required, aPetition to the Director with therequisite
petition fee. Petitionsto file on paper are subject to 37 C.E.R. § 2.146, including the requirement for verified
facts.

The requirement for use of ESTTA under all circumstances for the filing of either extensions of time to
oppose or natices of opposition against Madrid Protocol applications, i.e., applications under Trademark
Act 8§ 66(a), 15 U.S.C. § 1141f(a), further enables the USPTO to fulfill its obligation to timely notify the
International Bureau of the World Intellectual Property Organization (“WIPQO") of oppasitions against
requests for extension of protection under the Madrid Protocol. A request for an extension of timeto oppose
a Madrid Protocol application which is not filed through ESTTA will be denied. Similarly, a notice of
opposition not filed through ESTTA against such an application will not be instituted. [Note 4.]
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Filers may call the Board with questions about filing at (571) 272-8500 or (800) 786-9199 (toll free).
Alternatively, filers may send non-urgent email inquiries to ESTTA @uspto.gov, and include a description
of the problem, the ESTTA tracking number and Board proceeding number (if any), and atelephone number
for contact. The Board will respond to email inquiries within two business days. The email addressis for
technical ESTTA questions only. Documents will not be accepted for filing by email.

The requirements for paper submissions, when permitted, are set out in 37 C.ER. § 2.126(b). A paper
submission must be 8 to 8.5 inches wide and 11 to 11.69 inches long, and printed in at least 11-point type
and double-spaced, with the text on one side only of each sheet. Business correspondence margins of one
inch are considered standard. If a paper submission contains dividers, the dividers may not contain tabs or
any devices that extend beyond the edges of the paper, and must be on the same size and weight paper as
the submission.

In addition, a paper submission must not be stapled or bound. Thisisimportant because al paper submissions
are scanned electronically into the Board's electronic information system and removing staples or binding
prior to scanning is difficult and time-consuming, especially where papers have been bound by machine.
Moreover, disassembling stapled or bound papers can damage pages, resulting in jammed scanning equipment
and increasing the possibility that pages will become lost or disordered during scanning. [Note 5.] These
are additional reasons why the Board requires all submissions to be made using ESTTA.

Any paper document filed with the Board must be either the original or a legible copy thereof, on good
quality paper. [Note 6.] Extra copies of a document should not be submitted. [Note 7.]

Exhibits pertaining to an el ectronic submission must befiled electronically through ESTTA as an attachment
to the submission and conform to the regquirements for electronic submissions, except when a party needs
to submit a multimedia exhibit on CD or DVD. [Note 8.] When making a submission of an exhibit on CD
or DVD, parties are advised to include in the accompanying ESTTA filing a** placeholder’” exhibit page to
indicate the CD or DVD exhibit, and to mail the CD or DVD to the Board. See TBMP § 110.02(c) regarding
size limitations. Exhibits to a submission are also subject to the requirements of 37 C.E.R. 8 2.126. A best
practice for electronic exhibits in PDF form is to use a separator page for each exhibit and to assign a
bookmark to that page with an alpha-numeric designation (such asA, B, C or 1, 2, 3) for easy navigation
and location of the exhibit.

Exhibits pertaining to a paper submission, where permitted, must be filed on paper and must comply with
the requirements for a paper submission. [Note 9.]

Aswith any paper submission, paper exhibits may not contain tabs, dividers or any such devicesthat extend
beyond the edges of the paper, and moreover, may not be stapled or bound. However, it is acceptable to use
binder clips or rubber bands, or similar devices that would alow for easy separation of the papers for
scanning.

Exhibits that are large, bulky, valuable, or breakable may be photographed or otherwise reproduced so that
an appropriate digitized or paper image of the exhibits can be filed with the Board in lieu of the originals.
Exhibits consisting of videotapes or audiotapes of commercials, demonstrations, etc., may not be filed
electronicaly.

The requirements for confidential submissions are specified in 37 C.ER. § 2.126(c). To be handled as
confidential, and kept out of the public record, submissions to the Board that are confidential must be filed
under a separate cover. Both the submission and its cover must be marked confidential and must identify
the case number and the parties. A copy of the submission with the confidential portions redacted must also
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be submitted for the public record. [Note 10.] Confidential materials must be filed through ESTTA using
the” CONFIDENTIAL” option. SeeTBMP § 120.02 and TBMP § 412.04 for information on filing confidential
materials.

The Board, in its discretion, may refuse to enter and consider submissions which are not in compliance with
37C.ER. §2.126.

Format of submissions. Apart from the identification, signature, and form requirements referred to above,
there is no particular format that submissions to the Board must follow. Nor does the Office have printed
forms for any documents filed in Board proceedings. Where possible, parties are encouraged to include a
citation to the TTABVUE docket entry and TTABVUE page number, e.g., 1 TTABVUE 2. [Note 11.] For
materia or testimony that has been designated confidential and which does not appear on TTABVUE, the
TTABVUE docket entry number where such material or testimony is located should be included in any
citation. [Note 12.]

Although there is no particular format that a submission must follow, in large record cases, the Board may
direct the parties on the form of submission for exhibits and may direct the parties to prepare and file an
appendix in a specific format. [Note 13.]

NOTES:

1.37 C.ER. 8§ 2.126(b); see also 37 C.ER. 8§ 2.101(b)(2), 37 C.ER. § 2.102(a)(2), 37 C.ER. § 2.106(b)(1),
37 C.ER. §2.111(c)(2), and 37 C.ER. § 2.114(b)(1).

2. MISCELLANEOUS CHANGES TO TRADEMARK TRIAL AND APPEAL BOARD RULES OF
PRACTICE, 81 Fed. Reg. 69950, 69966 (October 7, 2016). See also Wirecard AG v. Striatum Ventures
B.V, 2020 USPQ2d 10086, at *3 n.4 (TTAB 2020) (a party that wishes to submit audio or video files must
record the files on an appropriate medium such as CD-ROM or DVD and physically file it with the Board);
The Pierce-Arrow Society v. Spintek Filtration, Inc., 2019 USPQ2d 471774, at *1 n.8 (TTAB 2019) (Board
considered video documentary submitted on CD-ROM); Hunter Industries, Inc. v. Toro Co., 110 USPQ2d
1651, 1654-55 (TTAB 2014) (parties may not, by agreement, override Trademark Rule 2.126 provisions
for form of submissions; however, video and audio recordings of evidence such as commercials may be
submitted on CD-ROM), appeal dismissed per stipulation, No. 14-CV-4463 (D. Minn. Jan. 15, 2016).

3.37C.ER. 8§2.2(g); 37 C.ER. § 2.126(a).

4. InreBorlind Gesellschaft fiir kosmetische Erzeugnisse mbH, 73 USPQ2d 2019, 2021 (TTAB 2005).

5. Seealso RULES OF PRACTICE FOR TRADEMARK-RELATED FILINGS UNDER THE MADRID
PROTOCOL IMPLEMENTATION ACT; 68 Fed. Reg. 55748, 55760 (September 26, 2003).

6. See, eg., 37 C.ER. §2.126(a)(2) (must be clear and legible). See also Alcatraz Media, Inc. v. Chesapeake
Marine Tours Inc. dba Watermark Cruises, 107 USPQ2d 1750, 1758 n.16 (TTAB 2013) (“the onusis on
the party making the submissions to ensure that, at a minimum, all materials are clearly readable by the
adverse party and the Board”), aff’'d, 565 F. App’x 900 (Fed. Cir. 2014) (mem.); InreVirtual Independent
Paralegals, LLC, 2019 USPQ2d 111512, at *7 n.23 (TTAB 2019) (“the Board will consider evidence, or a
portion of the evidence, only if itisclear and legible).
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7. DelLorme Publishing Co. v. Eartha’s Inc., 60 USPQ2d 1222, 1222 n.1 (TTAB 2000) (papers should be
filed in single copies only unless otherwise required by rule); 1TC Entertainment Group Ltd. v. Nintendo
of Am. Inc., 45 USPQ2d 2021, 2022-23 (TTAB 1998) (unnecessary copies and attachments to motions
resulted in undue delay and a waste of Board resources); SDT Inc. v. Patterson Dental Co., 30 USPQ2d
1707, 1708 n.1 (TTAB 1994).

8. 37 C.ER. § 2.126(a). See also MISCELLANEOUS CHANGES TO TRADEMARK TRIAL AND
APPEAL BOARD RULES OF PRACTICE, 81 Fed. Reg. 69966 (October 7, 2016).

9. 37 C.ER. 8§ 2.126(b).

10. 37 C.ER. § 2.126(c).

11. Turdinv. Trilobite, Ltd., 109 USPQ2d 1473, 1476 n.6 (TTAB 2014).
12. Turdinv. Trilobite, Ltd., 109 USPQ2d 1473, 1476 n.6 (TTAB 2014).

13. AT&T Mobility LLC v. Thomann, 2020 USPQ2d 53785, at *12 (TTAB 2020) (parties directed to file
an appendix of al testimony and documentary evidence, identifying page number and relevance, and to
bookmark all exhibits submitted in PDF form by alpha-numeric designation).

107 How and Whereto File Permitted Paper Filingsand Fees

37 C.ER. 8§ 2.195 Filing date of trademark correspondence. The filing date of trademark correspondence
is determined as follows:

(8 Electronic Submissions. The filing date of an electronic submission is the date the Office receives
the submission, based on Eastern Time, regardless of whether that date is a Saturday, Sunday, or Federal
holiday within the District of Columbia.

(b) Paper Correspondence. The filing date of a submission submitted on paper is the date the Office
receives the submission, except as follows:

(1) Priority Mail Express®. Thefiling date of the submission isthe date of deposit with the USPS,
if filed pursuant to the requirements of § 2.198.

* % % %

(3) Office closed. The Office is not open to receive paper correspondence on any day that isa
Saturday, Sunday, or Federal holiday within the District of Columbia.

() Email and facsimile submissions. Email and facsimile submissions are not permitted and, if
submitted, will not be accorded a date of receipt.

(d) Interruptionsin USPS. If the Director designatesa postal serviceinterruption or emergency within
the meaning of 35 U.SC. 21(a), any person attempting to file correspondence by Priority Mail Express®
Post Office to Addressee service who was unable to deposit the correspondence with the USPS due to the
interruption or emergency may petition the Director to consider such correspondence asfiled on a particular
date in the Office. The petition must:

(D) Befiled promptly after the ending of the designated interruption or emergency;
(2) Includethe original correspondence or a copy of the original correspondence; and

(3) Include a statement that the correspondence would have been deposited with the USPS on the
requested filing date but for the designated interruption or emergency in Priority Mail Express® service;
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and that the correspondence attached to the petition is the original correspondence or a true copy of the
correspondence originally attempted to be deposited as Priority Mail Express® on the requested filing date.

The Board requires electronic filing using ESTTA for all submissionsin Board proceedings. However, for
those submissions that are permitted to be filed on paper due to the unavailability of ESTTA as aresult of
technical problems, or when extraordinary circumstances are present, the specific requirements for delivery
of such submissions to the Office are set out below.

Documentsrelating to proceedings before the Board may befiled during regular office hours by hand delivery
or by courier serviceto:

Trademark Assistance Center

James Madison Building - East Wing
Concourse Level, Room C55

600 Dulany Street

Alexandria, VA 22314

Such papers may also befiled by depositing them in the mail addressed to:

United States Patent and Trademark Office:
Trademark Trial and Appeal Board

PO. Box 1451

Alexandria,VA 22313-1451

Documents to be filed with the Board, including a notice of ex parte appeal, may not be filed by facsimile
transmission (“fax”). If documents are filed with the Board by fax transmission, they will not receive afiling
date. [Note 1.]

The Board does not accept any filings by email. [Note 2.] For information on filing submissions using
ESTTA, the Board’s electronic filing system, see TBMP § 110.

For information on how to pay fees, see TBMP § 118.
NOTES:

1. 37 CER. 8§ 2.195(c). See, e.g., Vibe Records Inc. v. Vibe Media Group LLC, 88 USPQ2d 1280, 1283
(TTAB 2008) (facsimile filing of notice of opposition not accepted).

2.37 C.ER. 8§ 2.195(c).

108 Filing Receipts

When a document intended for the Board is filed in the Office, it is possible to obtain areceipt evidencing
the date of such filing.

Documents uploaded to ESTTA, the Board's electronic filing system, are deemed filed upon successful
completion of transmission to the Board, including the receipt of any required fee. When documents are
successfully filed online using ESTTA, the filer will receive an on-screen acknowledgement of the filing,
including an ESTTA tracking number. Thefiler will also receive an email filing receipt including the ESTTA
tracking number and filing information which includes the number of pages transmitted. [Note 1.] If the
filer does not receive an on-screen acknowledgement and an email filing receipt, it should not assume that
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the paper has been successfully filed. Upon filing, the cover sheet for correspondence transmitted electronically
through ESTTA isautomatically affixed with the date the Office receives the compl ete transmission. Eastern
Time controls the filing date. [Note 2.] SeeTBMP § 110. Most ESTTA submissions are automatically
entered into the TTAB proceeding docket and appear in TTABVUE shortly after transmission, athough
some require manual processing, which can take up to aweek. If your ESTTA submission does not appear
in TTABVUE within aweek of transmission, please contact the TTAB at 571-272-8500, Mon-Fri. 8:30 am
to 5:00 pm, ET for assistance.

In the case of adocument permitted to be submitted on paper, if sent by mail, areceipt may be obtained by
submitting with the document a stamped, self-addressed postcard with sufficient information to identify
clearly the document, the party on whose behalf the paper is being filed, and the proceeding or application
in connection with which the document is being filed. When the Office receives the document and the
postcard, it will date-stamp both of them and mail the postcard back.

If adocument permitted to be submitted on paper is delivered by hand to the Trademark Assistance Center,
see TBMP § 107, the receipt may take the form of a postcard bearing appropriate identifying information,
or aduplicate copy of the document, or aduplicate copy of the transmittal |etter with appropriate identifying
information. The receipt and the document will be date-stamped and the receipt will be handed back to the
person who delivered the paper.

NOTES:

1. Weider Publications, LLC v. D&D Beauty Care Co., 109 USPQ2d 1347, 1351 (TTAB 2014), appeal
dismissed per stipulation, No. 2014-1461 (Fed. Cir. Oct. 10, 2014).

2.37 C.ER. §2.195(a). See MISCELLANEOUS CHANGES TO TRADEMARK TRIAL AND APPEAL
BOARD RULES OF PRACTICE, 81 Fed. Reg. 19296, 19296 (to be codified at 37 C.F.R. pt. 2 (proposed
April 4, 2016). See https://estta.uspto.gov_for instructions for filing using ESTTA.

109 Filing Date

37 C.ER. 8§2.195. Filingdate of trademark correspondence. Thefiling date of trademark correspondence
is determined as follows:

(8 Electronic submissions. The filing date of an electronic submission is the date the Office receives
the submission, based on Eastern Time, regardless of whether that date is a Saturday, Sunday, or Federal
holiday within the District of Columbia.

(b) Paper correspondence. Thefiling date of a submission submitted on paper is the date the Office
receives the submission, except as follows:

(1) Priority Mail Express®. The filing date of the submission is the date of deposit with the USPS,
if filed pursuant to the requirements of § 2.198.

* % % %

(3) Office closed. The Office is not open to receive paper correspondence on any day that isa
Saturday, Sunday, or Federal holiday within the District of Columbia.

() Email and facsimile submissions. Email and facsimile submissions are not permitted and, if
submitted, will not be accorded a date of receipt.

(d) Interruptionsin USPS. If the Director designatesa postal serviceinterruption or emergency within
the meaning of 35 U.S.C. 21(a), any person attempting to file correspondence by Priority Mail Express®
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Post Office to Addressee service who was unable to deposit the correspondence with the USPS due to the
interruption or emergency may petition the Director to consider such correspondence asfiled on a particular
date in the Office. The petition must:

(D) Befiled promptly after the ending of the designated interruption or emergency;
(2) Includethe original correspondence or a copy of the original correspondence; and

(3) Include a statement that the correspondence would have been deposited with the USPS on the
requested filing date but for the designated interruption or emergency in Priority Mail Express® service;
and that the correspondence attached to the petition is the original correspondence or a true copy of the
correspondence originally attempted to be deposited as Priority Mail Express® on the requested filing date.

The cover sheet for correspondence transmitted el ectronically through ESTTA isautomatically affixed with
the date the Office receives the complete transmission, including any required fee. [Note 1.] Eastern Time
controls the filing date. [Note 2.] Once a request is transmitted electronicaly, the system immediately
provides the sender with an email acknowledgement of receipt. For more information regarding ESTTA,

see TBMP § 110.

Mailed or hand-delivered correspondence, when permitted, is stamped with the date of receipt in the Office
(i.e., the“filing” date) unlessthe correspondence isfiled by the Priority Mail Express® procedure provided
in37 C.ER. §2.198. [Note 3]

When correspondenceintended for the Board isfiled by the“ Priority Mail Express® Post Officeto Addressee’

service of the United States Postal Service, the document's filing date is the date of deposit with the USPS,
as shown by the "date accepted" on the Priority Mail Express® label or other official USPS notation. If the
date of deposit with the Postal Service cannot be determined, the correspondence will be stamped with the
date of its actual receipt in the USPTO. [Note 4.]

The Board does not accept correspondence by facsimile. Any such filings, including a notice of ex parte
appeal, will not be accorded afiling date. [Note 5.]

When correspondence intended for the Board is filed by first-class mail with a certificate of mailing, in
accordance with the procedure described in 37 C.ER. § 2.197(a), it is stamped with the date of receipt of
the correspondencein the Office. The mailing date specified in the certificate of mailing isused for purposes
of determining the timeliness of the correspondence. The date of receipt isused for all other purposes. [Note
6.]

NOTES:

1. 37 C.ER. 8§ 2.195; Vibe Records Inc. v. Vibe Media Group LLC , 88 USPQ2d 1280, 1282 (TTAB 2008)
(receipt date of ESTTA submission is automatically affixed to paper). See https://estta.uspto.gov for
instructions for filing using ESTTA.

2. 37 C.ER, § 2.195. See MISCELLANEOUS CHANGES TO TRADEMARK TRIAL AND APPEAL
BOARD RULES OF PRACTICE, 81 Fed. Reg. 19296, 19296 (to be codified at 37 C.F.R. pt. 2 (proposed
April 4, 2016)).

3. 37 C.ER. § 2.195(b).

4.37 C.ER. §2.195(b)(1), 37 C.ER. § 2.198(a) and 37 C.FR. § 2.198(b). See 37 C.F.R. § 2.198(c) and 37
C.ER. 8 2.198(d), regarding procedures for petitioning the Director to correct afiling date discrepancy and
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for proceduresfor petitioning the Director if the* date accepted” by the Postal Service wasincorrectly entered
or omitted.

5. 37 C.ER. § 2.195(c). See also Vibe Records Inc. v. Vibe Media Group LLC, 88 USPQ2d 1280, 1283
(TTAB 2008) (fax transmission of notice of opposition not acceptable under any circumstances and not
accorded afiling date).

6. 37 C.ER. § 2.195(b)(2) and 37 C.ER. § 2.197(a). For information concerning the date stamped by the
USPTO on correspondence by “Priority Mail Express® Post Office to Addressee” when interruptions or
emergencies occur in the United States Postal Service, see 35 U.S.C. § 21 and 37 C.ER. § 2.195(d).

110 Electronic Filing Using ESTTA
110.01 In General

37CER.822

* % k% %

(g) The acronym ESTTA means the Electronic System for Trademark Trials and Appeals and, as used
in this part, includes all related electronic systems required to complete an electronic submission through
ESTTA.

* % % %

(r) Eastern Time means Eastern Sandard Time or Eastern Daylight Time, as appropriate.

() Theterm electronic submission as used in this part refers to any submission made through an
electronic filing system available on the Office's website, but not through email or facsimile transmission.

37 C.ER. 8§ 2.126 Form of submissionsto the Trademark Trial and Appeal Board.

(8 Submissions must be made to the Trademark Trial and Appeal Board via ESTTA.
(1) Textinan electronic submission must be filed in at least 11-point type and double-spaced.

(2) Exhibits pertaining to an electronic submission must be made electronically as an attachment
to the submission and must be clear and legible.

(b) Inthe event that ESTTA is unavailable due to technical problems, or when extraordinary
circumstances are present, submissions may be filed in paper form. All submissionsin paper form, except
the extensions of timeto file a notice of opposition, the notice of opposition, the petition to cancel, or answers
thereto (see 88 2.101(b)(2), 2.102(a)(2), 2.106(b)(1), 2.111(c)(2), and 2.114(b)(1)), must include a written
explanation of such technical problemsor extraordinary circumstances. Paper submissionsthat do not meet
the showing required under this paragraph (b) will not be considered. A paper submission, including exhibits
and depositions, must meet the following requirements:

(1) A paper submission must be printed in at least 11-point type and double-spaced, with text on
one side only of each sheet;

(2) A paper submission must be 8to 8.5 inches (20.3 to 21.6 cm.) wide and 11 to 11.69 inches (27.9
to 29.7 cm.) long, and contain no tabs or other such devices extending beyond the edges of the paper;

(3) If apaper submission contains dividers, the dividers must not have any extruding tabs or other
devices, and must be on the same size and weight paper as the submission;

(4) A paper submission must not be stapled or bound;
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(5) All pages of a paper submission must be numbered and exhibits shall be identified in the manner
prescribed in § 2.123(g)(2);

(6) Exhibitspertainingto a paper submission must befiled on paper and comply with the requirements
for a paper submission.

(c) To be handled as confidential, submissions to the Trademark Trial and Appeal Board that are
confidential in whole or part pursuant to § 2.125(f) must be submitted using the “ Confidential” selection
availablein ESTTA or, where appropriate, under a separate paper cover. Both the submission and its cover
must be marked confidential and must identify the case number and the parties. A copy of the submission
for public viewing with the confidential portions redacted must be submitted concurrently.

37 C.ER. §2.101(b)(1) An opposition to an application must be filed by the due date set forth in paragraph
(c) of this section through ESTTA.

37 C.E.R. §2.102(a)(1) A request to extend the time for filing an opposition to an application must be filed
through ESTTA by the opposition due date set forth in § 2.101(c).

37 C.ER. 8§ 2.101(b)(3) An opposition to an application based on Section 66(a) of the Act must be filed
through ESTTA and may not under any circumstances be filed in paper form.

37 C.ER. §2.102(a)(1) A request to extend the opposition period for an application based on Section 66(a)
of the Act must be filed through ESTTA and may not under any circumstances be filed in paper form.

37 C.ER. §2.111(c)(1) A petition to cancel a registration must be filed through ESTTA.

37 C.ER. 8 2.190(b) Electronic trademark documents. ... Documents that relate to proceedings before the
Trademark Trial and Appeal Board must be filed electronically with the Board through ESTTA.

37 C.ER. 8§ 2.195(a) Electronic submissions. The filing date of an electronic submission is the date the
Office receives the submission, based on Eastern Time, regardless of whether that dateisa Saturday, Sunday,
or Federal holiday within the District of Columbia.

ESTTA —the Electronic System for Trademark Trials and Appeals —isthe Board's electronic filing system.
ESTTA isaweb-based application available on the Internet. No special software (apart from aweb browser)
need be installed on the user’s computer in order to use ESTTA. Likewise, users need not open an account
or obtain a password, and there is no additional fee for use of ESTTA.

The Board requires use of ESTTA for the filing of al submissions in Board proceedings and for filing of
extensions of time to oppose. ESTTA permits round-the-clock filing with real-time receipt confirmation,
while reducing delay and the possibility of mishandling of submissions in route to or within the USPTO.
Many ESTTA filings are processed automatically, with an appropriate Board order issuing within minutes
of filing. Use of ESTTA helps filers avoid common (and sometimes fatal) pitfallsin filing, and allows the
Board to efficiently and expeditiously process and act upon filings.

Upon completion of a successful filing, a filer using ESTTA will receive both an on-screen and email
acknowledgement of receipt from ESTTA with the ESTTA tracking number and the filing information
including the officia filing date. Thefiling date is the date on which the complete ESTTA filing (including
any required fee) isreceived in the USPTO. Although an ESTTA filing can be made from anywhere in the
world, Eastern Time controls the filing date, not the local date from where the filing was made. [Note 1.]
ESTTA filers should not send hard copies of electronically-filed documents to the Board.
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The ESTTA user manual, ESTTA forms, and instructionsfor their use can be found at https://estta.uspto.gov/.
Contextually appropriate help is available throughout ESTTA by clicking on highlighted, hyper-linked
terms. These terms usually appear in blue, but may differ depending on your browser settings. Filers should
also check “What's New in ESTTA” for important user guidelines.

It is the responsibility of the party making submissions to the Board using ESTTA to ensure that the
submissions have been entered into the trial record. Parties are urged to check not only the ESTTA filing
receipts but also TTABVUE, the Board's electronic docket information and file database, to ensure that all
documents have been properly transmitted and entered. [Note 2.]

This section isnot intended to provide acomprehensive reference for use of ESTTA, but merely to emphasize
ESTTA's benefits and availability, and to provide some basic facts about its use.

NOTES:
1.37C.ER.§2.2; 37 C.ER. §2.195(a). See MISCELLANEOUS CHANGES TO TRADEMARK TRIAL

AND APPEAL BOARD RULES OF PRACTICE, 81 Fed. Reg. 19296, 19296 (to be codified at 37 C.F.R.
pt. 2 (proposed April 4, 2016)); https://estta.uspto.gov (instructions for filing using ESTTA).

2. Luxco, Inc. v. Consgo Regulador del Tequila, A.C., 121 USPQ2d 1477, 1506 n.195 (TTAB 2017);
Weider Publications, LLC v. D&D Beauty Care Co., 109 USPQ2d 1347, 1351 (TTAB 2014), apped
dismissed per stipulation, No. 2014-1461 (Fed. Cir. Oct. 10, 2014).

110.01(a) ESTTA isMandatory for All Filings
Use of ESTTA isrequired for thefiling of all submissionsin Board proceedings. [Note 1.]

Use of ESTTA previously had been mandatory only for the filing of either (1) extensions of time to oppose
Madrid Protocol applications, i.e., applications under Trademark Act 8 66(a), 15 U.S.C. § 1141f(a), or (2)
notices of opposition against Madrid Protocol applications. [Note 2.] The requirement for use of ESTTA
for such filings enables the USPTO to fulfill its obligation to timely notify the International Bureau of the
World Intellectual Property Organization of oppositions against requests for extension of protection under
the Madrid Protocol. A request for an extension of time to oppose a Madrid Protocol application which is
not filed through ESTTA will be denied in all circumstances. [Note 3.] Similarly, anotice of opposition not
filed through ESTTA against such an application will not be instituted under any circumstances. [Note 4.]
For afurther discussion of filing notices of opposition against Madrid Protocol applications using ESTTA,
see TBMP § 306.01.

In the rare circumstances the rules permit submissions in paper form, the paper submission must be
accompanied by a written explanation showing that ESTTA was unavailable due to technical problems, or
that extraordinary circumstances are present, and, where required, aPetition to the Director with therequisite
petition fee. [Note 5.] Petitions to file on paper are generally subject to 37 C.ER. § 2.146, including the
requirement for verified facts. [Note 6]. However, a Petition to the Director to accept paper submission of
a petition to cancel a registration on the fifth year anniversary of the date of registration is subject to the
requirements of 37 C.E.R. § 2.147(b), including the requirement for a declaration under 37 C.ER. § 2.20
or 28U.S.C. §1746. [Note 7.]
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NOTES:

1. See 37 C.ER. § 2.126(a) (submissions must be made through ESTTA); 37 C.E.R. § 2.101(b) (notices of
opposition must be filed through ESTTA); 37 C.ER. § 2.102(a)(1) (extensions of time to oppose must be
filedin ESTTA); 37 C.ER. § 2.102(a)(2) (extensions of time to oppose Trademark Act § 66(a) applications
must be filed through ESTTA); 37 C.ER. § 2.101(b)(2) (notice of opposition against § 66(a) application
must be filed through ESTTA); 37 C.ER. § 2.111(c)(1) (petition to cancel must be filed through ESTTA).
37 C.ER. §2.190(b) (electronic trademark documents).

2. See 37 C.ER. § 2.126 (Form of Submissions to the Trademark Trial and Appea Board); 37 C.ER. §
2.102(a)(2) (extensions of time to oppose Trademark Act § 66(a), 15 U.S.C. § 1141f(a) applications must
be filed through ESTTA); 37 C.ER. § 2.101(b)(2) (notice of opposition against § 66(a) application must be
filed through ESTTA). See, eg., CSC Holdings LLC v. SAS Optimhome, 99 USPQ2d 1959, 1960 (TTAB
2011) (opposition to § 66(a) application must befiled viaESTTA); Hunt Control Systemsinc. v. Koninklijke
Philips Electronics N.V., 98 USPQ2d 1558, 1561 (TTAB 2011) (same); O.C. Seacrets Inc. v. Hotelplan
ltalia Sp.A., 95 USPQ2d 1327, 1328 n.2 (TTAB 2010) (same).

3. InreBorlind Gesellschaft fiir kosmetische Erzeugnisse mbH, 73 USPQ2d 2019, 2020-21 (TTAB 2005).

4. SeeIn re Borlind Gesellschaft fir kosmetische Erzeugnisse mbH, 73 USPQ2d 2019, 2020-21 (TTAB
2005).

5.37 C.ER. §2.101(b)(2); 37 C.E.R. § 2.102(a)(2); 37 C.ER. 8§ 2.111(c)(2)(i); 37 C.ER. § 2.126(b).

6. 37 C.ER. § 2.101(b)(2); 37 C.ER. § 2.102(a)(1); 37 C.ER. § 2.111(c)(2)(i).

7. 37 C.ER. 8 2.111(c)(2)(ii).

110.01(b) Plan Ahead

ESTTA users are strongly urged to plan ahead. Because unexpected problems can occur, users should keep
filing deadlinesin mind and allow plenty of time to resolve any issue which may arise. [Note 1.] The Board
will provide general assistance to ESTTA filers, see TBMP § 110.04 (Questions about ESTTA Filing), but
cannot guarantee that any problem will be resolved prior to a deadline. As discussed above, ESTTA filing
ismandatory. If ESTTAfiling is not possible prior to a deadline for any reason, parties should timely submit
their filings on paper, using another filing option as appropriate (e.g., certificate of mailing or Priority Mail

Express® procedures) . See TBMP § 111.02 (Certificate of Mailing), and TBMP § 111.01 (Priority Mail
Express® procedure). Any paper filing must be accompanied by awritten explanation showing that ESTTA
isunavailable dueto technical problems, or that extraordinary circumstances are present, and, where required,
aPetition to the Director with the requisite petition fee. Petitionsto file on paper are generally subject to 37
C.ER. 8 2.146, including the requirement for verified facts. [Note 2.] However, a Petition to the Director
to accept paper submission of a petition to cancel aregistration on the fifth year anniversary of the date of
registration is subject to the requirements of 37 C.ER. § 2.147(b), including the requirement for adeclaration
under 37 C.E.R. § 2.20 or 28 U.S.C. § 1746. [Note 3]

Please Note: An extension of time to oppose, or a notice of opposition involving an application under
Trademark Act 8§ 66(a) must be filed through ESTTA, and may not under any circumstances be filed in
paper form. [Note 4.] Users should not anticipate that the Board will extend a deadline because it was not
possibleto file a submission by ESTTA on the due date.
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NOTES:

1. Vibe Records Inc. v. Vibe Media Group LLC, 88 USPQ2d 1280, 1282-83 (TTAB 2008) (ESTTA filer
encountered unexpected problem in ESTTA filing; filer transmitted notice of opposition by fax. Held:
ESTTA filing not received and fax filing is unacceptable; opposition dismissed as a nullity.).

2. 37 C.ER. §2.101(b)(2); 37 C.ER. § 2.102(a)(1); 37 C.ER. § 2.111(c)(2)(i).

3. 37 C.ER. 8 2.111(c)(2)(ii).

4. See 37 C.ER. §2.102(a)(1) (extension of timeto oppose) and 37 C.ER. § 2.101(b)(3) (notice of opposition).

CSC HoldingsLLC v. SASOptimhome, 99 USPQ2d 1959, 1960 (TTAB 2011) (any opposition to a Trademark
Act 8§ 66(a), 15 U.S.C. § 1141f(a), application must be filed through ESTTA); Hunt Control System, Inc.
v. Koninklijke Philips Electronics N.V,, 98 USPQ2d 1558, 1561 (TTAB 2011) (same); O.C. Seacrets Inc.
v. Hotelplan Italia Sp.A., 95 USPQ2d 1327, 1328 n.2 (TTAB 2010) (same).

110.02 Attachmentsto ESTTA Filings
110.02(a) In General

Many ESTTA forms permit or require the filer to attach an electronic file to be transmitted to the Board as
part of thefiling. For instance, an ESTTA user filing anotice of opposition or petition for cancellation must
attach to itsfiling a pleading (i.e., a short and plain statement showing that the filer is entitled to relief).
Likewise, aparty filing a motion for summary judgment must attach a motion, as well as any affidavits or
other evidence in support of it. When such afile can or must be attached, ESTTA will prompt the user to
identify thefile on the user’'s computer and attach it to the ESTTA submission. Once afile has been selected
and attached, the file may be opened in a separate window so that the user may determine whether all of the
relevant pages of the selected file or files have been designated for filing.

110.02(b) Form of ESTTA Attachments

Attachmentsto ESTTA filings may bein PDF, TIFF or TXT format. [Note 1.] PDF is preferred, and should
be used, if possible. Files should be formatted in letter size (8.5” x 11”), and should be rendered at 300 dpi
resolution. ESTTA will accept either color or black and white PDF documents for uploading. It is
recommended that all documents submitted electronically via ESTTA be “machine readable” to alow the
Board and others to search the document using key words, and also mark and copy text from it. Most word
processors feature drop-down optionsto “create .pdf,” “save to .pdf,” or “print to .pdf.”

Thefiler is responsible for ensuring that all Board submissions — including attachments to ESTTA filings
— are legible. Filers should be aware that the quality of ESTTA submissions is often better than those
submitted in paper. [Note 2.] Problems with image quality sometimes arise when poor quality documents
are scanned or when the quality of legible documents is degraded in the scanning process; these problems
typically arisein documents (or parts of documents) featuring graphical material, as opposed to text. Quality
can sometimes be significantly degraded when contrast settings used in scanning are not appropriate for
graphical material, or when color materials are scanned or copied in black and white prior to submission.
If legibility of material in color or grayscale isimportant, filers are urged to scan the papersin color and to
adjust the scanner’s contrast settings to achieve acceptable results prior to ESTTA filing. Users are urged
to check the quality of their submission in TTABVUE after filing. TTABVUE contains the same images
that the Board will usein considering the submission; if the TTABVUE image is not of acceptable quality,
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the user should not assume that the Board will be able to view and consider it appropriately. [Note 3.]
Origina paper documents, when such submissions are permitted, are retained for a period of time, usually
less than one year, because, the Board works from the scanned images, rather than the originals.

In addition, electronically submitted pleadings, maotions, briefs, and the like must be formatted for at least
11-point type and be double-spaced. [Note 4.] Exhibits to pleadings, motions, and briefs need not be
reformatted to meet these requirements, but must be legible.

NOTES:

1. PDF standsfor Portable Document Format, a platform-independent, open standard for document exchange.
TIFF stands for Tagged Image File Format. TXT is used here to denote a plain-text file format (with .txt
extension), with little or no formatting or graphics capability. TIFF and TXT fileswill be converted to PDF
format when they are received by ESTTA. Most word processing programs can directly convert files into
one of these formats. Alternatively, papers can usually be scanned in PDF or TIFF format.

2. Inre Loggerhead Tools, LLC, 119 USPQ2d 1429, 1433 n.5 (TTAB 2016) (filers are responsible for
ensuring that all submissionsarelegible). All paper submissions, when permitted, are scanned by the Board
upon receipt. Please Note: whether filed in paper form or filed electronically, papers scanned into TTABVUE
appear the same way they look aswhen they are submitted. See, eg., Inre Sela Products., LLC, 107 USPQ2d
1580, 1584 n.5 (TTAB 2013) (examining attorney's brief complied with the pagelimit in theword processing
application but the pagination was changed such that the brief appeared over the limit when the brief was
rendered into an imagein TTABVUE).

3. InreVirtual Independent Paralegals, LLC, 2019 USPQ2d 111512, at *7 n.23 (TTAB 2019) (“If evidence
is not legible, we cannot consider it”; “the Board will only consider evidence or a portion of the evidence
if itis clear and legible.”); Luxco, Inc. v. Consejo Regulador del Tequila, A.C., 121 USPQ2d 1477, 1506
n.195 (TTAB 2017) (party has responsibility of ensuring submission entered into record); Weider
Publications, LLC v. D&D Beauty Care Co., 109 USPQ2d 1347, 1350-51 (TTAB 2014) (duty of party
making submissions to ensure they were entered into the trial record), appeal dismissed per stipulation,
No. 2014-1461 (Fed. Cir. Oct. 10, 2014); Turdin v. Trilobite, Ltd., 109 USPQ2d 1473, 1476 n.6 (TTAB
2014) (“the Board primarily uses TTABVUE in reviewing evidence”); Alcatraz Media, Inc. v. Chesapeake
Marine Tours Inc. dba Watermark Cruises, 107 USPQ2d 1750, 1758 n.16 (TTAB 2013) (“the onusis on
the party making the submissions to ensure that, at a minimum, all materials are clearly readable by the
adverse party and the Board™), aff’d, 565 F. App’x 900 (Fed. Cir. 2014) (mem.).

4.37 C.ER. §2.126(a).

110.02(c) SizeLimitations

ESTTA is suited for large filings such as tria testimony and notices of reliance. There is no specific limit
to the amount of evidence one may submit in support of a Board proceeding. However, filers should use
reason and avoid the submission of irrelevant or merely cumulative evidence. The unnecessary submission
of large recordsis a significant burden upon the Board. [Note 1.] See TBMP § 702.05 for moreinformation
about submission of large records in general.

Filers should, however, be aware of certain system limitations. Filers may attach one or more files to any
ESTTA form that permits or requires an attachment. The size limit for each file attached is 6 MB, and the
aggregate of all attached files for asingle ESTTA transmission may not exceed 53 MB. However, because
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very large files degrade the performance of the Board's electronic file system, filers should limit each
ESTTA submission to no more than an aggregate (all attached files combined) so as not to exceed the
limitations. If asingle submission, e.g., asingle testimonial transcript or notice of reliance, will exceed the
limitations, it should be broken into two or more submissions, in logical segments, filed consecutively.

NOTES:

1. Corporacion Habanos SA v. Guantanamera Cigars Co., 102 USPQ2d 1085, 1091 (TTAB 2012) (excessive
record on a single issue); General Mills Inc. v. Fage Dairy Processing Industry SA, 100 USPQ2d 1584,
1591 (TTAB 2011) (excessively large record); UMG Recordings Inc. v. Mattel Inc., 100 USPQ2d 1868,
1873 (TTAB 2011) (parties submitted much more evidence than was necessary to support respective
positions).

110.03 Service of ESTTA Filings

Except for the notice of opposition, the petition to cancel, or notice of a concurrent use proceeding, every
submission filed in aBoard inter partes proceeding must be served upon the other partiesto the proceeding,

and proof of service must be provided before the paper will be considered. [Note 1.] For all other submissions
filed in ESTTA, thefiler must include a certificate of service as an attachment (or as part of an attachment)

to the ESTTA filing as proof of service. However, many of the ESTTA forms, e.g., “ consent motion forms,”

include a certificate of service as part of the ESTTA submission. In that instance only, the filer need not add
a certificate of service to the attached document.

In addition to the requirement for a certificate of service, all submissions must actually be served upon the
other parties to the proceeding by email, unless otherwise stipulated. [Note 2.] SeeTBMP § 113 (Service

of Papers).

The Board effects service only of the notice of opposition or petition to cancel or notice of concurrent use
proceeding by providing, in the notice of institution, a web link or web address to access the electronic
proceeding record. [Note 3.] For all other filings, ESTTA does not automatically serve papersupon opposing
parties. [Note 4.]

For a further discussion regarding the filing of a notice of opposition or a petition for cancellation using
ESTTA, and notification, see TBMP § 306.01 (notice of opposition); and TBMP § 307.01-TBMP § 307.02
(petition for cancellation).

NOTES:

1.37 C.ER. §2.119(a); 37 C.ER. § 2.105(a); 37 C.ER. § 2.113(a).

2. See, eq., Springfield Inc. v. XD , 86 USPQ2d 1063, 1064 (TTAB 2008) (* The proof of service requirement
assumes actual service on applicant, or its attorney or domestic representative of record, if any.”). Seealso 37
C.ER. § 2.119(b).

3. 37 C.ER. §2.99(d)(1); 37 C.ER. § 2.105(a); 37 C.ER. § 2.113(a).

4. See, e.g., Coffee Sudio LLC v. Reign LLC, 129 USPQ2d 1480, 1482 (TTAB 2019) (filing notice sent to
each party by ESTTA does not consgtitute service); Equine Touch Foundation Inc. v. Equinology Inc., 91
USPQ2d 1943, 1944 n.5 (TTAB 2009) (“Actual forwarding of the service copy, however, isthe responsibility
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of thefiler, as ESTTA does not effect service for the filer.”); Schott AG v. Scott, 88 USPQ2d 1862, 1863
n.3 (TTAB 2008) (same).

110.04 QuestionsAbout ESTTA Filing

Filers may call the Board with questions about filing at (571) 272-8500 or (800) 786-9199 (toll free) from
8:30 am. until 5:00 p.m. (Eastern Time). Alternatively, filers may send non-urgent email inquiries to
ESTTA @uspto.gov, and include a description of the problem, the ESTTA tracking number and Board
proceeding number (if any), and atelephone number for contact. The Board will respond to email inquiries
within two business days. The email addressisfor technical ESTTA questions only. Submissions will not
be accepted for filing by email. SeeTBMP § 107 (“The Board does not accept any filings by email.”).

ESTTA users are encouraged to contact the Board when ESTTA is not working as expected. Whether or
not one is able to overcome a problem, others are likely to have similar difficulties. Absent notification by
users, the Board may be unaware of the problem, delaying any necessary repair.

111 Priority Mail Express® and Certificate of Mailing Procedures

The procedures described below apply to submissionsin paper form.

The Priority Mail Express® procedure discussed below at TBMP § 111.01 and the certificate of mailing
procedure discussed below at TBMP § 111.02 apply only to paper submissions that meet an exception to

the requirement that submissions be filed electronically using ESTTA. For information regarding the
electronic filing of submissions through ESTTA, see TBMP § 110.

111.01 Priority Mail Express® - In General

37 C.ER. § 2.198 Filing of correspondence by Priority Mail Express®.

(@) Thefiling date of correspondence submitted under this section is the date of deposit with the USPS
as shown by the "date accepted" on the Priority Mail Express® label or other official USPS notation.

(b) If the USPSdeposit date cannot be determined, the filing date is the date the Office receives the
submission.

(c) If thereisadiscrepancy between the filing date accorded by the Office to the correspondence and
the “ date accepted,” the party who submitted the correspondence may file a petition to the Director under
§ 2.146(a)(2) to accord the correspondence a filing date as of the “ date accepted.” The petition must:

(1) Befiled within two months after the date of deposit;

(2) Include a true copy of the Priority Mail Express® mailing label showing the “ date accepted,
and any other official notation by the USPSrelied upon to show the date of deposit; and

(3) Include a verified statement attesting to the facts of the original mailing.

(d) If the party who submitted the correspondence can show that the “ date accepted” was incorrectly
entered or omitted by the USPS the party may file a petition to the Director under § 2.146(a)(2) to accord
the correspondence a filing date as of the date the correspondence is shown to have been deposited with
the USPS. The petition must:

(D) Befiled within two months after the date of deposit;

(2) Include proof that the correspondence was deposited in the Priority Mail Express® Post Office
to Addressee service prior to the last scheduled pickup on the requested filing date. Such proof must be
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corroborated by evidence from the USPS or evidence that came into being within one business day after
the date of deposit; and

(3) Include a verified statement attesting to the facts of the original mailing.

(e) If correspondenceis properly addressed to the Office pursuant to § 2.190 and deposited with
sufficient postage in the Priority Mail Express® Post Office to Addressee service of the USPS, but not
received by the Office, the party who submitted the correspondence may file a petition to the Director under
§ 2.146(a)(2) to consider such correspondence filed in the Office on the USPS deposit date. The petition
must:

(1) Befiled within two months after the date of deposit;

(2) Includea copy of the previously mailed correspondence showing the number of the Priority Mail
Express® mailing label thereon; and
(3) Include a verified statement attesting to the facts of the original mailing.

The Priority Mail Express® Post Office to Addressee service is not applicable to the filing of an extension
of time to oppose a Trademark Act § 66(a) application, 15 U.S.C. §1141f(a), or a notice of opposition
involving an application under Trademark Act 8§ 66(a). [Note 1.]

Any paper or fee that meets an exception of the requirement to file through ESTTA, can be filed utilizing
the Priority Mail Express® Post Office to Addressee service of the United States Postal Service, and be
considered as having been filed in the Office on the date of deposit with the USPS. [Note 2.]

In effect, the Priority Mail Express® procedure permits all types of permitted correspondence intended for
the Board to be sent by the Priority Mail Express® Post Office to Addressee service even on the due date
for the correspondence and still be considered timely, notwithstanding the fact that the mailed correspondence
may not be received by the Board until after the due date. Thisfiling procedure applies only to the Priority
Mail Express® Post Office to Addressee service of the United States Postal Service, not any third-party
carrier that offers overnight delivery. [Note 3.]

Please Note: Priority Mail Express® now substitutes for “Express Mail”
NOTES:

1. 37 C.E.R. § 2.102(a)(1) (extension of time to oppose) and 37 C.F.R. § 2.101(b)(3) (notice of opposition).

2. See 37 C.ER. 8§ 2.198(a). See also TMEP § 305.03 for Priority Mail Express® procedures for the
Trademark Examining Operation.

3. See eg., InrePacesetter Group, Inc., 45 USPQ2d 1703, 1704 (Comm’r 1994) (correspondence sent by
Federal Express not entitled to benefit of Express Mail procedure).

111.01(a) Requirementsfor Priority Mail Express®

Prior to the original mailing, the Priority Mail Express® mailing label number should be placed on
correspondence filed thereunder. The number of the mailing label should be placed on each separate
submission and each fee transmitted, either directly on the document or on a separate paper firmly and
securely attached to the document.
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A party meeting an exception of the requirement to file submissionsin Board proceedings through ESTTA
who electsto send mail to the Board by the Priority Mail Express® service of the U.S. Postal Service should
be careful to use the "Priority Mail Express® Post Office to Addressee” service, rather than the Priority
Mail Express® “Hold for Pickup” service which delivers the mail Post Office to Post Office.

111.01(b) Questionable Date of Mailing

If the “date accepted” appearing on the Priority Mail Express® label isillegible, the filing date will be the
actual receipt date by the USPTO. 37 C.ER. § 2.198(b). If there is a discrepancy between the filing date
assigned by the Office and the date of deposit, the person who filed the correspondence may petition the
Director to accord the “date accepted” date by providing the evidence set forth in 37 C.ER. § 2.198(c), 37
C.ER. §2.198(d), and 37 C.ER. § 2.198(e). [Note 1.]

NOTES:
1. SeeTMEP § 305.03 for further information on petitions to change the filing date.
111.02 Certificate of Mailing—1n General

37 C.ER. § 2.197 Certificate of mailing.

(&8 Thefiling date of correspondence submitted under this section is the date of deposit with the USPS
if the correspondence:

(1) Isaddressed asset out in § 2.190 and deposited with the USPSwith sufficient postage asfirst-class
mail; and
(2) Includes a certificate of mailing for each piece of correspondence that:
(i) Atteststo the mailing and the address used;

(if) Includes the name of the document and the application serial number or USPTO reference
number, if assigned, or registration number to which the document pertains;

(iii) 1ssigned separately from any signature for the correspondence by a person who has a
reasonable basis to expect that the correspondence would be mailed on the date indicated; and

(iv) Setsforth the date of deposit with the USPS

(b) If correspondence is mailed in accordance with paragraph (a) of this section, but not received by
the Office, the party who mailed such correspondence may file a petition to the Director under § 2.146(a)(2)
to consider such correspondence filed in the Office on the date of deposit with the USPS. The petition must:

(1) Befiled within two months after the date of mailing;
(2) Include a copy of the previously mailed correspondence and certificate; and
(3) Include a verified statement attesting to the facts of the original mailing.

(c) If the certificate of mailing does not meet the requirements of paragraph (a)(2) of this section, the
filing date is the date the Office receives the submission.

A party meeting an exception of the requirement to file submissionsin Board proceedings through ESTTA
who elects to file correspondence by mail may utilize the certificate of mailing procedure.

Permitted correspondence required to be filed within a set period of timewill be considered as being timely
filed, even though the correspondenceis not received by the Office until after the expiration of the set period,
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if, prior to the expiration of the set period, (1) the correspondenceis mailed to the Office by first-class mail,
with the proper address, and (2) includes a certificate of mailing which meets the requirements specified in
37 C.ER. § 2.197(a). [Note 1.]

In effect, the certificate of mailing procedure permits correspondence to be sent to the Office by first-class
mail, even on the due date for the correspondence and still be considered timely, notwithstanding the fact
that the mailed correspondence will not be received in the Office until after the due date. [Note 2.]

However, the Board, initsdiscretion, may require additional evidenceto determineif correspondence which
bears a certificate of mailing or a certificate of transmission wastimely filed, i.e., was mailed or transmitted
on the date stated in the certificate. [Note 3.]

The certificate of mailing procedure applies to the filing of many types of correspondence in Board
proceedings. However, the certificate of mailing procedure is not available for extensions of time to oppose

Trademark Act 8§ 66(a) applications or for thefiling of oppositionsinvolving Trademark § 66(a) applications.
SeeTBMP § 111.02(f).

The certificate of facsimile transmission procedure is no longer available for any submissions. [Note 4.]
SeeTBMP § 107 (How and Where to File Papers and Fees).

NOTES:

1.37C.ER.82.197(a); InreLSBedding, 16 USPQ2d 1451, 1452-53 (Comm’r 1990) (certificate of mailing
procedure is used to determine timeliness, while the actual receipt date is used for all other purposes, such
as an application filing date). See Hornblower & Weeks Inc. v. Hornblower & Weeks Inc., 60 USPQ2d
1733, 1734 n.2 (TTAB 2001) (no certificate of mailing).

2. SeeLuemme Inc. v. D.B. Plusinc., 53 USPQ2d 1758, 1759 n.1 (TTAB 1999) (motion to extend filed by
a certificate of mailing dated next business day was timely where the period closed on the preceding day, a
Sunday).

3. S Industries Inc. v. Lamb-Weston Inc., 45 USPQ2d 1293, 1295 (TTAB 1997) (where prima facie proof
of certificate of mailing is rebutted by other evidence, person signing certificate must submit an affidavit
specifying the date of actual deposit). Cf. InreKlein, 6 USPQ2d 1547, 1551-52 (Comm’'r 1987), aff’d sub
nom. Klein v. Peterson, 696 F. Supp. 695, 8 USPQ2d 1434 (D.D.C. 1988), aff’d 866 F.2d 412, 9 USPQ2d
1558 (Fed. Cir. 1989).

4. See CHANGES TO THE TRADEMARK RULES OF PRACTICE TO MANDATE ELECTRONIC
FILING, 84 Fed. Reg. 37081, 37085 (July 31, 2019). (“[F]acsimiletransmissions ... are not permitted under
this rule for any applications or submissions.”).

111.02(a) Requirementsfor Certificate

37 C.ER. § 2.190 Addressesfor trademark correspondence with the United States Patent and Trademark
Office.

(8 Paper trademark documents. In general, trademark documents to be delivered by the USPS must

be addressed to: Commissioner for Trademarks, P.O. Box 1451, Alexandria, VA 22313-1451.
Trademark-related documents to be delivered by hand, private courier, or other delivery service may be
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delivered during the hours the Office is open to receive correspondence to the Trademar k Assistance Center,
James Madison Building--East Wing, Concourse Level, 600 Dulany Street, Alexandria, Virginia 22314.

(b) Electronic trademark documents. Trademark documents filed electronically must be submitted
through TEAS. Documents that relate to proceedings before the Trademark Trial and Appeal Board must
be filed electronically with the Board through ESTTA.

(c) Trademark assignment documents. Requests to record documents in the Assignment Recordation
Branch may be filed electronically through ETAS. Paper documents and cover sheets to be recorded in the
Assignment Recordation Branch should be addressed as designated in § 3.27 of this chapter.

(d) Requestsfor certified copies of trademark documents. Paper requests for certified copies of
trademark documents must be addressed to: Mail Stop Document Services, Director of the United States
Patent and Trademark Office, P.O. Box 1450, Alexandria, Virginia 22313-1450.

(e) Certain documentsrelating to international applications and registrations. International
applicationsunder § 7.11, subsequent designations under 8 7.21, responses to notices of irregularity under
§ 7.14, requests to record changes in the International Register under § 7.23 and § 7.24, requests to note
replacements under § 7.28, requests for transformation under 8. 7.31 of this chapter, and petitionsto the
Director to review an action of the Office's Madrid Processing Unit must be addressed to: Madrid Processing
Unit, 600 Dulany Street, Alexandria, VA 22314-5796.

The requirements for filing trademark-related documents on paper (except for paper trademark-related
documents sent to the Assignment Recordation Branch for recordation and requests for certified copies of
trademark application and registration documents) by the certificate of mailing procedure are as follows:

(2) Prior to the expiration of the set period, the correspondence must be deposited with the U.S. Postal
Service, with sufficient postage as first-class mail, addressed to:

United States Patent and Trademark Office
Trademark Trial and Appeal Board

PO. Box 1451

Alexandria,VA 22313-1451

and;

(2) Each piece of correspondence must include a certificate which states the date of deposit with the USPS,
attests to the mailing and the address used, includes the name of the document and the application serial
number, reference number, or registration to which it pertains, and is signed (separate and apart from any
signature for the piece of correspondence itself) by a person who has a reasonable basis to expect that the
correspondence will be mailed on or before the date indicated. [Note 1.]

Paper trademark-related documents sent to the Assignment Recordation Branch for recordation should be
addressed to: Mail Stop Assignment Recordation Branch Services, Director of the United States Patent and
Trademark Office, PO. Box 1450, Alexandria, Virginia 22313-1450. If a certificate of mailing is used on
such correspondence, it should specify that address. [Note 2.]

Requestsfor certified copies of trademark documents pertaining to applications and registrations are handled
by the USPTO Patent and Trademark Office Certified Copy Center. Requests are submitted online at
https://certifiedcopycenter.uspto.gov/. SeeTBMP § 121 for further information on obtaining file copies.

The Assignment Recordation Branch of the Public Records Division also has an electronic trademark
assignment recording form on the Office website. The system is called ETAS (Electronic Trademark
Assignment System) and allows customers to create and submit a Trademark Assignment Recordation
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Coversheet by completing online web forms and attaching the supporting legal documentation. The form
and additional information can be accessed at www.uspto.gov/trademar ks/process/assign.jsp. [Note 3.]

The certificate of mailing procedure may not be used for mail sent to the United States Patent and Trademark
Office from a foreign country, because U.S. Postal Service first-class mail services are not available in
foreign countries.

A certificate of mailing should be clearly labeled as such and should include a reference to the proceeding
number to which it pertains, the date of mailing, and the signature of the person attesting that the document
is being mailed on a certain date. When possible, the certificate should appear on the paper being mailed,
rather than on a separate sheet of paper.

NOTES:

1.37 C.ER. 8§ 2.197(a) and 37 C.E.R. § 2.195(b)(3).

2.37 C.ER. 82.190(c); 37 C.ER. 8§ 3.27.

3. 37 C.ER. § 2.190(c).

111.02(b) Suggested For mat

Shown below isasuggested format for acertificate of mailing, under 37 C.E.R. 8 2.197, for trademark-related
mail (except for trademark-related documents sent to the Assignment Recordation Branch for recordation
and requests for certified copies of trademark application and registration documents):

Certificate of Mailing

| hereby certify that this correspondence

is being deposited with the United States
Postal Service with sufficient postage as
First-class mail in an envelope addressed to:
ATTN: Trademark Trial and Appeal Board
Commissioner for Trademarks

P.O. Box 1451

Alexandria, VA 22313-1451

on

Date Sgnature
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Typed or printed name of
person signing certificate
111.02(c) Location of Certificate

If the simple certificate of mailing format shown in TBMP § 111.02(b) is used, it may appear on the first
page of the correspondence, if feasible. Otherwise, it should appear in its entirety on the last page of the
correspondence to which it pertains. If the certificate istyped, and there is not enough room on the last page
to type the certificate in its entirety, it should at least be started on the last page, so that only part of it
continues over to another page. The simple certificate of mailing format should never be used by itself on
a separate page at the end of the correspondence. If it is, and the page becomes detached from the rest of
the submission, there will be no way of determining the identity of the correspondence to which it relates,
and the benefit of the certificate will be lost.

In some cases, there may not be room for a certificate of mailing on a piece of correspondence. In such a
case, the certificate may be typed on a separate sheet of paper securely attached to the correspondence.
However, if the certificate is typed on a separate sheet of paper, it must include additional information,
namely, a description of the nature of the correspondence to which it pertains, as well as the identity of the
application, registration, or Office proceeding in connection with which the correspondence is being filed.

If there is any doubt concerning the identity of the correspondence to which a certificate of mailing on a
separate sheet pertains, the certificate will not be accepted.

111.02(d) Lossof Certificate of Mailing

If acertificate of mailing is typed on a separate sheet of paper attached to a piece of correspondence, and
the certificate becomes detached, after the correspondence is filed in the Office, and does not contain
identifying information sufficient to enable the Office to associate the certificate with the appropriate piece
of correspondence, the Office will accept, as evidence that the certificate was filed with the specified
correspondence, a postcard receipt (seeTBMP _§ 108) which identifies the separate certificate of mailing
sheet and the correspondence to which it was attached; accompanied by a copy of the certificate of mailing
sheet as originally mailed.

111.02(e) No Receipt of Correspondence Bearing Certificate

In the event that correspondence intended for the USPTO istimely filed with an appropriate certificate of
mailing, pursuant to 37 C.E.R. § 2.197, but isnot received in the Office, and thereisaresulting Office action,
in a proceeding or an application, which is adverse to the submitting party, the correspondence will be
considered timely if the party which submitted it (1) informs the Office of the previous mailing of the
correspondence promptly after becoming aware that the Office has no evidence of receipt of the
correspondence, (2) supplies an additional copy of the previously mailed correspondence and certificate,
and (3) includes a statement attesting, on a personal knowledge basis or to the satisfaction of the Director,
to the previous timely mailing. The statement must be verified if it is made by a person other than a
practitioner, as that term is defined in 37 C.ER. § 11.1. See alsoTBMP § 107 (How and Where to File
Papers and Fees). [Note 1.] Documents may not be filed with the Board by facsimile transmission, and any
document so filed will not be accepted. [Note 2.]
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For lost or misplaced correspondence intended for the Board, the evidence required by 37 C.E.R. § 2.197(b)
should be submitted to the Board for consideration. If the requirements of 37 C.F.R. § 2.197(b) cannot be
met, the only alternative is a Petition to the Director.

NOTES:

1.37 C.ER. § 2.197(b).

2.37C.ER. 8§2.190and 37 C.ER. § 2.195(c).

111.02(f) Excluded Filings

The certificate of mailing procedure is not applicable to the filing of an extension of time to oppose a
Trademark Act § 66(a) application, 15 U.S.C. § 1141f(a)or a notice of opposition involving an application
under Trademark Act § 66(a). [Note 1.] The certificate of mailing procedure is applicable to al other types
of paper filings in Board proceedings, only to the limited extent paper filings are permitted (see TBMP §
106.03), including a notice of opposition; a petition to cancel; arequest for an extension of time to oppose
a Trademark Act 8 1 or § 44 application, 15 U.S.C. § 1051(a)and 15 U.S.C. § 1126; a notice of appeal to
the Board from afinal refusal of registration of a mark in an application; a notice of appeal after issuance
of afinal Office action in an expungement or reexamination proceeding; a notice of appeal to the Court of
Appesals for the Federal Circuit from a decision of the Board; and a notice of election (in an inter partes
proceeding) to proceed by civil action under Trademark Act § 21(a)(1), 15 U.S.C. § 1071(a)(1), in response
to another party’s appeal to the Court of Appeds for the Federal Circuit. Any paper filing must be
accompanied by a written statement showing that ESTTA was unavailable due to technical problems, or
that extraordinary circumstances are present, and, where required, aPetition to the Director with therequisite
petition fee. Petitions to file on paper are generally subject to 37 C.ER. § 2.146, including the requirement
for verified facts. [Note 2.] However, a Petition to the Director to accept paper submission of a petition to
cancel aregistration on the fifth year anniversary of the date of registration is subject to the requirements
of 37 C.ER. § 2.20 or 28 U.S.C. § 1746. [Note 3.]

A certificate of mailing is not necessary or appropriate for documents filed using ESTTA. When an ESTTA
filing isreceived by the Board, thefiler will be provided with anatice that the document has been successfully
filed. See generallyTBMP § 110.09.

NOTES:

1. 37 C.ER. §2.102(a)(1) (“A request to extend the opposition period for an application based on Section
66(a) of the Act must befiled through ESTTA and may not under any circumstances befiled in paper form.”);
37 C.ER. 8 2.101(b)(3) (“An opposition to an application based on Section 66(a) of the Act must be filed
through ESTTA and may not under any circumstances be filed in paper form.”).

2.37 C.ER. §2.101(b)(2); 37 C.ER. § 2.111(c)(2)(i).
3. 37 C.ER. 8 2.111(c)(2)(ii).

111.02(g) A Certificate of MailingisNot ...

As is evident from the requirements for a certificate of mailing, specified in 37 C.ER. § 2.197(a), the
certificate of mailing procedure is not the same as mailing by certified mail. Correspondence sent to the
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Board by certified mail, and not in compliance with the 37 C.ER. § 2.197(a) requirements for a certificate
of mailing, will be stamped with the date of receipt of the correspondence in the Office, and that date will
be used for all purposes, including the timeliness of the filing of the correspondence. [Note 1.]

Further, a certificate of mailing is not the equivalent of a certificate of service. A certificate of mailing
indicates when correspondence was sent to the Office pursuant to the provisions of 37 C.ER. § 2.197(a).
The mailing date recited in a certificate of mailing is used for purposes of determining the timeliness of the
filing of the correspondence bearing the certificate.

A certificate of service, on the other hand, indicates the date when a copy of the correspondence was served
upon another party. A certificate of service cannot be used to prove the timeliness of the filing of the
correspondence. SeeTBMP § 113 for information concerning a certificate of service.

NOTES:

1. See37CER. 8§2.195and 37 C.ER. §2.197.

112 Timesfor TakingAction

37 C.E.R. § 2.196 Expiration on Saturday, Sunday or Federal holiday. Whenever periods of time are
specified in this part in days, calendar days are intended. When the day, or the last day fixed by statute or
regulation by or under this part for taking any action or paying any fee in the Office falls on a Saturday,
Sunday or Federal holiday within the District of Columbia, the action may be taken, or the fee paid, on the
next succeeding day that is not a Saturday, Sunday or a Federal holiday.

For example, if, as set by the Board, an answer to a complaint falls due on a Saturday, Sunday, or federa
holiday within the District of Columbia, an answer filed on the next business day will be considered timely.
If, as set by the Board, the close of discovery falls on a Saturday, Sunday, or federa holiday within the
Didtrict of Columbia, and such date is the due date for written responses to discovery requests (i.e.,
interrogatories, requests for production of documents, and requests for admission), such responses may be
served, and discovery depositions may be taken, on the next business day. Similarly, if, as set by the Board,
the close of atestimony period fallson a Saturday, Sunday, or federal holiday within the District of Columbia,
testimony depositions may be taken, testimony declarations and affidavits may be filed, and other evidence
may be offered, on the next business day. [Note 1.]

If, because of some unscheduled event, such as adverse weather conditions, the Office is officially closed
by Executive Order of the President or by the Office of Personnel Management for an entire day, that day
will be regarded by the Office as a federal holiday within the District of Columbia. Any action due to be
taken, or fee due to be paid, on that day, will be considered timely if the action is taken, or the fee paid, on
the next succeeding business day on which the Office is open. If, because of an unscheduled event, the
Officeis closed for part of a business day, but is open for business for some part of the day between 8:30
am. and 5:00 p.m. Eastern Time, any action due to be taken, or fee due to be paid, on that day remains due
on that day. [Note 2.] Notification of any change in this policy, given the particular circumstances of an
unscheduled event, will be posted on the Office website at www.uspto.gov. [Note 3.] Except for maintenance
and emergencies, ESTTA remains availablefor electronicfiling of papersat al timesdespite official closure
of the Office.

Please Note:37 C.ER. § 2.196 is not applicable when the opening of an assigned period (e.g., discovery,
testimony) falls on a Saturday, Sunday or Federal holiday.
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In addition, 37 C.ER. § 2.196 does not apply to a motion that must be filed before the day of the deadline
for pretrial disclosuresfor thefirst testimony period. [Note 4.]

The provisions of 37 C.E.R. § 2.196 do not change the date on which the relevant action must be taken.
Instead, the provisions allow an action to be considered timely filed if taken on the next succeeding business
day notwithstanding the earlier expiration of the due date on the weekend on or a federal holiday. Thus,
when the date for any subsequent action runs from a prior due date or close of a period (e.g., filing a brief
after the close of the last testimony period), the due date for the subsequent action is calculated from the
actual due date of the prior action or close of the period, not the adjusted date under 37 C.ER. § 2.196.

NOTES:

1. See, e.g., unrider Corp. v. Raats, 83 USPQ2d 1648, 1653 n.8 (TTAB 2007) (Board generally does not
distinguish business days and calendar days unless last day of period is not a business day); Srang Corp.
v. Souffer Corp., 16 USPQ2d 1309, 1310 (TTAB 1990) (when the five-year anniversary date of aregistration
fals on a weekend or holiday, petition filed on next business day is considered to have been filed within
five years from the issue date). Cf. National Football League v. DNH Mgmit. LLC , 85 USPQ2d 1852, 1854
n.6 (TTAB 2008) (where discovery period closed on Saturday, service of written discovery requests the
following Monday was not untimely). Please Note: Discovery requests must be served early enough in the
discovery period so that responses are due no later than the close of discovery. Similarly, discovery depositions
must be properly noticed and taken during the discovery period. 37 C.ER. § 2.120(a)(3).

2. See, eg., “ Filing of Papers During Unscheduled Closings of the Patent and Trademark Office” , 1076
TMOG 6 (March 10, 1987), www.uspto.gov/web/offices/com/sol/og/con/files/cons032.htm.

3. See, e.g., Notice of Shutdown of Certain Electronic Systems of the United States Patent and Trademark
Office  From Tuesday, December 22, 2015 through Thursday, December 24, 2015 |,
http:/Awwvusptogovitr ademar kitr ademar k-updatesand-announcamentsshutdoan-cer tain-dedronicg/dansunited-dates
and Notice of USPTO Closure and Designation of September 11, 2001 under 35 U.S.C. § 21(b) for Purpose
of Determining Timeliness of Actionsor Fees. www.uspto.gov/emer gencyaler ts'emer gencyclosur e0l.htm.

4. Lumber Liquidators Services, LLC v. Columbia Insurance Co., 2022 USPQ2d 31, at *7-8 (TTAB 2022)
(mation for summary judgment untimely where filed Tuesday after aMonday holiday, and the deadline for
pretrial disclosureswas Saturday): Asustek Computer Inc. v. Chengdu Westhouse | nter active Enter tai nment
Co,, Ltd., 128 USPQ2d 1470, 1471 (TTAB 2018) (motion to compel filed Monday, the deadline for first
pretrial disclosures, untimely).

113 Service of Papers

37 C.ER. §2.119 Service and signing of papers.

(8) Except for the notice of opposition or the petition to cancel, every submission filed in the Officein
inter partes cases, including notices of appeal to the courts, must be served upon the other party or parties.
Proof of such service must be made before the submission will be considered by the Office. A statement
signed by the attorney or other authorized representative, attached to or appearing on the original paper
when filed, clearly stating the date and manner in which service was made will be accepted as prima facie
proof of service.

(b) Service of submissions filed with the Board and any other papers served on a party not required to
be filed with the Board, must be on the attorney or other authorized representative of the party if there be
such or on the party if there is no attorney or other authorized representative, and must be made by email,

June 2023 100-42


http://www.uspto.gov/web/offices/com/sol/og/con/files/cons032.htm
http://www.uspto.gov/trademark/trademark-updates-and-announcements/shutdown-certain-electronic-systems-united-states
http://www.uspto.gov/emergencyalerts/emergencyclosure01.htm

GENERAL INFORMATION §113

unless otherwise stipulated, or if the serving party can show by written explanation accompanying the
submission or paper, or in a subsequent amended certificate of service, that service by email was attempted
but could not be made due to technical problems or extraordinary circumstances, then service may be made
in any of the following ways:

(1) By delivering a copy of the submission to the person served;

(2) By leaving a copy at the usual place of business of the person served, with someonein the
person’'s employment;

(3) When the person served has no usual place of business, by leaving a copy at the person’'s
residence, with some person of suitable age and discretion who resides there;

(4) Transmission by the Priority Mail Express® Post Office to Addressee service of the United Sates
Postal Service or by first-class mail, which may also be certified or registered

(5) Transmission by overnight courier; or
(6) Other forms of electronic transmission.

(c) When service is made by first-class mail, Priority Mail Express®, or overnight courier, the date of
mailing or of delivery to the overnight courier will be considered the date of service.

(d) Ifapartytoaninter partesproceedingis not domiciled in the United States and is not represented
by an attorney or other authorized representative located in the United Sates, none of the partiesto the
proceeding is eligibleto use the service option under paragraph (b)(4) of this section. The party not domiciled
in the United States may designate by submission filed in the Office the name and address of a person
residing in the United States on whom may be served notices or process in the proceeding. If the party has
appointed a domesti ¢ representative, official communi cations of the Office will be addressed to the domestic
representative unless the proceeding is being prosecuted by an attorney at law or other qualified person
duly authorized under § 11.14(c) of this chapter. If the party has not appointed a domestic representative
and the proceeding is not being prosecuted by an attorney at law or other qualified person, the Office will
send correspondence directly to the party, unless the party designates in writing another address to which
correspondence is to be sent. The mere designation of a domestic representative does not authorize the
person designated to prosecute the proceeding unless qualified under § 11.14(a) of this chapter, or qualified
under § 11.14(b) of this chapter and authorized under § 2.17(f).

(e) Everysubmission filed in an inter partes proceeding, and every request for an extension of time to
file an opposition, must be signed by the party filing it, or by the party’s attorney or other authorized
representative, but an unsigned submission will not be refused consideration if a signed copy is submitted
to the Office within the time limit set in the notification of this defect by the Office.

* k% * %

Partiesare required to use email asthe method of service for submissionsfiled with the Board and any other
papers not required to be filed with the Board, unless the parties stipulate to an aternative service method,
or unless technical problems or extraordinary circumstances prevent email service. [Note 1.] When email
serviceisnot practical, for example, dueto the size of the attachment, the Board encourages partiesto agree
on an effective aternative method of service, such asfile hosting services. [Note 2.]

NOTES:

1.37 C.ER. § 2.119(b).

2. MISCELLANEOUS CHANGES TO TRADEMARK TRIAL AND APPEAL BOARD RULES OF
PRACTICE, 81 Fed. Reg. 69950, 69959 (October 7, 2016).

100-43 June 2023



§113.01 TRADEMARK TRIAL AND APPEAL BOARD MANUAL OF PROCEDURE

113.01 Requirement for Service of Submissions

Except for the notice of opposition or the petition to cancel, every submission filed in an inter partes
proceeding before the Board, including a notice of appeal from a decision of the Board, must be served by
the filing party upon every other party to the proceeding. [Note 1.]

Therequirement for service also appliesto submissions that must be filed with the Board because the Board
has jurisdiction over the opposed application or the registration sought to be cancelled. SeeTBMP § 515
and TBMP § 602. [Note 2.] For example, arequest to amend or correct an application or registration which
isthe subject of an inter partes proceeding, an abandonment of that application, or avoluntary surrender of
the involved registration, must be filed with the Board and served by the defendant upon every other party
to the proceeding.

In addition, the requirement for service appliesto documentsfiled with the Trademark Examining Operation
or the Assignment Recordation Branch regarding an application or registration which is the subject of a
Board proceeding, if the documents could have an effect on the inter partes proceeding. For example, a
change of correspondence address for an applicant/assignee (see TMEP § 609.02(f)), a correction to a
registrant/owner’s address, separate from its correspondence address (see TMEP § 1609.11), or the submission
of an assignment recordation sheet (see TMEP § 503.02), all of which are filed with the Officeusing TEAS
or ETAS, must also be served by the defendant upon every other party to the proceeding.

NOTES:

1.37 C.ER. §2.119(a).

2.37CER. 8§2133;37 C.ER. § 2.135.

113.02 Requirement for Proof of Service

When a party to an inter partes proceeding before the Board files a submission required by 37 C.ER. §
2.119(a) to be served upon every other party to the proceeding, proof that the required service has been
made ordinarily must be submitted before the filing will be considered by the Board. Occasionally, in order
to expedite matters, and when the interests of the other party or parties would be served thereby, the Board
itself will serve, along with an action of the Board relating thereto, a copy of a submission that does not
include the required proof of service. For example, if an applicant in an opposition files an abandonment of
its involved application without the written consent of the opposer, and the abandonment does not include
proof of service upon the opposer, the Board does not send out an action stating that the abandonment will
not be considered until proof of service has been submitted. Rather, the Board provides an electronic link
to the TTABVUE database for the filed abandonment, along with a copy of an action by the Board entering
judgment in opposer’s favor pursuant to 37 C.ER. § 2.135 (which provides, in part, that after the
commencement of an opposition, if the applicant files a written abandonment of its application or mark
without the written consent of every adverse party to the proceeding, judgment shall be entered against the
applicant). [Note 1.]

The notice of filing provided by ESTTA to each party when a submission is made does not substitute for
service by thefiling party. [Note 2.]
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NOTES:

1. See, eg., Central Manufacturing Inc. v. Third Millennium Tech. Inc., 61 USPQ2d 1210, 1212 n.3 (TTAB
2001) (unserved copy of objection to further extensions of time to oppose filed prior to institution of
proceeding forwarded to opposer).

2, See Coffee Sudio LLC v. Reign LLC, 129 USPQ2d 1480, 1482 (TTAB 2019) (filing notice sent to each
party by ESTTA does not constitute service).

113.03 Elements of Certificate of Service

The Board will accept, as primafacie proof that aparty filing adocument in aBoard inter partes proceeding
has served acopy of the document upon every other party to the proceeding, a statement signed by thefiling
party, or by its attorney or other authorized representative, clearly stating the date and manner in which
service was made. The statement should also specify the name of each party or person upon whom service
was made, and the address, including the email address. The statement must appear on, or be securely
attached to, the document being filed. If the statement is on a separate sheet attached to thefiling, it should
clearly identify the submission and proceeding to which it relates. [Note 1.]

NOTES:

1. See 37 C.ER. 8§2.119(Q).

Suggested Format
Shown below is a suggested format for a certificate of service:

I hereby certify that a true and complete copy of the foregoing (insert title of submission) has been served
on (insert name of opposing counsel or party) by forwarding said copy on (insert date of mailing), via email
(or insert other appropriate method of delivery) to: (set out name, address, and email address of opposing
counsel or party).

Sgnature
113.04 Manner of Service

Service of submissions filed with the Board and any paper served on a party not required to be filed with
the Board, must be made by email, unless otherwise stipulated, or if the serving party can show by written
explanation accompanying the submission or paper, or subseguent amended certificate of service, that service
by email was attempted but could not be made due to technical problems or extraordinary circumstances.
[Note 1.] The best practice isto reduce such a stipulation to writing, although the agreement should not be
filed with the Board unless necessary to resolve a motion.

In the event service by email cannot be made, service of submissionsfiled ininter partes cases may be made
inany of theways specifiedin 37 C.ER. § 2.119(b). They are: (1) by hand delivering acopy of the submission
to the person being served; (2) by leaving a copy of the submission at the usual place of business of the
person being served, with someone in the person’s employment; (3) when the person being served has no
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usual place of business, by leaving a copy of the submission at the person’s address, with some person of
suitable age and discretion who resides there; (4) transmission by the “Priority Mail Express® Post Office
to Addressee” service of the United States Postal Service or by first-class mail, which may also be certified
or registered; (5) transmission by overnight courier; and (6) other forms of electronic transmission. [Note
2]

When service is made by mail, pursuant to 37 C.E.R. § 2.119(b)(4), the Board considers the mailing date
of the submission to be the date when the paper is deposited with the United States Postal Service, i.e., the
date when custody of the paper passesto the Postal Service. Asprovided in 37 C.ER. § 2.119(a), the Board
ordinarily accepts, as primafacie proof of the date of mailing, the statement signed by the filing party, or
by its attorney or other authorized representative, asto the date and manner of service. However, where the
prima facie proof of the certificate of service is rebutted by other evidence, and the paper would be timely
served if mailed on the date specified in the certificate of service, but untimely served if not mailed until
the dateindicated by the rebutting evidence, the Board may request that the person who signed the certificate
of service submit an affidavit specifying the date when the paper was actually deposited with the United
States Postal Service.

Service may be made by other forms of electronic transmission, such as fax. [Note 3.]

Incorrect manner of service issues by a party domiciled outside the United Statesis less likely to arise in
view of the requirement that foreign domiciled parties to Board proceedings be represented by an attorney
who is an active member in good standing of the bar of the highest court of a state in the United States
(including the District of Columbiaor any Commonwealth or territory of the United States). [Note 4.] Unless
aparty isdomiciled in the United States or its territories, a party cannot represent itself on its own behalf.
See TBMP 8114. A foreign-domiciled party that has appointed a reciprocally-recognized foreign attorney
or agent, but has not yet appointed U.S. counsel to represent it before the Board, cannot serve an adverse
party by the manners of service specified in 37 C.ER. § 2.119(b)(1) - 37 C.ER. § 2.119(b)(3). Moreover,
aforeign party may not substitute its national postal service, or omit reference to the nation of the postal
service employed, as ameans of using 37 C.E.R. § 2.119(b)(4) manner of service; 37 C.ER. § 2.119(b)(4)
requires transmission by the USPS. [Note 5.]

As a practical matter, parties and U.S. counsel that are located outside the United States and are unable to
serve submissions by email must meet the service requirement through 37 C.ER. § 2.119(b)(5) - 37 C.ER.

§2.119(b)(6). [Note 6.]

NOTES:

1.37 C.ER. § 2.119(b).

2. 37 C.ER. § 2.119(b).

3.37 C.ER. 8§ 2.119(b)(6).

4.37CFER.8§2.11 37C.ER.82.17(b), 37 C.ER.§2.17(c),37 C.ER. §11.1, 37 C.ER. §11.14(c)(1), and
37 C.ER. 8 11.14(c)(2). See REQUIREMENT OF U.S. LICENSED ATTORNEY FOR FOREIGN
TRADEMARK APPLICANTS AND REGISTRANTS, 84 Fed. Reg. 31498, 31501 (July 2, 2019);

Cloudworks Consulting Services Inc. v. Ongoing Operations, LLC, 2020 USPQ2d 10019, at *1 (TTAB
2020) (“A reciprocally recognized attorney or agent may only appear asan additionally appointed practitioner.
A qualified attorney licensed to practice law in the United States, or in any Commonwealth or territory of
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the United States, must still be appointed as the party's representative who will file documents with the
Board and with whom the Board will correspond.”).

5. 37 C.ER. § 2.119(d) (“If aparty to an inter partes proceeding is not domiciled in the United States and
is not represented by an attorney . . . located in the United States, none of the parties to the proceeding is
eligible to use the service option under paragraph (b)(4) of this section.”).

6. See Cloudworks Consulting Services Inc. v. Ongoing Operations, LLC, 2020 USPQ2d 10019, at *1
(TTAB 2020) (Board suspended proceedings pending appointment of United States counsel).

113.05 NoAdditional Timefor Taking Action After Service by Mail

Whenever a party to an inter partes proceeding before the Board is required to take some action within a
prescribed period of time after the service of asubmission upon that party by another party to the proceeding,
and the submission is served by first-class mail, Priority Mail Express®, or overnight courier, the date of
mailing or of delivery to the overnight courier will be considered the date of service. The time for taking
action is no longer enlarged by 5 days. Rather, al fifteen-day response dates to submissions served by an
adverse party are now amended to twenty days. [Note 1.] In addition, Fed. R. Civ. P. 6(d) is not applicable
to Board proceedings. As an dternative to email service, parties may stipulate to accept service by other
means but also agree to serve a courtesy copy by email. Please Note: a courtesy copy does not substitute
for proper service under the applicable Trademark Rules. [Note 2.]

For example, if one party to a proceeding serves, upon another party to the proceeding, a motion to compel
discovery by email or other means stipulated to by the parties, the served party’s time for filing a response
to the motion will be 20 days from the date of service of the motion. “ The extra five days provided for in
former § 2.119(c) are aready built into the response time period.” [Note 3.] Thereisno extraresponse period
built into the 30-day response period for responding to discovery or for responding to amotion for summary
judgment. [Note 4.]

NOTES:
1. 37 C.ER. 8 2.119(c). See also MISCELLANEOUS CHANGES TO TRADEMARK TRIAL AND

APPEAL BOARD RULES, 81 Fed. Reg. 69950, 69960 (October 7, 2016) (“All fifteen-day response dates
initiated by a service date are amended to twenty days.”).

2. Jacques Moret Inc. v. Speedo Holdings B.V,, 102 USPQ2d 1212, 1217 n.7 (TTAB 2012).

3. See MISCELLANEOUS CHANGES TO TRADEMARK TRIAL AND APPEAL BOARD RULES, 81
Fed. Reg. 69950, 69960 (October 7, 2016).

4. See MISCELLANEOUS CHANGES TO TRADEMARK TRIAL AND APPEAL BOARD RULES OF
PRACTICE, 81 Fed. Reg. 69950, 69950-51 (October 7, 2016).

113.06 A Certificate of ServiceisNot...

A certificate of service is not the equivalent of a certificate of mailing or transmission for any purpose.
TBMP § 111.02(g).
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114 Representation of a Party

37 C.ER. § 2.11 Requirement for representation.

(8 Anapplicant, registrant, or party to a proceeding whose domicile is not located within the United
Sates or itsterritories must be represented by an attorney, as defined in 8 11.1 of this chapter, who is
qualified to practice under § 11.14 of this chapter. The Office cannot aid in the selection of an attorney.

(b) The Office may require an applicant, registrant, or party to a proceeding to furnish such information
or declarations as may be reasonably necessary to the proper determination of whether the applicant,
registrant, or party is subject to the requirement in paragraph (a) of this section.

(c) Anapplicant, registrant, or party to a proceeding may be required to state whether assistance within
the scope of § 11.5(b)(2) of this chapter was received in a trademark matter before the Office and, if so, to
disclose the name(s) of the person(s) providing such assistance and whether any compensation was given
or charged.

(d) Failureto respond to regquirementsissued pursuant to paragraphs (a) through (c) of this sectionis
governed by 88 2.65, 2.93 and 2.163 and § 7.39 of this chapter, as appropriate.

(e) Providing false, fictitious, or fraudulent information in connection with the requirements of
paragraphs (a) through (c) of this section shall be deemed submitting a paper for an improper purpose, in
violation of § 11.18(b) of this chapter, and subject to the sanctions and actions provided in § 11.18(c).

(f) Notwithstanding 88 2.63(b)(2)(ii) and 2.93(c)(1), if an Office action maintains only requirements
under paragraphs (a), (b), and/or (c) of this section, or only requirements under paragraphs (a), (b), and/or
(c) of this section and the requirement for a processing fee under § 2.22(c), the requirements may be reviewed
only by filing a petition to the Director under § 2.146.

37 C.ER. § 2.17 Recognition for representation.

(8 Authority to practicein trademark cases. Only an individual qualified to practice under § 11.14
of this chapter may represent an applicant, registrant, or party to a proceeding before the Officein a
trademark case.

(b)(1) Recognition of practitioner as representative. To be recognized as a representative in a
trademark case, a practitioner qualified under § 11.14 of this chapter may:

(i) Fileapower of attorney that meets the requirements of paragraph (c) of this section;

(if) Sgn a document on behalf of an applicant, registrant, or party to a proceeding who is not
already represented by a practitioner qualified under § 11.14 of this chapter from a different firm; or

(iii) Appear by being identified as the representative in a document submitted to the Office on
behalf of an applicant, registrant, or party to a proceeding who is not already represented by a practitioner
qualified under § 11.14 of this chapter from a different firm.

(2) Authorization to represent. When a practitioner qualified under § 11.14 of this chapter signsa
document or appears pursuant to paragraph (b) of this section, his or her signature or appearance shall
constitute a representation to the Office that he or she is authorized to represent the person or entity on
whose behalf he or she acts. The Office may require further proof of authority to act in a representative
capacity.

(3) Bar information required. A practitioner qualified under 8 11.14(a) of this chapter will be
reguired to provide the name of a Sate, as defined in § 11.1 of this chapter, in which he or sheisan active
member in good standing, the date of admission to the bar of the named State, and the bar license number,
if one isissued by the named State. The practitioner may be required to provide evidence that he or sheis
an active member in good standing of the bar of the specified Sate.
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(4) False, fraudulent, or mistaken designation. Regardless of paragraph (b)(1) of this section,
where a practitioner has been falsely, fraudulently, or mistakenly designated as a representative for an
applicant, registrant, or party to a proceeding without the practitioner’s prior authorization or knowledge,
such a designation shall have no effect and the practitioner is not recognized.

(c) Regquirementsfor power of attorney. A power of attorney must:

(1) Designate by name at least one practitioner meeting the requirements of § 11.14 of this chapter;
and

(2) Besigned by the individual applicant, registrant, or party to a proceeding pending before the
Office, or by someonewith legal authority to bind the applicant, registrant, or party (e.g., a corporate officer
or general partner of a partnership). In the case of joint applicants or joint registrants, all must sign. Once
the applicant, registrant, or party has designated a practitioner(s) qualified to practice under § 11.14 of
this chapter, that practitioner may sign an associate power of attorney appointing another qualified
practitioner(s) as an additional person(s) authorized to represent the applicant, registrant, or party. If the
applicant, registrant, or party revokes the original power of attorney (§ 2.19(a)), the revocation discharges
any associate power signed by the practitioner whose power has been revoked. If the practitioner who signed
an associate power withdraws (8 2.19(b)), the withdrawal discharges any associate power signed by the
withdrawing practitioner upon acceptance of the request for withdrawal by the Office.

(d) Power of attorney relating to multiple applications or registrations. The owner of an application
or registration may appoint a practitioner(s) qualified to practice under § 11.14 of this chapter to represent
the owner for all existing applications or registrations that have the identical owner name.

(e) Foreign attorneys and agents. Recognition to practice before the Office in trademark mattersis
governed by § 11.14(c) of this chapter.

(f) Non-lawyers. A non-lawyer may not act as a representative except in the limited circumstances set
forthin 8 11.14(b) of this chapter. Before any non-lawyer who meets the requirements of 8 11.14(b) of this
chapter may take action of any kind with respect to an application, registration or proceeding, a written
authorization must be filed, signed by the applicant, registrant, or party to the proceeding, or by someone
with legal authority to bind the applicant, registrant, or party (e.g., a corporate officer or general partner
of a partnership).

(g) Duration of recognition.

(1) The Office considers recognition asto a pending application to end when the mark registers,
when owner ship changes, or when the application is abandoned.

(2) The Office considers recognition obtained after registration to end when the mark is cancelled
or expired, or when ownership changes. If a practitioner was recognized asthe representative in connection
with an affidavit under section 8, 12(c), 15, or 71 of the Act, renewal application under section 9 of the Act,
or request for amendment or correction under section 7 of the Act, the recognition is deemed to end upon
acceptance or final rejection of the filing.

37 C.ER. 8 11.1 Definitions.

* % % %

Unless otherwise clear from the context, the following definitions apply to this part:

* % % %

Attorney or lawyer means an individual who is an active member in good standing of the bar of the highest
court of any State. A non-lawyer means a person who is not an attorney or lawyer.
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* k% * %

Sate means any of the 50 states of the United States of America, the District of Columbia, and any
Commonwealth or territory of the United States of America.

* k% * %

United States means the United States of America, and the territories and possessions the United Sates of
America.

37 C.ER. §11.14 Individuals who may practice before the Office in trademark and other non-patent
matters.

(a8 Attorneys. Anyindividual who isan attorney as defined in 8 11.1 may represent others before the
Office in trademark and other non-patent matters. An attorney is not required to apply for registration or
recognition to practice before the Office in trademark and other non-patent matters. Registration as a patent
practitioner does not itself entitle an individual to practice before the Office in trademark matters.

(b) Non-lawyers. Individuals who are not attorneys are not recognized to practice before the Office
in trademark and other non-patent matters, except that individuals not attorneys who were recognized to
practice before the Officein trademark matters under this chapter prior to January 1, 1957, will be recognized
as agents to continue practice before the Office in trademark matters. Except as provided in the preceding
sentence, registration as a patent agent does not itself entitle an individual to practice before the Office in
trademark matters.

(c) Foreigners.

(1) Any foreign attorney or agent not a resident of the United States who shall file a written
application for reciprocal recognition under paragraph (f) of this section and prove to the satisfaction of
the OED Director that he or sheis a registered and active member in good standing before the trademark
office of the country in which he or she resides and practices and possesses good moral character and
reputation, may be recognized for the limited purpose of representing parties|located in such country before
the Office in the presentation and prosecution of trademark matters, provided: the trademark office of such
country and the USPTO have reached an official understanding to allow substantially reciprocal privileges
to those permitted to practice in trademark matters before the Office. Recognition under this paragraph (c)
shall continue only during the period that the conditions specified in this () paragraph obtain.

(2) Inanytrademark matter where a foreign attorney or agent authorized under paragraph (c)(1)
of this section is representing an applicant, registrant, or party to a proceeding, an attorney, as defined in
§ 11.1 and qualified to practice under paragraph (a) of this section, must also be appointed pursuant to §
2.17(b) and (c) of this chapter as the representative who will file documents with the Office and with whom
the Office will correspond.

(d) Recognition of any individual under this section shall not be construed as sanctioning or authorizing
the performance of any act regarded in the jurisdiction where performed as the unauthorized practice of
law.

(e) Appearance. No individual other than those specified in paragraphs (a), (b), and (c) of this section
will be permitted to practice before the Office in trademark matters on behalf of a client. Except as specified
in 8 2.11(a) of this chapter, any individual may appear in a trademark or other non-patent matter in his or
her own behalf or on behalf of:

(D Afirmof which he or sheisa member;

(2) A partnership of which he or sheisa partner; or
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(3) A corporation or association of which he or sheis an officer and which he or sheis authorized
to represent;

(f) Application for reciprocal recognition. Anindividual seeking reciprocal recognition under paragraph
(c) of thissection, in addition to providing evidence satisfying the provisions of paragraph (c) of this section,
shall apply inwriting to the OED Director for reciprocal recognition, and shall pay the application fee
required by § 1.21(a)(1)(i) of this subchapter.

114.01 Party May Represent Itself

A party, if domiciled in the United States or its territories, may represent itself in an ex parte or inter partes
proceeding before the Board, or the party may be represented by an attorney who is licensed to practice law
in the United States. [Note 1.]

If a partnership which is a party to a Board proceeding elects to represent itself, the partnership may act
through anindividual who isapartner. If aparty electing to represent itself isacorporation or an association,
the party may act through any individual who is (1) an officer of the party and who is (2) in fact authorized
to represent it. [Note 2.] Joint owners who elect to represent themselves must act together. [Note 3.]

However, because the governing practices and procedures in proceedings before the Board are quite technical
and highly specialized, it is strongly recommended that an attorney knowledgeable about trademark law
represent a party. [Note 4.]

Please Note: Effective August 3, 2019, under 37 C.F.R. § 2.11, a foreign-domiciled party to a Board
proceeding must be represented by an attorney who is an active member in good standing of the bar of the
highest court of a state in the United States (including the District of Columbia or any Commonwealth or
territory of the United States). [Note 5.] Domicile for purposes of 37 C.ER. § 2.11 means“ permanent legal
place of residence” of a natural person or the “principal place of business’ of ajuristic entity. [Note 6.] A
foreign attorney may only appear on aforeign domiciled party’s behalf if the attorney has been reciprocally
recognized by the USPTO's Office of Enrollment and Discipline. [Note 7.] However, even if a foreign
applicant has appointed a reciprocally recognized foreign attorney, a qualified attorney who is licensed to
practice law in the United States still must be appointed for filing papers and corresponding with the Office.
[Note 8.] Generally, if aforeign-domiciled party appears and is not represented by U.S. counsel, the Board
will suspend the proceedings and inform the party of the time frame within which it must appoint U.S.
counsel to represent it before the Board. [Note 9.]

NOTES:

1. See37C.ER. §2.11; 37 C.ER. §11.14(e).

2. See 37 C.ER. 8§11.14(e).

3. TMEP § 803.03(d). Cf. 37 C.ER. § 2.193(e)(2)(ii)("in the case of joint owners who are not represented
by aqualified practitioner, all must sign.").

4. Hole In 1 Drinks, Inc. v. Lajtay, 2020 USPQ2d 10020, at *1 (TTAB 2020) (quoting TBMP Section
114.01, and noting that compliance with the Trademark Rules of Practice, and where applicable, the Federal
Rulesof Civil Procedure and the Federal Rules of Evidence, isrequired of al parties even those who assume
the responsibility and risk of representing themselves).
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5.37 CER §211 TMEP § 601. Seealso REQUIREMENT OF U.S. LICENSED ATTORNEY FOR
FOREIGN TRADEMARK APPLICANTSAND REGISTRANTS, 84 Fed. Rey. 31498, 31498-31501 (July
2, 2019).

6. 37 C.ER. § 2.2(0)TMEP § 601.01 See also In re Chestek PLLC, 2022 USPQ2d 299 (TTAB 2022)
(requirement for domicile address affirmed), appeal docketed, No. 22-1843 (Fed. Cir. March 30, 2022).

7.37 C.ER. 8§11.14(c)(1). SeealsoTMEP § 602.03.

8. 37 C.ER. § 11.14(c)(2); 37 C.ER. § 2.17(b) and 37 C.ER. § 2.17(c). See REQUIREMENT OF U.S.
LICENSED ATTORNEY FOR FOREIGN TRADEMARK APPLICANTSAND REGISTRANTS, 84 Fed.
Reg. 31498, 31501 (July 2, 2019); Cloudworks Consulting Services Inc. v. Ongoing Operations, LLC, 2020
USPQ2d 10019, at *1 (TTAB 2020) (“A reciprocally recognized attorney or agent may only appear as an
additionally appointed practitioner. A qualified attorney licensed to practice law in the United States, or in
any Commonwealth or territory of the United States, must still be appointed as the party’s representative
who will file documents with the Board and with whom the Board will correspond.”). See alsoTMEP §
602.03.

9. See Cloudworks Consulting Services Inc. v. Ongoing Operations, LLC, 2020 USPQ2d 10019, at *1
(TTAB 2020) (Board suspended proceedings pending appointment of United States counsel). SeealsoTMEP
8§ 601.01(b).

114.02 Selection of Attorney

The Board cannot aid a party in the selection of an attorney, nor does the Office maintain a register or list
of trademark attorneys. [Note 1.]

NOTES:

1.37C.ER. §2.11(a).

114.03 Representation by Attorney

The term “attorney” (or "lawyer") isdefined in 37 C.ER. 8 11.1 as“an individua who is an active member
in good standing of the bar of the highest court of any State” An attorney is eligible to represent others
before the Office in trademark matters, including proceedings before the Board, and in other non-patent
matters. [Note 1.] Such an attorney is not required to apply to the Office for registration or recognition to
practice before the Office in trademark and other non-patent matters. An attorney appearing in a Board
proceeding will be required to provide his or her bar membership information to show that he or sheis an
active member in good standing. [Note 2.]

Please Note: Practice before the Board constitutes practice before the Office, subjecting any such attorney
to the USPTO RULES OF PROFESSIONAL CONDUCT. [Note 3.] Attorneys practicing before the Board
are encouraged to familiarize themselves with the provisions of Part 11 of 37 C.FR.

An attorney, as defined in 37 C.E.R. 8 11.1, will be accepted as a representative of a party in a proceeding
before the Board if the attorney (1) signs a document that is filed with the Office on behalf of the party and
satisfactorily identifies himself or herself as an attorney or lawyer, or is identified as the representative in
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a document submitted to the Office on behalf of a party to a proceeding, [Note 4] (2) appears in person, or
(3) filesawritten power of attorney signed by the party the attorney represents. [Note 5.]

When representation has been established by thefiling of adocument anew notice of appearanceis sufficient
to change the attorney of record. However, if representation has been established by the filing of a power
of attorney, and thereafter another attorney or other authorized representative appears on behalf of the party,
a new power of attorney is required to change the attorney of record. SeeTBMP § 116 (Termination of
Representation), TBMP § 513 (Motion to Withdraw as Representative).

When an attorney, as defined in 37 C.ER. § 11.1, acting in a representative capacity signs a document or
appears in person in a proceeding before the Board, his or her personal signature or appearance constitutes
arepresentation to the Office that, under the provisions of 37 C.ER. § 11.14 (which specifies the types of
individuals who may practice before the Office in trademark and other non-patent matters) and the laws of
thejurisdiction wherethe attorney islicensed to practice, that he or sheisauthorized to represent the particular
party in whose behalf he or she acts. If there is some question as to whether an individual who makes such
an appearance is authorized to act in a representative capacity, further proof of his or her authority may be
required. [Note 6.]

If aformal power of attorney isfiled in a proceeding before the Board, it should state the name and address
of theindividual or individualsto whom the power isgranted, identify the party granting the power, indicate
the power being granted (e.g., “to represent Opposer in this proceeding, with full power of substitution and
revocation, and to transact all business in the United States Patent and Trademark Office in connection
therewith”), and be signed by the party granting the power. The Office requires that a power of attorney
specify the names of one or more individuals to whom the power is granted. A power that specifies both
the names of one or more individuals and the name of afirm will be regarded as a power to the individual (s).
[Note 7.] A power that specifies only the name of a firm will be regarded not as a power to the firm but
rather ssimply as a designation of an address to which correspondence isto be sent. [Note 8] See TBMP §
117 (Correspondence — With Whom Held).

Please Note: Effective August 3, 2019, the Office amended 37 C.ER. § 2.11(a) to require foreign-domiciled
applicants, registrants, or partiesto atrademark proceeding to be represented by an attorney who islicensed
to practice law in the United States. The term “domicile” means the “permanent legal place of residence”
of anatural person or the “principal place of business’ of ajuristic entity. 37 C.E.R. § 2.2(0).

For representation by aforeign attorney, or agent, including aCanadian trademark attorney or agent, seeTBMP
8114.05.

NOTES:

1. See37C.ER. §11.1, 37 C.ER. § 11.14(a); Weiffenbach v. Klempay, 29 USPQ2d 2027, 2030 (Dep't of
Comm. 1993) (only individuals who are not attorneys and were recognized to practice before the Office in
trademark cases prior to January 1, 1957, and attorneys may represent clients before the Office in trademark
cases).

2.37 C.ER. 8§ 2.17(b)(3).

3.5 37C.ER. §11.5(b) and 37 C.ER. §11.19(a).
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4. 37 C.ER. § 2.17(b)(1)(ii) and 37 C.ER. § 2 .17(b)(1)(iii). See Jacques Moret Inc. v. Speedo Holdings
B.V,, 102 USPQ2d 1212, 1216 (TTAB 2012) (law firm that filed motion to dismiss recognized as counsel
of record for respondent); Djeredjian v. Kashi Co., 21 USPQ2d 1613, 1613 n.1 (TTAB 1991) (appearance
made by filing motion on behalf of respondent).

5.37C.ER. §2.17(b)(1)(i) and 37 C.ER. § 2.17(c).

6.37 C.ER. 8§ 2.17(b)(2).

7. HKG Industries Inc. v. Perma-Pipe Inc., 49 USPQ2d 1156, 1158 (TTAB 1998) (other named attorneys
appointed by petitioner were authorized to represent petitioner and assume responsibility for the case).

8. TMEP § 605.01 (Requirements for Power of Attorney).
114.04 Representation by Non-lawyer (i.e., " Other Authorized Representative")

Theonly non-lawyers permitted to represent othersin trademark cases before the Office, including proceedings
before the Board, are those who were recognized to practice before the Office in trademark cases prior to
January 1, 1957. [Note 1.] Before such a representative may take any action of any kind in a proceeding
before the Board, however, the representative must file in the proceeding a written authorization from the
party that he or she represents, or from another person entitled to prosecute the case (e.g., the party’s appointed
attorney of record). [Note 2.]

NOTES:

1. 37 C.ER. § 11.14 (b); Weiffenbach v. Klempay , 29 USPQ2d 2027, 2031 (Dep’'t of Comm. 1993) (patent
agent, admitted to practice before the Office in patent cases after January 1, 1957, was excluded from
trademark practice before the Office); Weiffenbach v. Frank , 18 USPQ2d 1397, 1400 (consent order)
(Comm’r 1991) (patent agent who engaged in unauthorized representation in trademark matters reprimanded
and barred from such practice). But see 37 C.E.R. § 11.14(c) and 37 C.E.R. § 11.14(e).

2.37 CER. 8§ 2.17(f).

114.05 Representation by Foreign Attorney or Agent

(c) 37 C.ER. 811.14(c) Foreigners

(1) Any foreign attorney or agent not a resident of the United States who shall file a written
application for reciprocal recognition under paragraph (f) of this section and prove to the satisfaction of
the OED Director that he or sheis a registered and active member in good standing before the trademark
office of the country in which he or she resides and practices and possesses good moral character and
reputation, may be recognized for the limited purpose of representing partieslocated in such country before
the Office in the presentation and prosecution of trademark matters, provided: the trademark office of such
country and the USPTO have reached an official understanding to allow substantially reciprocal privileges
to those permitted to practice in trademark matters before the Office. Recognition under this paragraph (c)
shall continue only during the period that the conditions specified in this paragraph (c) obtain.

(2) Inanytrademark matter where a foreign attorney or agent authorized under paragraph (c)(1)
of this section is representing an applicant, registrant, or party to a proceeding, an attorney, as defined in
§ 11.1 and qualified to practice under paragraph (a) of this section, must also be appointed pursuant to §
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2.17(b) and (c) of this chapter asthe representative who will file documents with the Office and with whom
the Office will correspond.

37 C.ER. 811.14(f) Application for Reciprocal Recognition. Anindividual seeking reciprocal recognition
under paragraph (c) of this section, in addition to providing evidence satisfying the provisions of paragraph
(c) of this section, shall apply in writing to the OED Director for reciprocal recognition, and shall pay the
application fee required by § 1.21(a)(1)(i) of this subchapter.

Under certain conditions specified in 37 C.F.R. 8 11.14(c), aforeign attorney or agent who is not a resident
of the United States may be recognized for the limited purpose of representing in trademark cases before
the Office parties located in the country in which the attorney or agent resides or practices. An individual
seeking recognition to practice under 37 C.ER. § 11.14(c) must apply inwriting to the Director of the Office
of Enrollment and Discipline, and pay the appropriate fee. [Note 1.]

Currently, the USPTO'’s Office of Enrollment and Discipline recognizes only Canada as qualifying for the
limited exception provided in 37 C.ER. § 11.14(c), permitting Canadian trademark attorneys and agents to
represent a Canadian party before the Office as additionally appointed practitioners, so long asthey remain
registered and in good standing in Canada and are formally reciprocally recognized by the USPTO's Office
of Enrollment and Discipline. 37 C.ER. § 11.14(c)(2). [Note 2]

Please Note: While a reciprocally recognized Canadian trademark attorney or agent may appear as an
additionally appointed practitioner for a Canadian party, [Note 3], that party is also required to appoint a
U.S.-licensed attorney, as defined in 37 C.ER. 8 11.1 and qualified to practice under 37 C.ER. § 11.14(a),
as the representative who will file documents with the Board and with whom the Board will correspond.
[Note 4.] As an additionally appointed practitioner, the Canadian trademark attorney or agent remains
authorized to prepare and sign Board filings and to communicate with Board personnel by telephone or
email. [Note 5.]

The Office of Enrollment and Discipline maintainsalist of trademark attorneys and agents who are registered
or in good standing with the Canadian Intellectual Property Office. [Note 6.]

Canadian patent agents are no longer authorized to practice before the USPTO in trademark matters. [Note
7.] However, for inter partes matters and ex parte appeals pending before August 3, 2019, currently
reciprocally recognized Canadian patent attorneys and agents may complete their representation on behalf
of a party, but may not handle new trademark matters. [Note 8.]

The certificate of mailing procedure is not available for use on mail that originates in Canada, as it is not
deposited in the United States mail as required by the certification.

NOTES:

1. 37 C.ER. 8§ 11.14(f).

2. 37 C.ER. 8 11.14(c)(1). See REQUIREMENT OF U.S. LICENSED ATTORNEY FOR FOREIGN
TRADEMARK APPLICANTS AND REGISTRANTS, 84 Fed. Reg. 31498, 31501 (July 2, 2019)
(“Recognized Canadian trademark attorneys and agents continue to be authorized to represent Canadian
parties in U.S. trademark matters.”); Cloudworks Consulting Services Inc. v. Ongoing Operations, LLC,
2020 USPQ2d 10019, at *1 (TTAB 2020) (“A reciprocally recognized attorney or agent may only appear
as an additionally appointed practitioner.”) (emphasis original).
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3.37C.ER.82.11(a); 37 C.ER. §11.14(c)(1); 37 C.ER. 8§ 11.14(c)(2). See Cloudworks Consulting Services
Inc. v. Ongoing Operations, LLC, 2020 USPQ2d 10019, at *1 (TTAB 2020).

4, 37 CER. 8§ 11.14(c)(2). See REQUIREMENT OF U.S. LICENSED ATTORNEY FOR FOREIGN
TRADEMARK APPLICANTS AND REGISTRANTS, 84 Fed. Reg. 31498, 31501 (July 2, 2019);
Cloudworks Consulting Services Inc. v. Ongoing Operations, LLC, 2020 USPQ2d 10019, at *1 (TTAB
2020).

5. See Cloudworks Consulting Services Inc. v. Ongoing Operations, LLC, 2020 USPQ2d 10019, at *1 n.5
(TTAB 2020).

6. SeeTMEP § 602.03 (Foreign Attorneys and Agents); REQUIREMENT OF U.S. LICENSED ATTORNEY
FOR FOREIGN TRADEMARK APPLICANTS AND REGISTRANTS, 84 Fed. Reg. 31498, 31501 (July
2, 2019) (“Currently, only Canadian attorneys and agents [who are registered, active, and in good standing]
arereciprocally recognized under § 11.14(c).”); Cloudworks Consulting ServicesInc. v. Ongoing Operations,
LLC, 2020 USPQ2d 10019, at *1 n.4 (TTAB 2020) (“Currently, only Canadian attorneys and agents are
reciprocally recognized under this rule and, in accordance therewith, any representation must be limited to
parties located in Canada.”).

7. 37 CER. 8§ 11.14(c)(1). See REQUIREMENT OF U.S. LICENSED ATTORNEY FOR FOREIGN
TRADEMARK APPLICANTSAND REGISTRANTS, 84 Fed. Reg. 31498, 31501 (July 2, 2019) (amended
rule 37 C.F.R. § 11.14(c)(1) “removes from the regulations ... the authorization for reciprocally recognized
Canadian patent agents to practice before the USPTO in trademark matters.”).

8. REQUIREMENT OF U.S. LICENSED ATTORNEY FOR FOREIGN TRADEMARK APPLICANTS
AND REGISTRANTS, 84 Fed. Reg. 31498, 31501 (July 2, 2019) (Canadian patent agents are authorized
to practice in trademark matters pending before the Office prior to August 3, 2019, the effective date of 37
C.FR. 811.14(c)(1), as amended, where they are listed as the representative).

114.06 Individual Not Recognized to Represent Others

Anindividual whoisnot recognized, under 37 C.F.R. §11.14(a), 37 C.ER. § 11.14(b), 37 C.ER. § 11.14(c),
or 37 C.ER. 8§ 11.14(e) to practice before the Office in trademark cases, will not be permitted to represent
a party in a proceeding before the Board. SeeTBMP § 114.03-TBMP § 114.05 regarding recognition of
who may practice before the USPTO in trademark matters.

If it comesto the attention of the Board that an individual who is not recognized, under 37 C.ER. §11.14(a),
37C.F.R.811.14(b), 37 C.ER. §11.14(c) or 37 C.F.R. § 11.14(e), to practice before the Office in trademark
cases, is attempting to represent a client in a Board proceeding, the Board will notify the individual that he
or sheis not entitled to do so. If theindividual signs and files a submission on behalf of aclient to aBoard
proceeding, the submission will not be considered unless a new copy thereof, signed by the party or by an
authorized representative who is entitled to practice before the Office in trademark cases, is filed. If an
individual not authorized to practice before the Office signs an extension of time to oppose and/or a notice
of opposition or a petition for cancellation and it comes to the Board's attention, the Board will notify the
individual that he or sheis not entitled to do so and allow the party time in which to cure the defect. [Note
1]
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However, no Board correspondence intended for the party will be sent to that individual. Rather, the Board
will send such correspondence to the party itself, or to the party’s attorney or to the party's domestic
representative if appropriate. [Note 2.] See TBMP § 117 (Correspondence — With Whom Held).

NOTES:
1. Birlinn Ltd. v. Sewart , 111 USPQ2d 1905, 1908 (TTAB 2014) (Board applies opportunity to cure
provision in 2.119(e) to improperly signed papers, which defines the time period for cure as “within the

time limit set in the notification of this defect by the Office"); 37 C.F.R. § 2.119(e).

2.37C.ER. §2.18(a).

114.07 Designation of Domestic Representative

37 C.ER. § 2.24 Designation and revocation of domestic representative by foreign applicant.

(8 Anapplicant or registrant that is not domiciled in the United States may designate a domestic
representative (i.e., a person residing in the United States on whom notices or process in proceedings
affecting the mark may be served).

(b) The designation, or a request to change or revoke a designation, must set forth the name, email
address, and postal address of the domestic representative and be signed pursuant to 8§ 2.193(e)(8).

(c) Themere designation of a domestic representative does not authorize the person designated to
represent the applicant or registrant.

37 C.ER. §2.119(d) If a party to an inter partes proceeding is not domiciled in the United States and is not
represented by an attorney or other authorized representative located in the United Sates, none of the
parties to the proceeding is eligible to use the service option under paragraph (b)(4) of this section. The
party not domiciled in the United States may designate by submission filed in the Office the name and address
of a person resident in the United States on whom may be served notices or process in the proceeding. If
the party has appointed a domestic representative, official communications of the Office will be addressed
to the domestic representative unless the proceeding is being prosecuted by an attorney at law or other
gualified person duly authorized under § 11.14(c) of this chapter. If the party has not appointed a domestic
representative and the proceeding is not being prosecuted by an attorney at law or other qualified person,
the Office will send correspondence directly to the party, unless the party designates in writing another
address to which correspondence is to be sent. The mere designation of a domestic representative does not
authorize the person designated to prosecute the proceeding unless qualified under § 11.14(a), or qualified
under § 11.14(b) and authorized under § 2.17(f).

Generally, foreign-domiciled applicants and parties to a Board proceeding will not need to designate a
domestic representative because such applicant and parties are required to be represented by an attorney
who islicensed to practice law in the United States. Where records need to be updated during the pendency
of aBoard proceeding, shown below is asuggested format for the designation of a domestic representative:
Designation of Domestic Representative

(Name of Domestic Representative), whose postal

addressis
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and whose email addressis ,

is hereby designated (Name of Designating Party’s)
representative upon whom notice or processin this

proceeding may be served.

(Sgnature of Designating Party)

(Identification of Person Sgning)

(Date of Sgnature)

The designation of adomestic representative is not the equivalent of a power of attorney. [Note 1.] In other
words, a domestic representative cannot represent a party in Board proceedings. The appointment of a
domestic representative serves a different purpose; that is to provide a contact and address for service of
process. [Note 2.]

Effective August 3, 2019, all foreign-domiciled applicants, registrants, or parties to a Board proceeding
must be represented by an attorney licensed to practice law in the United States. [Note 3.] Even if a party
has appointed a domestic representative, once a U.S. licensed attorney is appointed, the Board will send
correspondence only to the appointed attorney.

If the foreign-domiciled party has not appointed a domestic representative and a U.S. licensed attorney has
not yet been appointed to represent the party in the proceeding, the Board will send correspondence directly
to the party at the address of record for the party, unless the party requests in writing to change its address.
[Note 4.]

NOTES:

1. SeeTMEP § 610; Jacques Moret Inc. v. Speedo Holdings B.V., 102 USPQ2d 1212, 1214 n.4 (TTAB
2012) (discussing difference between an attorney designated solely as domestic representative and an attorney
appointed as counsel of record).

2. SeeTMEP § 610.

3.37C.ER. 8211

4.37 CER. §2.119(d); 37 C.ER. § 2.18(a)(1).
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114.08 Adverse Parties Represented by Same Practitioner

37 C.ER. 8 11.107 Conflict of interest; Current clients.

(8) Except as provided in paragraph (b) of this section, a practitioner shall not represent a client if the
representation involves a concurrent conflict of interest. A concurrent conflict of interest exists if:

(1) The representation of one client will be directly adverse to another client; or

(2) Thereisasignificant risk that the representation of one or more clientswill be materially limited
by the practitioner’s responsibilities to another client, a former client or a third person or by a personal
interest of the practitioner.

(b) Notwithstanding the existence of a concurrent conflict of interest under paragraph (a) of this section,
a practitioner may represent a client if:

(1) Thepractitioner reasonably believes that the practitioner will be able to provide competent and
diligent representation to each affected client;

(2) Therepresentation is not prohibited by law;

(3) Therepresentation does not involve the assertion of a claim by one client against another client
represented by the practitioner in the same litigation or other proceeding before a tribunal; and

(4) Each affected client gives informed consent, confirmed in writing.

Asagenera rule, apractitioner (i.e., attorney or other authorized representative) may not represent parties
with conflicting interests in proceedings before the Office. That is, a practitioner normally may not accept
proffered employment, or continue multiple employment, if the exercise of the practitioner’s independent
professional judgment on behalf of one client is likely to be adversely affected by the practitioner’s
representation of another client, or if the employment would be likely to involve the practitioner in
representing differing interests. [Note 1.]

However, a practitioner may represent multiple clients under the particular circumstances specified in 37
C.ER. 8§ 11.107(b).

If it comesto the attention of the Board that two or more parties whose interests are in conflict appear to be
represented by the same practitioner, or by different practitioners within the same firm, each of the parties
and their practitioner(s) will be notified by the Board, in writing, of the possible conflict of interest.

It is the responsibility of a practitioner to ensure that there is no violation of the rules cited above. If an
impermissible conflict exists, a practitioner should take appropriate action immediately. A practitioner who
failsto do so may be subject to disciplinary action.

Please Note: Effective May 3, 2013, the United States Patent and Trademark Office adopted new USPTO
RULES OF PROFESSIONAL CONDUCT which are based on the American Bar Association's MODEL
RULES OF PROFESSIONAL CONDUCT. Cases decided prior to May 3, 2013 refer to the USPTO CODE
OF PROFESSIONAL CONDUCT that wasin effect at that time. These earlier cases continueto beinstructive.

NOTES:
1. 37 C.ER. 8§ 11.107; Sunkist Growers, Inc. v. Benjamin Ansehl Co., 221 USPQ 1077, 1082 (Comm’r

1984) (attorney was disqualified, but law firm was not); Plus Products v. Con-San Industries, Inc., 221
USPQ 1071, 1075 (Comm’r 1984) (attorney representing respondent in an opposition disqualified in view
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of hisprevious representation of petitioner in USPTO proceedings and in infringement litigation concerning
the sametrademark issues). But see Gilman Corp. v. Gilman Brothers Co., 20 USPQ2d 1238, 1240 (Comm’r
1991) (petitioner’sformer attorney in patent matter not disqualified from representing respondent in trademark
cancellation proceeding; no “substantial relationship” between prior and present matters); Unico American
Corp. v. Unico Banking Group, 223 USPQ 684, 685 (Comm'r 1984) (opposer has no right to seek
disqualification of applicant’s counsel based on any possible conflict between applicant and third parties).

115 Conduct of Practitioner
115.01 Applicable Rules

The conduct of an attorney or other authorized representative in proceedings before the Board is governed
by Part 11 of 37 C.F.R., Subpart D — USPTO Rules of Professional Conduct (37 C.ER. § 11.101 - 37
C.FR. §11.901).

Part 11 of 37 C.F.R., Subpart B —Recognition to Practice Beforethe USPT O, addresses the representation
of others before the Office, including who is authorized to practice before the United States Patent and
Trademark Office (set out in 37 C.ER. § 11.4 - 37 C.ER. § 11.18). Part 11 of 37 C.FR., Subpart C —
Investigationsand Disciplinary Proceedings; Jurisdiction, Sanctions, I nvestigations, and Proceedings,
addresses investigations and disciplinary proceedings (37 C.ER. §11.19 - 37 C.ER. § 11.60).

In addition to the requirements specifically applicable to the conduct of practitioners, al partiesin matters
before the Board, whether represented by counsel or not, are expected to conduct their businesswith decorum
and courtesy. [Note 1.]

NOTES:

1. 37 C.ER. §2.192; MySpace Inc. v. Mitchell, 91 USPQ2d 1060, 1062 n.4 (TTAB 2009) (referencing 37
C.FR. §2.192).

115.02 Disciplinary Proceedings

37 C.ER. 8§ 2.193 Trademark correspondence and signature requirements.

* % k% %

(f) Signature as certification. The presentation to the Office (whether by signing, filing, submitting,
or later advocating) of any document by any person, whether a practitioner or non-practitioner, constitutes
a certification under § 11.18(b) of this chapter. Violations of § 11.18(b) of this chapter may jeopardize the
validity of the application or registration, and may result in the imposition of sanctions under 8 11.18(c) of
this chapter. Any practitioner violating 8 11.18(b) may also be subject to disciplinary action. See 8§ 11.18(d)
and 11.804 of this chapter.

37 C.ER. §11.18 Signature and certificate for correspondence filed in the Office.

* % % %

(b) By presenting to the Office or hearing officer in a disciplinary proceeding (whether by signing,
filing, submitting, or later advocating) any paper, the party presenting such paper, whether a practitioner
or non-practitioner, is certifying that-
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(D All statements made therein of the party’s own knowledge are true, all statements made therein
on information and belief are believed to be true, and all statements made therein are made with the
knowledge that whoever, in any matter within the jurisdiction of the Office, knowingly and willfully fal sifies,
conceals, or covers up by any trick, scheme, or device a material fact, or knowingly and willfully makes any
falsg, fictitious or fraudulent statements or representations, or knowingly and willfully makes or uses any
falsewriting or document knowing the same to contain any false, fictitious or fraudulent statement or entry;,
shall be subject to the penalties set forth under 18 U.S.C. § 1001 and any other applicable criminal statute,
and violations of this section may jeopardize the probative value of the paper; and

(2) Tothebest of the party’s knowledge, infor mation and belief, formed after an inquiry reasonable
under the circumstances,

(i) The paper is not being presented for any improper purpose, such asto harass someone or to
cause unnecessary delay or needless increase in the cost of any proceeding before the Office;

(ii) Theother legal contentionstherein are warranted by existing law or by a nonfrivolous
argument for the extension, modification, or reversal of existing law or the establishment of new law;

(iii) Theallegations and other factual contentions have evidentiary support o, if specifically so
identified, are likely to have evidentiary support after a reasonable opportunity for further investigation or
discovery; and

(iv) Thedenials of factual contentions are warranted on the evidence, or if specifically so
identified, are reasonably based on a lack of information or belief.

37 C.ER. 8§ 11.20 Disciplinary sanctions; Transfer to disability inactive status.

(@) Typesof discipline. The USPTO Director, after notice and opportunity for a hearing, and where
grounds for discipline exist, may impose on a practitioner the following types of discipline:

(1) Exclusion from practice before the Office;
(2) Suspension from practice before the Office for an appropriate period of time;
(3) Reprimand or censure; or

(4) Probation. Probation may beimposed inlieu of or in addition to any other disciplinary sanction.
Any conditions of probation shall be stated in writing in the order imposing probation. The order shall also
state whether, and to what extent, the practitioner shall be required to notify clients of the probation. Violation
of any condition of probation shall be cause for imposition of the disciplinary sanction. Imposition of the
disciplinary sanction predicated upon violation of probation shall occur only after an order to show cause
why the disciplinary sanction should not be imposed is resolved adversely to the practitioner.

(b) Conditionsimposed with discipline. When imposing discipline, the USPTO Director may condition
reinstatement upon the practitioner making restitution, successfully compl eting a professional responsibility
course or examination, or any other condition deemed appropriate under the circumstances.

(c) Transfer to disability inactive status. The USPTO Director, after notice and opportunity for a
hearing may, and where grounds exist to believe a practitioner has been transferred to disability inactive
status in another jurisdiction, or has been judicially declared incompetent; judicially ordered to be
involuntarily committed after a hearing on the grounds of incompetency or disability, or placed by court
order under guardianship or conservatorship, transfer the practitioner to disability inactive status.

By presenting a submission to the Office, the signer makesthe certifications set forthin 37 C.ER. 8 11.18(b),
and is subject to sanctions under 37 C.E.R. § 11.18(c) for violation of 37 C.E.R. § 11.18(b)(2), regardless
of whether the party is a practitioner or non-practitioner. [Note 1.]
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The rules governing disciplinary proceedings are set out in 37 C.ER. § 11.19-37 C.ER. 8§ 11.60. Such a
proceeding isinstituted only under the circumstances specified in 37 C.ER. § 11.19.

NOTES:

1. For examples of cases involving disciplined practitioners, see Bender v. Dudas, 490 F.3d 1361, 83
USPQ2d 1065, 1072-73 (Fed. Cir. 2007) (decision to exclude patent attorney from practicing before the
USPTO was not “arbitrary, capricious, an abuse of discretion, or otherwise not in accordance with law” in
light of attorney’sfailureto discloseto clientshisfinancial relationship with invention promotion company);
Sheinbein v. Dudas, 465 F.3d 493, 80 USPQ2d 1537, 1539 (Fed. Cir. 2006) (decision to exclude patent
attorney from practicing before the USPTO was proper based on attorney’s disbarment in Maryland and the
Digtrict of Columbia for assisting son to flee the United States to avoid murder investigation); Klein v.
Peterson, 866 F.2d 412, 9 USPQ2d 1558, 1560 (Fed. Cir. 1989) (patent attorney excluded from practice for
certificate of mailing violations); Chaganti v. Lee, 187 F. Supp. 3d 682 (E.D. Va. 2016) (imposition of
reciprocal discipline on patent attorney in the nature of suspension was not arbitrary and capricious); Haley
v. Under Secretary of Commerce for Intellectual Property, 129 F. Supp. 3d 377 (E.D. Va. 2015) (decision
to disbar patent attorney/agent as reciprocal discipline after resignation from state bar was not arbitrary and
capricious); Moatzv. Colitz, 68 USPQ2d 1079 (Dir. USPTO 2003) (practitioner suspended for, inter alia,
aiding others in the unauthorized practice of law, sharing fees with non-practitioners, and handling matter
without adequate preparation); In re Rivera, 67 USPQ2d 1952, 1954-55 (Dir. USPTO 2003) (reciprocal
discipline); InreRyznic, 67 USPQ2d 1115, 1122-23 (Dir. USPTO 2003) (agent suspended for, inter alia,
prosecuting patent application while employed by USPTO); In re Cohen, 66 USPQ2d 1782, 1785 (Dir.
USPTO 2003) (practitioner suspended for neglecting client matter and other sanctionable conduct); Moatz
v. Kersey, 67 USPQ2d 1291, 1294-96 (Dir. USPTO 2002) (practitioner represented private clients while
employed by U.S. government and failed to notify USPTO of suspension in other jurisdictions); Weiffenbach
v. Logan, 27 USPQ2d 1870, 1875 (Comm’r 1993) (patent attorney suspended from practice before USPTO
for five years for altering an office action in a patent application and engaging in other unethical conduct);
McCandlishv. Doe, 22 USPQ2d 1223, 1227 (Comm'r 1992) (patent attorney reprimanded by Commissioner
for misrepresenting facts and knowingly allowing documentsto remain of record which had been withdrawn).

115.03 Petitionsto Disqualify
37 C.ER. §11.19(c) Petitions to disqualify a practitioner in ex parte or inter partes mattersin the Office

are not governed by 88 11.19 through 11.60 and will be handled on a case-by-case basis under such
conditions as the USPTO Director deems appropriate.

Petitions to disqualify practitioners representing parties in ex parte or inter partes matters before the Board
arenot disciplinary proceedings and hence are not governed by 37 C.F.R. § 11.19-37 C.E.R. § 11.60. Rather,
petitionsto disqualify are handled on acase-by-case basis. SeeTBMP § 114.08 (Adverse Parties Represented
by Same Practitioner).

When a petition to disqualify isfiled in connection with a proceeding pending before the Board, the Board
immediately issues an action suspending proceedings in the case and advising the parties that no additional
papers should befiled by the parties until further notice, pending briefing and consideration of the petition.

For further information concerning petitions to disqualify, see TBMP § 513.02.
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116 Termination of Representation
116.01 Revocation of Authority

37 C.ER. § 2.19 Revocation or withdrawal of power of attorney.

(a8 Revocation.

(1) Authority to represent an applicant, registrant or party to a proceeding before the Office may
be revoked at any stage in the proceedings of a trademark case, upon written notification signed by the
applicant, registrant, or party to the proceeding, or by someone with legal authority to bind the applicant,
registrant, or party (e.g., a corporate officer or general partner of a partnership). In the case of joint
applicants or joint registrants, all must sign.

(2) When a power of attorney is revoked, the Office will communicate directly with the applicant,
registrant, or party to the proceeding, or with the new attorney or domestic representative if appropriate.

(3) Arequest to change the correspondence address does not revoke a power of attorney.

(4) Anew power of attorney that meets the requirements of 8 2.17(c) will be treated as a revocation
of the previous power.

Authority to represent aparty in aproceeding before the Board may be revoked at any stage of the proceeding,
by filing a written revocation with the Board. Thereafter, the Board will not recognize that person as a
representative in the case, or give any consideration to any submissions which he or she may file therein,
unless a new written authorization of that person, signed by the party, isfiled in the proceeding.

116.02 Withdrawal as Representative--In General

37 C.ER. § 2.19(b) Withdrawal of attorney. If the requirements of § 11.116 of this chapter are met, a
practitioner authorized to represent an applicant, registrant, or party to a proceeding in a trademark case
may withdraw upon application to and approval by the Director or, when applicable, upon motion granted
by the Trademark Trial and Appeal Board. The practitioner should file the request to withdraw soon after
the practitioner notifies the client of hig’her intent to withdraw. The request must include the following:

(1) Theapplication serial number, registration number, or proceeding number;
(2) A statement of the reason(s) for the request to withdraw; and
(3) Either

(i) A statement that the practitioner has given notice to the client that the practitioner is
withdrawing from employment and will be filing the necessary documents with the Office; that the client
was given notice of the withdrawal at least two months before the expiration of the response period, if
applicable; that the practitioner has delivered to the client all documents and property in the practitioner’s
file concerning the application, registration or proceeding to which the client is entitled; and that the
practitioner has notified the client of any responses that may be due, and of the deadline for response; or

(if) 1f more than one qualified practitioner is of record, a statement that representation by
co-counsdl is ongoing.

37 C.ER. 811.116 Declining or terminating representation.

() Except asstated in paragraph (c) of this section, a practitioner shall not represent a client, or where
representation has commenced, shall withdraw from the representation of a client if:
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(1) Therepresentation will result in violation of the USPTO Rules of Professional Conduct or other
law;

(2) The practitioner’s physical or mental condition materially impairs the practitioner’s ability to
represent the client; or

(3) The practitioner is discharged.

(b) Except as stated in paragraph (c) of this section, a practitioner may withdraw from representing a
client if:

(1) Withdrawal can be accomplished without material adverse effect on the interests of the client;

(2) Theclient persistsin a course of action involving the practitioner’s services that the practitioner
reasonably believesis criminal or fraudulent;

(3) Theclient has used the practitioner’s services to perpetrate a crime or fraud;

(4) Aclient insists upon taking action that the practitioner considers repugnant or with which the
practitioner has a fundamental disagreement;

(5) Theclient failssubstantially to fulfill an obligation to the practitioner regarding the practitioner’s
services and has been given reasonable warning that the practitioner will withdraw unless the obligation
isfulfilled;

(6) The representation will result in an unreasonable financial burden on the practitioner or has
been rendered unreasonably difficult by the client; or

(7) Other good cause for withdrawal exists.

(c) Apractitioner must comply with applicablelaw requiring noticeto or permission of a tribunal when
terminating a representation. When ordered to do so by atribunal, a practitioner shall continue representation
notwithstanding good cause for terminating the representation.

(d) Upon termination of representation, a practitioner shall take stepsto the extent reasonably practicable
to protect a client’s interests, such as giving reasonable notice to the client, allowing time for employment
of other counsel, surrendering papersand property to which the client isentitled and refunding any advance
payment of fee or expense that has not been earned or incurred. The practitioner may retain papersrelating
to the client to the extent permitted by other law.

Under certain circumstances, apractitioner may withdraw from employment asthe attorney or other authorized
representative of aparty to a proceeding before the Board. A practitioner who wishes to withdraw must file
awritten request with the Board for permission to do so. The practitioner may not be able to withdraw until
he or she has complied with the conditions specified in 37 C.ER. § 11.116(c)- 37 C.FR. § 11.116(d).

116.03 When Withdrawal is Mandatory

Withdrawal from employment as the attorney or other representative of a party to a Board proceeding is
mandatory under the circumstances specified in 37 C.ER. § 11.116(a).

116.04 When Withdrawal is Per missive

Withdrawa from employment as the attorney or other authorized representative of a party to a Board
proceeding is permissive under the circumstances specified in 37 C.ER. § 11.116(b).
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116.05 Request to Withdraw

A practitioner who wishes to withdraw from employment as the attorney or other authorized representative
of aparty to a proceeding before the Board must file a written request with the Board for permission to do
so. Therequest to withdraw must be based upon one of the grounds for mandatory or permissive withdrawal
listedin 37 C.ER. § 11.116(a) and 37 C.ER. 8§ 11.116(b). Moreover, the practitioner must comply with the
requirements of 37 C.ER. § 11.116(c) and 37 C.ER. § 11.116(d). [Note 1.]

The propriety of arequest for permission to withdraw as counsel in an application that is the subject of a
potential opposition is determined by the Board, and not the Trademark Examining Operation. SeeTBMP

§212.01.

For further information concerning the requirements for a request to withdraw as representative, and the
action taken by the Board when such arequest is granted, see TBMP § 513.01.

Please Note: Effective May 3, 2013, the United States Patent and Trademark Office adopted new USPTO
RULES OF PROFESSIONAL CONDUCT which are based on the American Bar Association's MODEL
RULES OF PROFESSIONAL CONDUCT. Casesdecided prior to May 3, 2013 refer to the USPTO RULES
CODE OF PROFESSIONAL CONDUCT that wasin effect at that time. These earlier cases continue to be
instructive.

NOTES:

1. See 37 C.ER. § 2.19(b) and 37 C.F.R. § 11.116; Inre Sack, 54 USPQ2d 1504, 1505 (Comm'’r 2000)
(standards and procedure for withdrawa); In re Legendary Inc., 26 USPQ2d 1478, 1479 (Comm’r 1992)
(same). See also SFW Licensing Corp. v. Di Pardo Packing Ltd., 60 USPQ2d 1372, 1374 (TTAB 2001)
(request to withdraw may not be used as a subterfuge for an extension of time; request to withdraw and
motion to extend filed on last day of testimony period denied).

117 Correspondence - With Whom Held

37 C.ER. § 2.18 Correspondence, with whom held.

(a) Establishing the correspondent. The Office will send correspondence as follows:

(1) If anattorney is not recognized as a representative pursuant to 8 2.17(b)(1), the Office will send
correspondence to the applicant, registrant, or party to the proceeding.

(2) Ifanattorney isrecognized as a representative pursuant to § 2.17(b)(1), the Office will correspond
only with that attorney, except as set forth in paragraphs (a)(2)(i) through (iv) of this section. A request to
change the correspondence address does not revoke a power of attorney. The Office will not correspond
with another attorney from a different firm and, except for service of a cancellation petition and notices of
institution of expungement or reexamination proceedings, will not correspond directly with the applicant,
registrant, or a party to a proceeding, unless:

(i) Theapplicant or registrant files a revocation of the power of attorney under § 2.19(a) and/or
a new power of attorney that meets the requirements of § 2.17(c);

(if) The attorney has been suspended or excluded from practicing in trademark matters before
the USPTO; or

(iii) Recognition of the attorney has ended pursuant to § 2.17(g); or
(iv) The attorney has been falsely, fraudulently, or mistakenly designated under § 2.17(b)(4).
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(b) Ex parte matters. Only one correspondence address may be designated in an ex parte matter.

(c) Maintaining and changing the correspondence addresses. The applicant, registrant, or party to
a proceeding must maintain current and accurate correspondence addresses, as required by § 2.23, for
itself and its attorney, if oneisdesignated. If any of these addresses change, a request to change the address,
signed in accordance with § 2.193(e)(9), must be promptly filed.

(d) Post registration filings under sections 7, 8, 9, 12(c), 15, and 71 of the Act. Even if thereisno
new power of attorney or written request to change the correspondence address, the Office will change the
correspondence address upon the examination of an affidavit under section 8, 12(c), 15, or 71 of the Act,
renewal application under section 9 of the Act, or request for amendment or correction under section 7 of
the Act, if a new address is provided, in accordance with paragraph (a) of this section.

37 C.ER. § 2.24 Designation and revocation of domestic of representative by foreign applicant.

(@ Anapplicant or registrant that is not domiciled in the United States may designate a domestic
representative (i.e., a person residing in the United Sates on whom notices or process in proceedings
affecting the mark may be served).

(b) Thedesignation, or a request to change or revoke a designation, must set forth the name, email
address, and postal address of the domestic representative and be signed pursuant to 8§ 2.193(e)(8).

(c) Themere designation of a domestic representative does not authorize the person designated to
represent the applicant or registrant.

37 C.ER. §2.119(d) If a party to an inter partes proceeding is not domiciled in the United Sates and is not
represented by an attorney or other authorized representative located in the United States, none of the
parties to the proceeding is eligible to use the service option under paragraph (b)(4) of this section. The
party not domiciled in the United States may designate by submission filed in the Office the name and address
of a person resident in the United States on whom may be served notices or process in the proceeding. If
the party has appointed a domestic representative, official communications of the Office will be addressed
to the domestic representative unless the proceeding is being prosecuted by an attorney at law or other
qualified person duly authorized under § 11.14(c) of this chapter. If the party has not appointed a domestic
representative and the proceeding is not being prosecuted by an attorney at law or other qualified person,
the Office will send correspondence directly to the party, unless the party designates in writing another
address to which correspondence is to be sent. The mere designation of a domestic representative does not
authorize the person designated to prosecute the proceeding unless qualified under § 11.14(a) of this chapter,
or qualified under § 11.14(b) of this chapter and authorized under § 2.17(f).

117.01 In General

Whenever the Board takes an action in a proceeding before it, the Board sends a copy of the action to each
party or to the party’s attorney. For an unrepresented party, such correspondence will be sent to the party
at the party’s address of record in the proceeding, which may be updated by the party by designating in
writing another address to which correspondence is to be sent. If an appearance is made on behalf of the
party by an attorney (as defined in 37 C.E.R. § 11.1), or awritten power of attorney isfiled, the Board will
send correspondence to the attorney who makes the appearance, or to the attorney designated in the power
of attorney. [Note 1.] If there is no attorney of record for a foreign-domiciled party, but a domestic
representative has been appointed, correspondence will be sent to the domestic representative until an
attorney is appointed. [Note 2.]

If the Board has an email address for Board correspondence with a party, notice of all Board actions will
be sent by email. [Note 3.] A “hard copy” may not be sent by postal mail. For applications filed prior to
February 15, 2020, an email address for Board correspondence will be obtained in the case of an applicant
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in an ex parte appea or in an opposition if the applicant had previously supplied an email address in
connection with the prosecution of the subject application and had authorized the Office to communicate
with applicant by email. For applicationsfiled on or after February 15, 2020, the Board will obtain and use
the valid email address required to be provided by all applicants and registrants that are not exempted by
treaty or by any appointed attorney for receipt of correspondence from the USPTO. [Note 4.] In al other
cases, the Board will obtain an email addressfor aparty when that party files correspondence with the Board
using ESTTA, or files a change of correspondence address specifying an email address.

The Board considers the submission of filings using ESTTA as consent to the Board's sending notice of
Board actions by email. Unlike the case with paper correspondence, a party may designate more than one
email address (separated by commas, up to alimit of 800 characters) for receipt of notice of Board actions.
Because notice of Board actions will not always be sent by both electronic and postal mail, it is essentia
that partiesfiling electronically with the Board adjust their email “spam” filters to aways accept messages
from the USPTO domain (uspto.gov). The USPTO webpage entitled “Don’t Miss Important E-mails from
the USPTO: Add the USPTO to your ‘Safe Senders’ list” at
https://ww.uspto.gov/trademark/trademark-updates-and-announcements/dont-miss-important-e-mail s-uspto
includes instructions to ensure that USPTO emails reach the recipient.

If the Board does not have an email address for Board correspondence with a party, a copy of any Board
action taken in the case will be sent to that party by postal mail at the party's address of record.

Themailing of correspondencein accordance with standard Office mailing procedures creates a presumption
of receipt of correspondence. [Note 5.]

NOTES:

1. See Societe des Produits Nestle SA. v. Basso Fedele & Figli, 24 USPQ2d 1079, 1079-1080 (TTAB 1992)
(new power of attorney filed); Djeredjian v. Kashi Co., 21 USPQ2d 1613, 1614 n.1 (TTAB 1991) (appearance
made by filing motion in the proceeding).

2. See 37 C.ER. § 2.18(b) (changing the correspondence address). See, e.g., Equine Touch Foundation
Inc. v. Equinology Inc., 91 USPQ2d 1943, 1944 n.3 (TTAB 2009) (noting that although counsel filed an
answer for respondent, the ESTTA cover sheet generated in filing the answer still listed the correspondence
address as respondent rather than counsel and that “[i]f counsel intends to represent respondent throughout
the remainder of this proceeding, counsel should file a change of correspondence addressto list himself and
his address as the address for correspondence from the Board and future service copies from petitioner.”).

3. CHANGESTO THE TRADEMARK RULES OF PRACTICE TO MANDATE ELECTRONIC FILING,
84 Fed. Reg. 37081, 37082 (July 31, 2019) (“This rule requires applicants and registrants, and partiesto a
proceeding before the TTAB, to provide and maintain an email address for correspondence.”).

4. CHANGESTO THE TRADEMARK RULES OF PRACTICE TO MANDATE ELECTRONIC FILING,
84 Fed. Reg. 37081, 37082-84 (July 31, 2019); CHANGESTO THE TRADEMARK RULESOF PRACTICE
TO MANDATE ELECTRONIC FILING, 84 Fed. Reg. 69330, 69330 (Dec. 18, 2019) (delay of effective
date to February 15, 2020).

5. Jack Lenor Larsen Inc. v. Chas. O. Larson Co., 44 USPQ2d 1950, 1953 (TTAB 1997).
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117.02 When ThereisMore Than OneAttorney or Other Appointed Practitioner

If a party has supplied a list of email addresses for correspondence with the Board, notice of any Board
action will be sent as a courtesy to each of the email addresses supplied. The email address for the party, if
the party isnot represented, or for the party'sattorney if the party isrepresented, isthe official correspondence
email for purposes of the Board proceeding. SeeTBMP § 117.01.

With respect to postal mail, the Board ordinarily will not undertake double correspondence, that is, the
sending of paper correspondence to two addresses on behalf of a single party. If more than one attorney or
other appointed practitioner makes an appearance on behalf of a party, the papers filed by the additional
attorney(s) or other practitioner(s) will be accepted, but the Board will send paper correspondence to only
one of them, to be determined according to the circumstances in the case. [Note 1.]

If apower of attorney names more than oneindividual, and does not specify which of themisto have primary
responsibility for the case and receive correspondence, the name(s) of the individual attorney(s) in the
signature block of the covering transmittal letter will be used by the Board on the proceeding file, on
correspondence for the party, and on thefinal decision of the Board, to identify counsel for the party, unless
the party or one of the named attorneys requests otherwise in writing. If there is no transmittal letter, and
no other indication as to which of the named attorneys is to have primary responsibility for the case and
receive correspondence, the name of the first listed attorney will be used by the Board on the proceeding
file, in the Board's electronic databases (e.g., TTABVUE), on correspondence for the party, and on the
Board's final decision, unless the party or one of the named attorneys requests otherwise in writing.

If a power of attorney from a party to one attorney (“A”) has been filed, and thereafter another attorney or
other authorized representative (“B”) makes an appearance on behalf of the party and files awritten request
that correspondence be sent to him or her, B ordinarily will be required to submit authorization, from the
party or fromA, for the requested change in the correspondence address. However, if B’srequest for change
of correspondence address bears proof of service of a copy thereof upon both the party and A, and neither
files an objection to the regquest, the correspondence address will be changed, and future correspondence
will be sent to B, rather thanto A.

For example, if one attorney (“A”) makes an appearance on behalf of aparty, and his or her addressisthus
established in the proceeding file as the correspondence address, following which a second attorney (“B”)
makes an appearance on behalf of the party, and files a written request that correspondence be sent to him
or her, the correspondence address in the proceeding file will be changed, and future correspondence will
be sent to B, rather than A. No requirement will be made that B submit authorization, from the party or from
A, for the change of correspondence address, nor will B be required to serve a copy of the request upon A.
If B does not file awritten request that correspondence be sent to him or her, correspondence will continue
to besent to A.

If a power of attorney from a party to one attorney (“A”") has been filed, and thereafter a power of attorney
from the party to another attorney (“B”) is filed, the second power of attorney will be construed, even if
there is no revocation of the first power, as awritten request to change the correspondence address from A
to B, unless the party or A directs otherwise. [Note 2.] Likewise, if an attorney makes an appearance on
behalf of a party, and thereafter the party files a written power of attorney to another attorney, the Board
will send subsequent correspondence to the appointed attorney.

If apower of attorney from a party to one attorney (“A™) has been filed, and thereafter A files an “associate

power of attorney” to another attorney (“B”), the correspondence address will remain unchanged, and the
Board will continue to send correspondence to A, unless A or the party directs otherwise. [Note 3.]
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If apower of attorney from a party to several attorneys (“A,” “B,” and “C”) in the same firm (“XY Z") has
been filed, and thereafter A leaves the firm but does not file arequest that all future correspondence be sent
to him or her, rather than to B and/or C, the Board will continue to send correspondence to B and/or C. If
A, after leaving firm XY Z, does file a request that all future correspondence be sent to him or her, rather
than to B and/or C, the correspondence address will be changed as requested. If, however, B and C object,
and maintain that it is they, rather than A, who continue to represent the party and are entitled to receive
correspondence, proceedings in the case will be suspended until a designation of correspondence address
by the party has been submitted.

If oppositions or petitions for cancellation filed by different opposers or petitioners against the same
application or registration are consolidated, or if an opposition or petition for cancellation is filed by joint
opposersor petitioners, and the different plaintiffs are represented by different attorneys or other authorized
representatives, rather than by the same one(s), the plaintiffs must appoint one lead counsel, to whom the
Board may send postal correspondence intended for the plaintiffs. [Note 4.] After the lead counsel has been
appointed for postal correspondence, the Board will send a copy of any Board order, decision, or other
communication to plaintiff's lead counsel and to the applicant or its attorney. Lead counsel in turn will be
responsible for making and distributing postal copies of such Board correspondence to each plaintiff or its
attorney. In these cases, the lead counsel is not substituted for the separate counsel of each plaintiff, but
rather is responsible for coordinating the conduct of the plaintiffs cases. However, by designating more
than one email address (separated by commas, up to alimit of 800 characters) for receipt of notice of Board
actions, all representatives may receive electronic correspondence from the Board.

In specia circumstances, the Board, in its discretion, may send a particular item of postal correspondence
to morethan one address on behalf of asingle party. However, the Board will not send postal correspondence
to more than one address on behalf of a single party on a continuing basis.

NOTES:

1. Se37C.ER.§2.18.

2. SeeTMEP § 604.03.
3. SeeTMEP § 605.03.

4. Cf. Internet Inc. v. Corp. for National Research Initiatives, 38 USPQ2d 1435, 1436 n.2 (TTAB 1996)
(in three proceedings where defendant in one case was one of two plaintiffsin the two other cases, and where
each plaintiff retained separate counsel, Board indicated that it would send correspondence to attorneys for
the plaintiff which was a party to al three cases unless otherwise advised).

117.03 Continuation of Correspondence With Representativein Application or Registration
When Inter Partes Proceeding Commences

In the case of a party whose application is the subject of a Board proceeding, any appearance or power of
attorney (or designation of other appointed practitioner) of record in the application file at the time of the
commencement of the Board proceeding is considered to be effective for purposes of the proceeding, and
correspondence will be sent initially to that address, [Note 1], including applicant’semail address, if electronic
communication with the Office has been authorized or if designation of an email addressfor correspondence
is now required by the Office. Thereafter, the correspondence address may be changed in appropriate
circumstances.
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However, in the case of a party whose registration is the subject of a proceeding before the Board, any
representation which may be of record in the registration file at the time of the commencement of the Board
proceeding is not considered to be effective for purposes of the Board proceeding. Rather, correspondence
issent to the registrant itself or its domestic representative unless and until an attorney makes an appearance
in the Board proceeding in the registrant’s behalf, or a written power of attorney isfiled in the proceeding
by the registrant, or the registrant requests in writing to change its address. [Note 2.]

Changes of attorney addresses or powers of attorney in registration files are accepted by the Office when
submitted with post-registration filings, such as those under Trademark Act 8 7, Trademark Act § 8,
Trademark Act § 9 or Trademark Act § 15, 15 U.S.C. § 1057, 15 U.S.C. § 1058, 15 U.S.C. § 1059 or 15
U.S.C. § 1065, as well as in a cancellation or concurrent use proceeding before the Board. The attorney
representing the registrant isresponsiblefor insuring that registrant’s correspondence addresses are updated.
The Office accepts separate written address changes for registrants and domestic representatives, but global
changes of address (when one paper isfiled listing all involved registrations) will not be effectivein changing
the address in each file. However, a single TEAS form for recording a change of address, found at
www.uspto.gov/tease-TEA S/index.html, can be used to notice a change of address for more than one
application or registration. The TEAS form can be used to change the correspondence address only on
applications or registrations that are currently active. [Note 3.]

NOTES:

1. 37 C.ER. §2.105(c). See MISCELLANEOUS CHANGESTO TRADEMARK TRIAL AND APPEAL
BOARD RULES OF PRACTICE, 81 Fed. Reg. 69950, 69954 (October 7, 2016). (“For opposition
proceedings, theterminology ‘email or correspondence address of record’ intherulerefersto * correspondence
address asit is used throughout the Rules of Practice in Trademark Cases (e.g., 88 2.18, 2.21, 2.22, 2.23)
and the addition of ‘email’ merely highlights that an email correspondence address may be used when
authorized.”).

2.37C.FR. 8§2.113(c), 37 C.ER. §2.18. See MISCELLANEOUS CHANGESTO TRADEMARK TRIAL
AND APPEAL BOARD RULES OF PRACTICE, 81 Fed. Reg. 69950, 69954 (October 7, 2016). (“The
Office plansto effect service using the ‘ Current Owner Information’ field or, if one has been appointed, the
‘Domestic Representative Information’ field in the USPTO’s TSDR database.”).

3. TMEP § 609.02(b).

117.04 Continuation of Correspondence with Representative of Potential Opposer After
Opposition isFiled

When an attorney is appointed in apower of attorney accompanying an opposition, or makes an appearance
by filing an opposition on behaf of the opposer, the Board will send correspondence to that attorney,
notwithstanding the fact that another attorney or attorneys may have obtained one or more extensions of
time to oppose on behaf of the opposer. If, however, a power of attorney filed with an opposition names
severa attorneys, and there is no transmittal letter and no other indication as to which of them is to have
primary responsibility for the case and receive correspondence, but one of the named attorneys obtained an
extension of time to oppose, correspondence will be sent to that attorney; if none of the named attorneys
obtained an extension of time to oppose, correspondence will be sent to the first named attorney. Thereafter,
the correspondence address may be changed in appropriate circumstances.
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117.05 Correspondence After Revocation or Withdrawal

If the authority of an attorney or other authorized representative to represent a party in a proceeding before
the Board is revoked, or the practitioner is granted permission to withdraw upon request therefor to the
Board, and the party is not represented by any other practitioner, correspondence will be sent to the party
at itsaddress of record unless another practitioner putsin an appearance, or awritten appointment of another
practitioner isfiled, or the party designatesin writing another address to which correspondenceisto be sent.

117.06 Correspondence With Foreign Party

If aparty to aBoard proceeding is not domiciled in the United States and is not represented by an attorney
who is licensed to practice law in the United States, correspondence will be sent to the party’s domestic
representative, if one has been appointed. However, a domestic representative cannot represent a party in
Board proceedings. [Note 1.] If the party has not appointed a domestic representative and a U.S. licensed
attorney has not yet been appointed in the proceeding, the Office will send correspondence directly to the
party at the address of record for the party, which the party may request in writing to change. [Note 2.]

Please Note: Effective August 3, 2019, the Office amended 37 C.ER. § 2.11(a) to require foreign-domiciled
applicants, registrants, or partiesto atrademark proceeding to be represented by an attorney who islicensed
to practice law in the United States. If aforeign-domiciled party appears without an attorney, generally, the
Board will suspend the proceedings and inform the party of the time frame within which it must appoint a
U.S. licensed attorney. [Note 3.]

NOTES:

1. SeeTMEP § 610.

2. See 37 C.ER. §2.119(d).

3. See Cloudworks Consulting Services Inc. v. Ongoing Operations, LLC, 2020 USPQ2d 10019, at *1
(TTAB 2020) (Board suspended proceedings pending appointment of United States counsel). SeealsoTMEP
§601.

117.07 Change of Address

If aparty to aBoard proceeding or itsattorney or other authorized representative moves or changesits postal
address or email address, a separate notice of the change of address or email address should be filed with
the Board using ESTTA, and should reference the proceeding number. [Note 1.] It is the responsibility of
a party to a proceeding before the Board to ensure that the Board has the party’s current correspondence
address, including an email address. If aparty failsto notify the Board of a change of address, with the result
that the Board is unable to serve correspondence on the party, default judgment may be entered against the

party.

A party or its attorney or other authorized representative should not assume that the inclusion of a new
address or email address on a document directed to another matter, or on the envelope in which a paper is
filed, issufficient to notify the Board of achange of address. Paper correspondence sent by mail to the Office
isopened inthe USPTO Mail Room, and ordinarily the envelopes are discarded there before the mail is sent
on to its ultimate destination within the Office. Thus, in the rare instances paper filings are permitted under
the rules, the Board normally does not see the return addresses on the mailing envelopes of papersfiled in
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Board proceedings. Moreover, while it is the normal practice of the Board to check the address on newly
filed submissions and to changeitsrecordsto reflect any noted change of address, the Board has no obligation
to do so. The responsibility for any failure to receive correspondence due to a change of address of which
the Board has not been given separate written notice lies with the party or its attorney or other authorized
representative.

The best practice isto promptly file a separate change of address with the Board when the correspondence
address, including an email address, for any party to a Board proceeding changes. [Note 2.]

NOTES:

1. See 37 C.ER. § 2.126(a).

2. See 37 C.ER. § 2.18(c).

117.08 Individual Not Entitled to Represent Others

An individual who is not entitled, under 37 C.E.R. § 11.14(a), 37 C.ER. § 11.14(b), 37 C.ER. § 11.14(c)
or 37 C.F.R. § 11.14(e), to practice before the Office in trademark cases, will not be permitted to represent
aparty in a proceeding before the Board, and may not file submissions on behalf of the party. [Note 1.] If
it comes to the attention of a Board attorney that such an individual is attempting to represent a party in a
Board proceeding, the Board attorney will bring the matter to the attention of the Chief Administrative
Trademark Judge, who will coordinate appropriate action with the Office of Enroliment and Discipline.
Moreover, no Board correspondence intended for the party will be sent to the individual. Rather, the Board
will send such correspondenceto the party itself, or to the party’sattorney . [Note 2.] However, under certain
circumstances, where a submission is signed by an individual not authorized to practice before the Office,
the Board may allow time to cure the signature defect. [Note 3.] SeealsoTBMP § 114.06.

NOTES:
1. SeeTMEP 8§ 602 (Person Authorized to Practice Before USPTO in Trademark Matters).

2.Se37CER. §218.

3. See eg, Birlinn Ltd. v. Sewart, 111 USPQ2d 1905 (TTAB 2014) (Board applies opportunity to cure
provision in 2.119(e) to improperly signed papers, which defines the time period for cure as “within the
time limit set in the notification of this defect by the Office").

118 Payment of Fees
118.01 Listsof Feesand Charges

A list of the fees and charges established by the USPTO for trademark cases may be found in 37 C.E.R. §
2.6, and online at the USPTO’s website, www.uspto.gov. A list of fees and charges established by the
USPTO for miscellaneous services may be found in 37 C.F.R. § 1.21, aswell as on the USPTO website.

A list of feesand chargesfor processing correspondencerelating to international applicationsand registrations
under the Madrid Protocol may be foundin 37 C.ER. § 7.6 aswell as on the USPTO website. International
fees that may be paid to the International Bureau of the World Intellectual Property Organization through
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the Office in connection with international applications and registrations may be found in 37 C.ER. § 7.7
as well as on the WIPO website, www.wipo.int.

118.02 Fees Payablein Advance

37 C.ER. § 2.206 Trademark Fees payable in advance.

(a8 Trademark fees and charges payable to the Office are required to be paid in advance; that is, at
the time of requesting any action by the Office for which a fee or chargeis payable.

(b) All fees paid to the Office must be itemized in each individual trademark application, or registration
file, or trademark proceeding, so the purpose for which the fees are paid is clear. The Office may return
fees that are not itemized as required by this paragraph.

118.02(a) Feesfor Extensionsof Timefor Filing an Opposition

37 C.ER. § 2.102 Extension of time for filing an opposition.

(@ Any person who believes that he, she or it would be damaged by the registration of a mark on the
Principal Register may file a request with the Trademark Trial and Appeal Board to extend the time for
filing an opposition. The request need not be verified, but must be signed by the potential oppaser or by the
potential opposer’s attorney, as specified in 8 11.1 of this chapter, or authorized representative, as specified
in § 11.14(b) of this chapter. Electronic signatures pursuant to § 2.193(c) are required for electronically
filed extension requests.

(1) Arequest to extend the time for filing an opposition to an application must be filed through
ESTTA by the opposition due date set forth in § 2.101(c). In the event that ESTTA is unavailable due to
technical problems, or when extraordinary circumstances are present, a request to extend the opposition
period for an application based on Section 1 or 44 of the Act may be filed in paper form by the opposition
duedate set forth in § 2.101(c). A request to extend the opposition period for an application based on Section
66(a) of the Act must be filed through ESTTA and may not under any circumstances be filed in paper form.

(2) A paper regquest to extend the opposition period for an application based on Section 1 or 44 of
the Act must befiled by the due date set forth in § 2.101(c) and be accompanied by a Petition to the Director
under § 2.146, with the fees therefor and the showing required under paragraph (a)(1) of this section.
Timeliness of the paper submission will be determined in accordance with 88 2.195 through 2.198.

(b) Arequest to extend the time for filing an opposition must identify the potential opposer with
reasonabl e certainty. Any opposition filed during an extension of time must be in the name of the person to
whom the extension was granted, except that an opposition may be accepted if the person in whose name
the extension was requested was misidentified through mistake or if the opposition isfiled in the name of a
person in privity with the person who requested and was granted the extension of time.

(C) * % %
() A person may file afirst request for:
(i) Either athirty-day extension of time, which will be granted upon request; or

(ii) Aninety-day extension of time, which will be granted only for good cause shown. A sixty-day
extension is not available as a first extension of time to oppose.

(2) If apersonwasgranted an initial thirty-day extension of time, that person may file a request for
an additional sixty-day extension of time, which will be granted only for good cause shown.

(3) * * * No other time period will be allowed for afinal extension of the opposition period.

* % %
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(d) Thefiling date of a request to extend the time for filing an opposition isthe date of electronic receipt
in the Office of the request. In the rare instance that filing by paper is permitted under these rules, thefiling
date will be determined in accordance with 88 2.195 through 2.198

Certain extensions of time to oppose an application for registration require payment of afee. All required
feesfor extensions of time to oppose are per application fees, not per class fees, and must be tendered with
the extension request.

Thereisno feefor aninitia thirty-day extension request. There is a per application fee for filing a second
request of sixty days or for an initial request of ninety-days for an extension of time to oppose. [Note 1.]
There aso is a per application fee for filing a final sixty-day request for extension of time to oppose after
one or two requests totaling 120 days from the date of publication. [Note 2.]

The fees for an extension of time to oppose are higher for paper submissions. Petition fees are applicable
to all requests for extensions of time to oppose filed on paper. [Note 3.]

When arequest for extension of time to oppose is filed using ESTTA, as required, the correct fee will be
calculated and payment must be made before the filing will be transmitted to the USPTO. Notethat in order
for feesto be properly calculated, each potential opposer must be entered separately. [Note 4.]

NOTES:

1. 37 C.ER. 8 2.6(a)(22)(ii).

2. 37 C.ER. 8§ 2.6(a)(23)(ii).

3. 37 C.ER. 8§ 2.102(a)(2); 37 C.ER. § 2.6(a)(22)(i); 37 C.ER. § 2.6(a)(23)(i); 37 C.ER. § 2.6(a)(15).

4. Cf. Syngenta Crop Protection Inc. v. Bio-Chek LLC, 90 USPQ2d 1112, 1115 n.2 (TTAB 2009) (multiple
opposers not entered separately in ESTTA, resulting in improper fee being calculated and paid).

118.02(b) Feesfor Opposition and Cancellation Proceedings

37 C.ER. § 2.101 Filing an opposition.

(8 An opposition proceeding is commenced by filing in the Office a timely notice of opposition with
the required fee.

(b) Any person who believes that he, she or it would be damaged by the registration of a mark on the
Principal Register may file an opposition addressed to the Trademark Trial and Appeal Board. The opposition
need not be verified, but must be signed by the opposer or the opposer’s attorney, as specified in § 11.1 of
this chapter, or other authorized representative, as specified in § 11.14(b) of this chapter. Electronic
signatures pursuant to § 2.193(c) are required for oppositions filed through ESTTA under paragraph (b)(1)
or (2) of this section.

(1) Anopposition to an application must be filed by the due date set forth in paragraph (c) of this
section through ESTTA.

(2) Inthe event that ESTTA is unavailable due to technical problems, or when extraordinary
circumstances are present, an opposition against an application based on Section 1 or 44 of the Act may
be filed in paper form. A paper opposition to an application based on Section 1 or 44 of the Act must be
filed by the due date set forth in paragraph (c) of this section and be accompanied by a Petition to the
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Director under § 2.146, with the fees therefor and the showing required under this paragraph. Timeliness
of the paper submission will be determined in accordance with 88 2.195 through 2.198.

(3) An opposition to an application based on Section 66(a) of the Act must be filed through ESTTA
and may not under any circumstances be filed in paper form.

(c) The opposition must be filed within thirty days after publication (§ 2.80) of the application being
opposed or within an extension of time (§ 2.102) for filing an opposition. The opposition must be accompanied
by the required fee for each party joined as opposer for each classin the application for which registration
isopposed (see § 2.6).

(d) An otherwise timely opposition cannot be filed via ESTTA unless the opposition is accompanied by
afeethat is sufficient to pay in full for each named party opposer to oppose the registration of a mark in
each class specified in the opposition. A paper opposition that is not accompanied by the required fee
sufficient to pay in full for each named party opposer for each classin the application for which registration
is opposed may not be instituted. If time remainsin the opposition period as originally set or as extended
by the Board, the potential opposer may resubmit the opposition with the required fee.

(e) Thefiling date of an opposition isthe date of el ectronic receipt in the Office of the notice of opposition
and required fee. In the rare instances that filing by paper is permitted under these rules, the filing date will
be determined in accordance with 88 2.195 through 2.198.

* % k% %

37 C.ER. § 2.111 Filing petition for cancellation.

(@) A cancellation proceeding is commenced by filing in the Office a timely petition for cancellation
with the required fee.

(b) Any person who believesthat he, sheor it isor will be damaged by a registration may file a petition,
addressed to the Trademark Trial and Appeal Board, for cancellation of the registration in whole or in part.
The petition for cancellation need not be verified, but must be signed by the petitioner or the petitioner’s
attorney, as specified in 8 11.1 of this chapter, or other authorized representative, as specified in § 11.14(b)
of thischapter. Electronic signatures pursuant to § 2.193(c) arerequired for petitions submitted electronically
via ESTTA. The petition for cancellation may be filed at any time in the case of registrations on the
Supplemental Register or under the Act of 1920, or registrations under the Act of 1881 or the Act of 1905
which have not been published under section 12(c) of the Act, or on any ground specified in section 14(3)
or section 14(5) of the Act, or at any time after the three-year period following the date of registration on
the ground specified in section 14(6) of the Act. In all other cases, including nonuse claims not specifiedin
section 14(6), the petition for cancellation and the required fee must be filed within five years from the date
of registration of the mark under the Act or from the date of publication under section 12(c) of the Act.

(©)(1) A petition to cancel a registration must be filed through ESTTA.

(2)(i) Inthe event that ESTTA is unavailable due to technical problems, or when extraordinary
circumstances are present, a petition to cancel may be filed in paper form. A paper petition to cancel a
registration must be accompanied by a Petition to the Director under § 2.146, with the fees therefor and
the showing required under this paragraph (c). Timeliness of the paper submission, if relevant to a ground
asserted in the petition to cancel, will be determined in accordance with 88 2.195 through 2.198.

(ii) For a petition to cancel a registration on thefifth year anniversary of the date of registration
of the mark, a petitioner for cancellation who meets the requirements of 8§ 2.147(b) may submit a petition
to the Director to accept a timely filed paper petition to cancel.

(d) The petition for cancellation must be accompanied by the required fee for each party joined as
petitioner for each classin theregistration(s) for which cancellation is sought (see § 2.6). A petition cannot
befiled via ESTTA unless the petition is accompanied by a fee that is sufficient to pay in full for each named
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petitioner to seek cancellation of the registration(s) in each class specified in the petition. A petition filed
in paper formthat is not accompanied by a fee sufficient to pay in full for each named petitioner for each
classin the registration(s) for which cancellation is sought may not be instituted.

(e) Thefiling date of a petition for cancellation is the date of electronic receipt in the Office of the
petition and required fee. In the rare instances that filing by paper is permitted under these rules, the filing
date of a petition for cancellation will be determined in accordance with 88 2.195 through 2.198.

Thefiling fee for an opposition or cancellation proceeding must be tendered with the notice of opposition
or petition for cancellation. A notice of opposition or petition for cancellation filed without afiling fee will
not be accorded afiling date. [Note 1.]

When anotice of opposition or petition for cancellationisfiled using ESTTA, the correct fee will be calculated
and payment must be made before the filing will be uploaded to the USPTO for processing. Note that in
order for fees to be properly calculated, each opposer or petitioner must be entered separately. [Note 2.]

If an otherwise timely notice of opposition or petition for cancellation is submitted on paper with less than
thefull fee duefor each party opposer or party petitioner and for each class opposed or sought to be cancelled,
the proceeding may not be instituted. [Note 3.] A paper filing of anotice of oppasition or petition to cancel
must be accompanied by a Petition to the Director, with required fee, and ashowing that ESTTA isunavailable
due to technical problems, or extraordinary circumstances are present. [Note 4.] Petitions to file on paper
generally are subject to 37 C.ER. § 2.146, including the requirement for verified facts. [Note 5.] However,
a Petition to the Director to accept paper submission of a petition to cancel aregistration on the fifth year
anniversary of the date of registration is subject to the requirements of 37 C.E.R. § 2.147(b), including the
requirement for a declaration under 37 C.ER. 8§ 2.20 or 28 U.S.C. § 1746. [Note 6.]

Please Note: Effective January 2, 2021, the USPTO revised 37 C.ER. 8§ 2.114(a) to provide that a partial
refund of the fee for a petition to cancel may be made in cases based solely on abandonment or nonuse
where default judgment is entered because there is no appearance by a defendant and no filings are made
other than the petition to cancel. [Note 7.]

For information regarding the feesfor filing anotice of appeal, an appeal brief, or arequest for an extension
of time to file an appeal brief in an ex parte appeal, see TBMP § 1202.04, TBMP § 1203.02(a), TBMP
§1302.04, and TBMP §1303.02(d).

NOTES:

1. 37 C.ER. §2.101(d) and 37 C.ER. § 2.111(d).

2. See Syngenta Crop Protection Inc. v. Bio-Chek LLC, 90 USPQ2d 1112, 1115 n.2 (TTAB 2009) (multiple
opposers not entered separately in ESTTA, resulting in improper fee being calculated and paid; opposition
considered to be properly filed by first-named opposer only).

3.37C.ER. §2.101(d) and 37 C.ER. § 2.111(d).

4.37 C.ER. §2.101(b)(2) and 37 C.E.R. § 2.111(c)(2).

5.37 C.ER. § 2.101(b)(2); 37 C.ER. § 2.111(c)(2)(i).

6. 37 C.ER. 8§ 2.111(c)(2)(ii).
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7.37 CER§2.114(a)(2). See TRADEMARK FEE ADJUSTMENT, 85 Fed. Reg. 73197, 73210-11 (Nov.
17, 2020), effective January 2, 2021.

118.02(c) Feefor Filing a Request for an Oral Hearing beforethe Board

A party that wishesto have an oral hearing in aBoard inter partes proceeding or ex parte appeal must submit
arequest, by separate submission viaESTTA, along with the filing fee, not later than 10 days after the due
datefor filing the last reply brief. [Note 1.] SeeTBMP § 802.02.

NOTES:

1. 37 C.ER. §2.6(a)(24). See TRADEMARK FEE ADJUSTMENT, 85 Fed. Reg. 73197, 73210 (Nov. 17,
2020), effective January 2, 2021.

118.03 Method of Payment--In General

37 C.ER. § 2.207 Method of payment.

(& All payments of money required in trademark cases, including feesfor the processing of international
trademark applications and registrations that are paid through the Office, shall be madein U.S dollars
and in the form of a cashier’s or certified check, Treasury note, national bank note, or United Sates Postal
Service money order. If sent in any other form, the Office may delay or cancel the credit until collection is
made. Checks and money orders must be made payable to the Director of the United States Patent and
Trademark Office. (Checks made payable to the Commissioner of Patents and Trademarks will continue to
be accepted.) Payments from foreign countries must be payable and immediately negotiable in the United
Sates for the full amount of the fee required. Money sent to the Office by mail will be at the risk of the
sender, and letters containing money should be registered with the United States Postal Service.

(b) Payments of money required for trademark fees may also be made by credit card except for
replenishing a deposit account. Payment of a fee by credit card must specify the amount to be charged to
the credit card and such other information asis necessary to process the charge, and is subject to collection
of the fee. The Office will not accept a general authorization to charge feesto a credit card. If credit card
information is provided on a form or document other than a form provided by the Office for the payment of
fees by credit card, the Office will not be liable if the credit card number becomes public knowledge.

Filers using ESTTA to file submissions with the Board online will be prompted to pay any necessary fees
as a part of the ESTTA filing process. When paying a fee through ESTTA, filers may utilize a credit card,
electronic funds transfer, or a USPTO deposit account.

In the rare instances that the rules permit filing by paper, it is also the practice of the Office to accept, as
“conditional” payment of afee, asigned uncertified check. If such acheck isreturned for insufficient funds,
the fee remains unpaid, and the filing date of the fee will be the filing date of any resubmitted adequate
payment. [Note 1.] An unsigned check will be returned to its sender, but the Director has the discretion to
accept such a check, as“conditional” payment, upon petition showing sufficient cause therefor. [Note 2.]

The Office cannot accept U.S. Treasury checks that have been issued to the applicant or to another party as
payment of Office fees. This is true for all refund checks whether issued from the Office or any other
government agency. Office rules require that money orders and checks be made payable to the Director of
Patents and Trademarks and do not permit the acceptance of U.S. Treasury checks endorsed by the applicant
in payment of fees.
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NOTES:

1. Seelnre Cantatore, 231 USPQ 742, 744 (Comm’r 1986) (petition to revive was denied because filing
fee check was returned for insufficient funds).

2. See Dubost v. U.S. Patent and Trademark Office, 777 F.2d 1561, 227 USPQ 977, 980 (Fed. Cir. 1985)
(Office has discretion), on remand, In re Dubost, 231 USPQ 887, 889 (Comm’r 1986) (sufficient cause
not shown).

118.04 Method of Payment--Deposit Accounts

For the convenience of attorneys and the general public in paying fees and charges to the Office, deposit
accounts may be established in the Office. [Note 1.] The Office has an automated financial system, USPTO
Financial Manager, allowing transactions to occur over the Internet through the Office website at
www.uspto.gov. Deposit accounts can be maintained through the Internet and funds replenished by check
or electronic fundstransfer. [Note 2.] A deposit account may be used for payment of any necessary feewhen
filing online using ESTTA, or when necessary to file paper documents.

Thefeesfor filing an ex parte appeal to the Board, certain extensions of time to file an appeal brief, certain
extensions of time to oppose an application, a notice of opposition, a petition for cancellation, and arequest
for an oral hearing where sought, may all be charged to a deposit account, provided that the requirements
of 37 C.ER. § 2.208 are met. However, the charging of a fee against an account that does not contain
sufficient funds to cover it cannot be regarded as payment of the fee. [Note 3.] Thus, the overdrawing of a
deposit account may result in the loss of avital date.

The Officewill not accept ex parte appeal sif the notice of appea isnot accompanied by at |east the minimum
fee for one class or specific authorization to charge the deposit account for that fee, as opposed to ageneral

authorization which may have been provided when the application was filed. A genera authorization to
charge adeposit account will only be effective upon petition to the Director. [Note 4.] Because the general

authorization can only be invoked on petition, the Board itself cannot accept the general authorization as a
basis for treating the appeal fee as timely submitted.

NOTES:

1. See 37 C.ER. § 2.208 (Deposit accounts).

2. 37 C.ER. § 2.208(c).

3. See 37 C.ER. § 2.208(b).

4. Inre Skyisthe Ltd., 42 USPQ2d 1799, 1800 (Comm’r 1996) (“Requiring the Office mailroom and the
ITU/Divisional Unit of the Office to check each application file for a general authorization to charge a
deposit account would place an undue and unmanageable burden on those sections of the Office.”).

119 Papersand Fees Generally Not Returnable
119.01 Fee Refunds--General Rule

37 C.ER. § 2.209 Refunds.
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(8 TheDirector may refund any fee paid by mistake or in excess of that required. A change of purpose
after the payment of a fee, such as when a party desires to withdraw a trademark application, appeal or
other trademark filing for which the fee was paid, will not entitle a party to a refund of such fee. The Office
will not refund amounts of twenty-five dollars or less unless a refund is specifically requested, and will not
notify the payor of such amounts. If a party paying a fee or requesting a refund does not provide the banking
information necessary for making refunds by electronic fundstransfer (31 U.S.C. § 3332 and 31 C.F.R. part
208), or instruct the Office that refunds are to be credited to a deposit account, the Director may require
such information, or use the banking information on the payment instrument to make a refund. Any refund
of a fee paid by credit card will be by a credit to the credit card account to which the fee was charged.

(b) Any request for refund must be filed within two years from the date the fee was paid, except as
otherwise provided in this paragraph. If the Office charges a deposit account by an amount other than an
amount specifically indicated in an authorization (8 2.208(b)), any request for refund based upon such
charge must be filed within two years from the date of the deposit account statement indicating such charge,
and include a copy of that deposit account statement. The time periods set forth in this paragraph are not
extendable.

119.02 Submissions and Fees—-Ex Parte Cases

After an application has received afiling date, submissions filed in connection therewith, including ex parte
appeal papers, will not be returned. Similarly, once a petition for expungement or reexamination has been
received, submissions filed in connection with the proceeding, if instituted, including ex parte appeal
submissions, will not be returned. [Note 1.] Use of ESTTA for filing with the Board is required. ESTTA
will not accept untimely filings or filings with insufficient fees.

In the rare instance that the rules permit a paper-filed notice of appeal, if a notice of appeal to the Board
from an examining attorney’s final refusal, or anotice of appeal after issuance of afinal Office actionin an
expungement or reexamination proceeding, is late filed, the appeal will not be entertained. Instead, the
application will be abandoned or the registration will be cancelled, as appropriate, the notice of appeal will
beretained in the Board'sfile; and any appeal fee submitted therewith will be refunded. If anotice of appeal
isfiled prematurely, the appeal will not be entertained, the notice of appeal will be retained in the Board's
file, the application or registration, as appropriate, will be returned to the examining attorney for further
action, and applicant or registrant will be advised that if atimely appeal is subsequently filed in the case,
any fee submitted with the premature appeal will be applied thereto. If no timely appeal is filed, applicant
or registrant may request arefund of any such fee.

If afinal refusal to register is withdrawn by the examining attorney, and the application is approved for
publication, following which the applicant, not knowing that the application has been approved for publication,
filesanotice of appeal, the appeal will not be instituted, the notice of appeal will be retained in the Board's
file, and any appea fee submitted therewith will be refunded. Similarly, if a final Office action in an
expungement or reexamination proceeding iswithdrawn, the registration will stand and the same procedure
isin place as for awithdrawal of arefusal to register an application. In such a case, the notice of appeal,
and appeal fee, are considered to have been filed in excess, rather than by change of purpaose, since at the
time of itsfiling, the appeal was unnecessary. If, however, the examining attorney withdraws the refusal to
register, and approvesthe application for publication, or afinal Office action iswithdrawn for an expungement
or reexamination proceeding, after an appeal to the Board has been filed, the appeal will be dismissed as
moot, and the appeal fee will not be refunded (the appeal having been necessary at the time of itsfiling).

NOTES:

1. See 37 C.ER. § 2.25 (Documents not returnable).
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119.03 Submissions and Fees--Inter Partes Cases

Intherareinstancesthat filings by paper are permitted under therules, after aninter partes proceeding before
the Board has been filed, paper submissions and other materialsfiled in connection therewith, normally will

not be returned. Paper submissions filed by mail or hand delivery are scanned. After a short period of
retention following filing and scanning, the Board disposes of the paper submissions. Following the conclusion
of a proceeding, including any appeal period, any physical materials submitted will be disposed of by the
Board in an appropriate manner. SeeTBMP 8§ 806 (Termination of Proceeding). The Board will retain
electronic versions of all submissions pursuant to USPTO document retention policies. Confidential

submissions will remain sealed after termination of the proceeding. If, because of a defect in an opposition
or a petition for cancellation filed with the Board, a proceeding is not instituted, any submitted fee will be
refunded.

Use of ESTTA for filing with the Board is required. ESTTA will not accept untimely filings, filings with
insufficient fees, or filings where any of the conditions identified below exist. However, if ESTTA is
unavailable due to technical problems, or due to extraordinary circumstances, an opposition or petition for
cancellation may be filed on paper (except for an opposition against a § 66(a) application), if accompanied
by aPetition to the Director under 37 C.E.R. § 2.146 and therequired fee. [Note 1.] A Petition to the Director
to accept paper submission of a petition to cancel aregistration on the fifth year anniversary of the date of
registration is subject to the requirements of 37 C.E.R. § 2.147(b), including the requirement for adeclaration
under 37 C.E.R. § 2.20 or 28 U.S.C. § 1746. [Note 2]

Intherare circumstances wherefiling by paper is permitted under the rules, no proceeding will beinstituted,
and any submitted filing fee will be refunded in the following circumstances:

(1) If an opposition filed during an extension of time to oppose is in the name of someone other than
the person who obtained the extension, and the opposer is unable to show, pursuant to 37 C.ER. § 2.102(b),
that it isin privity with the person who obtained the extension, or that the person in whose name the extension
was requested was misidentified through mistake.

(2) If an opposition or a petition for cancellation is filed prematurely (i.e., prior to publication of the
subject mark in the Official Gazette for purposes of opposition, or prior to issuance of aregistration of the
subject mark, respectively, even if the registration has issued by the time of the Board's action).

(3) If an opposition isfiled after the time for opposing has expired; or, isfiled unsigned, and asigned
copy is not submitted within the time limit set in the notification of this defect by the Board; or isfiled
without the required fee; or if the opposed application was abandoned before the opposition was filed.

SeeTBMP § 218 (Abandonment of Application).

No proceeding will be instituted and the filing fee will not be refunded in the following circumstances:

(1) If aparty files an opposition or petition for cancellation in paper form without the Petition to the
Director and the required fee under 37 C.E.R. § 2.146, or where applicable, 37 C.E.R. § 2.147, the proceeding
will not be instituted and the filing fee will not be refunded.

(2) If aparty files an opposition or petition for cancellation in paper form accompanied by the Petition
to the Director and the required fee and the required showing in the Petition to the Director is found to be
insufficient, the proceeding will not be instituted and the filing fee will not be refunded.

Proceedingswill beinstituted, and thefiling fee charged for apermitted filing in paper formin thefollowing
circumstances:
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(2) If apetition to cancel aPrincipal Register registration that is more than five years old does not alege
any ground upon which such aregistration can be cancelled (see Trademark Act § 14, 15 U.S.C. § 1064),
the cancellation will be instituted and the Board will issue an order to show cause why the petition should
not be dismissed for failure to state a claim. Note that when filing a petition for cancellation online using
ESTTA, time-barred grounds for cancellation are not presented as an option.

(2) If apetition for cancellation is filed with respect to aregistration which, at the time of the filing of
the petition, was not a“live” registration (e.g., the time for filing an affidavit of use under Trademark Act
88,15 U.S.C. 8 1058, had expired, and no acceptable affidavit had been filed; the registration had already
been cancelled as the result of a previous cancellation proceeding), the proceeding will be instituted, and
then dismissed as moot.

(3) If aparty files an opposition or a petition for cancellation, and immediately thereafter changes its
mind, and requests that the opposition or petition for cancellation not be instituted and that the papers be
returned, the request ordinarily will be denied, and the proceeding will be instituted, unlessthereis a defect
in the opposition or petition for cancellation which precludes institution, in which case no proceeding will
be instituted, and any submitted fee will be refunded.

When the Board finds that it erroneously instituted a proceeding, the proceeding will be dismissed as a
nullity. A refund will be issued in most circumstances involving dismissal as a nullity (e.g., institution of
duplicate proceedings). All submissionswill beretained by the Board under the assigned proceeding number,
pursuant to the applicable retention policy.

NOTES:

1.37C.ER. 8§2.101(b)(1); 37 C.E.R. § 2.101(b)(3); 37 C.ER. § 2.101(b)(2); 37 C.FR. 82.101(d); 37 C.ER.
§2.113(c)(1); 37 C.E.R. 82.111(c)(2).

2. 37 C.ER. 8§ 2.111(c)(2)(ii).

120 Accessto Files

37 C.ER. 8§ 2.27(d) Except as provided in paragraph (e) of this section, the official records of applications
and all proceedings relating thereto are available for public inspection and copies of the documents may
be furnished upon payment of the fee required by § 2.6.

37 C.ER. 8§ 2.27(e) Anything ordered to be filed under seal pursuant to a protective order issued or made
by any court or by the Trademark Trial and Appeal Board in any proceeding involving an application or a
registration shall be kept confidential and shall not be made available for public inspection or copying
unless otherwise ordered by the court or the Board, or unless the party protected by the order voluntarily
disclosesthe matter subject thereto. When possibl e, only confidential portions of filings with the Board shall
be filed under seal.

120.01 Non - confidential Files

Except for materia sfiled under seal pursuant to aprotective order or agreement, al pending Board proceeding
filesand exhibitsthereto are avail able for public inspection and copying. [Note 1.] Most Board records since
2001 are electronic. The electronic records of the Board are accessible viaTTABVUE on the Board's home
page of the USPTO website at http://ttabvue.uspto.gov /. The electronic record of applications and
registrations, which are the subject matter of pending proceedings before the Board, and extensions of time
to oppose are accessible viathe Internet at http://tsdr.uspto.gov/.
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Board records submitted prior to approximately 2001 are kept in paper. An individual who wishesto inspect
or copy one of the paper files is directed to the National Archives and Records Administration,
www.archives.gov/research.

NOTES:

1. Se37C.ER. §2.27.

120.02 Confidential Materials

Materials filed with the Board under seal pursuant to the Board's standard protective order, or a protective
agreement signed by the parties, or aprotective order entered by the Board or any court and filed in compliance
with TBMP _§ 412.04, will be kept confidential and will not be made available for public inspection or
copying unless otherwise ordered by the court or the Board, or unless the party protected by the order
voluntarily discloses the matter subject thereto. [Note 1.] These materials may be inspected only by those
individuals who are entitled, under the terms of the protective order, to have access to the protected
information. [Note 2.] See TBMP § 412. (Protective Orders), TBMP 8§ 526 (Motion for Protective Order),
TBMP § 703.01(p) (Confidentia or Trade Secret Material). To be handled as confidential, and kept out of
the public record, confidential materials must be so designated at the time of filing. Regardless of submission
method, all submissions in Board proceedings which are not properly designated as confidential will be
placed in the Board's public records, available on the Internet in TTABVUE.

When using ESTTA, the filer should select “CONFIDENTIAL Opposition, Cancellation or Concurrent
Use” under “File Documents in a Board Proceeding.” [Note 3.] Filings made using this option will not be
made available for public viewing, athough an entry will be made on the publicly-available docket sheet
in TTABVUE.

If a paper submission contains confidential material, it must be submitted under separate cover. Both the
submission and its cover must be marked confidential and must identify the case number and the parties.
Paper submissionsare scanned into TTABVUE and designated “ confidential.” After scanning and designating
as “confidential,” the Board retains the confidential paper submissions for a short period of time before
disposing of the confidential paper submissionsin an appropriate manner.

The parties are strongly discouraged from submitting materials which contain the personally identifiable
information of an individual (e.g., account numbers, social security number, home addresses, and home
phone numbers). The parties are also discouraged from submitting unnecessary information (e.g., payroll)
that may lead to identity theft or other fraudulent use of such information, even where such information
concerns a business but may not be addressed in either the Board's standard protective order or a stipul ated
protective agreement between the parties. If such information is embedded in the material s being submitted,
such privacy information is to be redacted. [Note 4.]

Except for materiasfiled under seal pursuant to a protective order or agreement, all Board proceeding files
and exhibitsthereto are available for public inspection and copying. Therefore, only the particular discovery
responses, exhibits, deposition transcript pages, or those portions of abrief, pleading or motion that disclose
confidential information should be filed under seal pursuant to a protective order. [Note 5.] A good practice
would be to clearly mark as*“ confidential” each page of a submission that contains such matter.

June 2023 100-82



GENERAL INFORMATION §120.03

However filed, if a party submits any brief, pleading, motion or other such filing containing confidential
information under seal, the party must also submit for the public record aredacted version of said submissions.
[Note 6.]

NOTES:

1. See 37 C.ER. 8§ 2.116(g) (“The Trademark Trial and Appeal Board’s standard protective order is
automatically imposed in al inter partes proceedings, unless the parties, by stipulation approved by the
Board, agree to an alternative order, or a motion by a party to use an alternative order is granted by the
Board. The standard protective order is available at the Office’'s Web site”); 37 C.ER. § 2.27(e). See
also AT& T Mohility LLC v. Thomann, 2020 USPQ2d 53785, at *4 (TTAB 2020) (“ Confidential filings are
accessible only by the Board.”)

2. See 37 C.ER. § 2.27(e); 37 C.ER. 8 2.120(f); 37 C.E.R. § 2.125(f).

3. See http://estta.uspto.gov/filing-type.jsp. This option is only available for filing documentsin an existing
opposition, cancellation, or concurrent use proceeding. Since anotice of opposition or petition for cancellation
provides only notice of aclaim and general factsin support of it, there should rarely, if ever, be occasion to
file confidential material with anotice or petition. The existence of the proceeding itself will not be treated
as confidential.

4. See United Sates Polo Association v. David McLane Enterprises, Inc., 2019 USPQ2d 108442, at *5,
9-10 (TTAB 2019) (names, addresses, phone numbers, and email addresses of third parties is personally
identifying information that may be designated as confidential under the Board's standard protective order).

5. See 37 C.ER. § 2.126(c); Duke University v. Haggar Clothing Co., 54 USPQ2d 1443, 1445 (TTAB
2000). See also ProMark Brands, Inc. v. GFA Brands, Inc., 114 USPQ2d 1232, 1238 n.24 (TTAB 2015)
(party alowed time to resubmit deposition transcript separating the confidential testimony from
nonconfidential testimony).

6. See 37 C.ER. 8§ 2.126(c).

120.03 Files of Terminated Proceedings

When an inter partes proceeding has been finally determined, i.e., when the proceeding is over (including
the resolution of any direct court review), the Office takes certain further steps based on the final decision,
including those steps necessary to give effect to the decision. This processisreferred to asthe “termination”
of the proceeding. SeeTBMP § 806 (Termination of Proceeding).

The official records for all Board proceedings are now kept electronically. The electronic files of al Board
proceedings continue to remain available online through TTABV UE after termination.

Pursuant to the National Archives retention schedule, terminated inter partes proceeding file records are
transferred to the National Archives after 5 years for permanent retention.

The paper files of cancelled and expired registrations were scheduled to be destroyed three years after the
date of cancellation or expiration. The paper files of abandoned applications were scheduled to be destroyed
three years after the date of abandonment. In addition, the paper files of terminated opposition proceedings
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numbered from 30,000 through 53,999, and of terminated cancellation proceedings numbered from 1 through
9399, have been destroyed.

An individual who wishes to inspect or copy a paper file is directed to the National Archives and Records
Administration, www.archives.gov/research.

121 Copying of Files

Most records filed in Board proceedings since 2001 are kept electronically. An individual who wishes to
inspect or copy one of the paper files is directed to the National Archives and Records Administration,
www.archives.gov/research. Paper submissions are scanned into TTABVUE. After scanning, the Board
retains the paper submissions for a short period of time before disposing of the paper submissionsin an
appropriate manner. SeeTBMP § 120.02.

The electronic files of the Board are accessible on the Internet viaTTABVUE. [Note 1.] The electronic files
of applications and registrations which are the subject matter of pending proceedings before the Board are
accessible online via TSDR. [Note 2.] Both TTABVUE and TSDR permit users to view, download, and
print non-confidential portions of applications, registrations, and Board proceedings.

The U.S. Patent and Trademark Office Certified Copy Center will furnish certified copies of trademark
application and registration files, or of one or more papers therefrom, or of papers from the files of Board
proceedings, upon written request and payment of the fee prescribed in 37 C.E.R. § 2.6. The Office will aso
furnish, upon written request and payment of thefee prescribed in 37 C.ER. § 2.6, printed copies of trademark
registrations, certified copies of registrations with information as to the current status and title of the
registration, and abstracts of title to trademark applications and registrations.

All requests for certified copies of trademark documents relating to applications or registrations, including
copies of papers from the files of Board proceedings, and abstracts of title, are handled by the USPTO
Certified Copy Center. Copies can be ordered online at https://certifiedcopycenter.uspto.gov. Customer
service is available by telephone at (571) 272-3150 or (toll free) (800) 972-6382, Monday through Friday
between 8:30 am. and 5:00 p.m. ET.

NOTES:

1. https://ttabvue.uspto.qgov/.

2. https://tsdr.uspto.gov/.

122 Certification
122.01 Court Requirements

If acopy of aBoard proceeding file, or a portion thereof, is needed for use before a court, the court may
require acertified copy (which bearsaseal). This may be obtained from the USPTO Certified Copy Center.
SeeTBMP § 121 for further information on ordering certified copies.

A paper cannot be certified by the Office as being atrue copy of a paper filed in aBoard proceeding unless
and until it has, in fact, been filed therein. The paper may be filed at the same time that the request for
certification is made.
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122.02 Certified Copies

Certified copies, bearing a seal, of Office proceeding files, including Board proceeding files, or portions
thereof, may be ordered online from the USPTO Certified Copy Center at
https://certifiedcopycenter.uspto.gov. SeeTBMP § 121 for additional information on ordering certified
copies.

123 StatusInformation for Applications, Registrations and Board Proceedings

Detailed current information about the status and prosecution history of trademark applications and
registrations can be obtained online through the TSDR database at http://tsdr.uspto.gov/. Information on
any recorded documents affecting thetitle to applications or registrations can be obtained from the Trademark
Assignments database at https://assignment.uspto.gov/trademar k/index.html#/tr ademar k/sear ch.

The Trademark Assistance Center provides general information about the registration process and can also
answer status questions. The Center can be reached at (571) 272-9250 or (800) 786-9199 (toll free). [Note
1]

The status of Board proceedings and of requests for extensions of time to oppose can be obtained online
using TTABVUE at http://ttabvue.uspto.gov. [Note 2.] Genera information about Board proceedings
(including status information) can be obtained by calling the Trademark Trial and Appea Board at (571)
272-8500 or (800) 786-9199 (toll free) during business hours.

NOTES:

1. SeegenerallyTMEP § 108, et seq. (Status Inquiries).

2. Melwani v. Allegiance Corp., 97 USPQ2d 1537, 1542 n.17 (TTAB 2010).
124 Action by Assignee

When amark which is the subject of a federal application or registration has been assigned, together with
the application or registration, in accordance with Trademark Act § 10, 15 U.S.C. § 1060, any action with
respect to the application or registration which may or must be taken by the applicant or registrant may be
taken by the assignee (acting itself, or through its attorney or other authorized representative), provided that
the assignment has been recorded or that proof of the assignment has been submitted. [Note 1.] Similarly,
when amark which is not the subject of afederal application or registration, but which is owned and pleaded
by a plaintiff in aBoard inter partes proceeding, has been assigned, the assignee may act in the proceeding
in place of the assignor, provided that proof of the assignment has been submitted in the proceeding.
SeeTBMP § 512.01 (Assignment of Mark).

Please Note: Trademark Act § 10, 15 U.S.C. § 1060, and part 3 of 37 C.F.R. are hot applicableto Trademark
Act §66(a), 15 U.S.C. § 1141f(a) applications and registrations. [Note 2.] Except in limited circumstances,
[Note 3], requeststo record assignments of § 66(a) applications and registrations must befiled directly with
the International Bureau of theWorld Intellectual Property Organization. [Note4.] The International Bureau
will notify the USPTO of any changesin ownership recorded in the International Register. The USPTO will
record only those assignments, or other documents of title, that have been recorded in the International
Register. [Note 5.]
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NOTES:

1. 37 C.ER. § 3.71(d) (Prosecution by assignee), 37 C.F.R. § 3.73(b) (Establishing right of assigneeto take
action). See Trademark Act § 72,15U.S.C. § 11411, 37 C.ER. § 7.22-37 C.ER. § 7.24 regarding assignment
of Trademark Act 8§ 66(a), 15 U.S.C. § 1141f(a) applications and registrations.

2. TMEP § 503.05. See 37 C.ER. § 7.22-37 C.ER. § 7.24(a) for information on recording changes to
applications and registrations under Trademark Act 8§ 66(a).

3. SeeTMEP § 1906.01(a)(i).

4.37 C.ER.87.22. SeealsoTMEP § 1906, et seg. (Recording Changesin International Register).

5. SeeTMEP § 1906.01(a).
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201 In General

Trademark Act § 13(a),15 U.S.C. § 1063(a) Any person who believes that he would be damaged by the
registration of a mark upon the principal register, including the registration of any mark which would be
likely to cause dilution by blurring or dilution by tarnishment under section 1125 (c) of thistitle, may, upon
payment of the prescribed fee, file an opposition in the Patent and Trademark Office, stating the grounds
therefor, within thirty days after the publication under subsection (a) of section 1062 of thistitle of the mark
sought to be registered. Upon written request prior to the expiration of the thirty-day period, the time for
filing opposition shall be extended for an additional thirty days, and further extensions of time for filing
opposition may be granted by the Director for good cause when requested prior to the expiration of an
extension. The Director shall notify the applicant of each extension of the time for filing opposition. An
opposition may be amended under such conditions as may be prescribed by the Director.

37 C.ER. § 2.101 Filing an opposition.

(8 An opposition proceeding is commenced by filing in the Office a timely notice of opposition with
the required fee.

(b) Any person who believes that he, she or it would be damaged by the registration of a mark on the
Principal Register may file an opposition addressed to the Trademark Trial and Appeal Board. The opposition
need not be verified, but must be signed by the opposer or the opposer’s attorney, as specified in 8 11.1 of
this chapter, or other authorized representative, as specified in 8§ 11.14(b) of this chapter. Electronic
signatures pursuant to § 2.193(c) arerequired for oppositionsfiled through ESTTA under paragraphs (b)(1)
or (2) of this section.

(1) Anopposition to an application must be filed by the due date set forth in paragraph (c) of this
section through ESTTA.

(2) Intheevent that ESTTA is unavailable due to technical problems, or when extraordinary
circumstances are present, an opposition against an application based on Section 1 or 44 of the Act may
be filed in paper form. A paper opposition to an application based on Section 1 or 44 of the Act must be
filed by the due date set forth in paragraph (c) of this section and be accompanied by a Petition to the
Director under 8 2.146, with the fees therefor and the showing required under this paragraph. Timeliness
of the paper submission will be determined in accordance with 88 2.195 through 2.198.

(3) An opposition to an application based on section 66(a) of the Act must be filed through ESTTA
and may not under any circumstances be filed in paper form.

(c) The opposition must be filed within thirty days after publication (8§ 2.80) of the application being
opposed or within an extension of time (§ 2.102) for filing an opposition. The opposition must be accompanied
by the required fee for each party joined as opposer for each classin the application for which registration
is opposed (see § 2.6).

(d) An otherwise timely opposition cannot be filed via ESTTA unless the opposition is accompanied by
a feethat is sufficient to pay in full for each named party opposer to oppose the registration of a markin
each class specified in the opposition. A paper opposition that is not accompanied by the required fee
sufficient to pay in full for each named party opposer for each classin the application for which registration
is opposed may not be instituted. If time remains in the opposition period as originally set or as extended
by the Board, the potential opposer may resubmit the opposition with the required fee.

(e) Thefiling date of an opposition isthe date of electronic receipt in the Office of the notice of opposition
and required fee. In the rareinstances that filing by paper is permitted under these rules, the filing date will
be determined in accordance with 88 2.195 through 2.198.

37 C.ER. § 2.102 Extension of time for filing an opposition.
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(a8 Any person who believesthat he, she or it would be damaged by the registration of a mark on the
Principal Register may file a request with the Trademark Trial and Appeal Board to extend the time for
filing an opposition. The request need not be verified, but must be signed by the potential opposer or by the
potential opposer’s attorney, as specified in § 11.1 of this chapter, or authorized representative, as specified
in 8 11.14(b) of this chapter. Electronic signatures pursuant to § 2.193(c) are required for electronically
filed extension requests.

(D) Arequest to extend the time for filing an opposition to an application must be filed through
ESTTA by the opposition due date set forth in § 2.101(c). In the event that ESTTA is unavailable due to
technical problems, or when extraordinary circumstances are present, a request to extend the opposition
period for an application based on Section 1 or 44 of the Act may be filed in paper form by the opposition
due date set forth in 8 2.101(c). A request to extend the opposition period for an application based on Section
66(a) of the Act must be filed through ESTTA and may not under any circumstances be filed in paper form.

(2) A paper request to extend the opposition period for an application based on Section 1 or 44 of
the Act must befiled by the due date set forth in § 2.101(c) and be accompanied by a Petition to the Director
under § 2.146, with the fees therefor and the showing required under paragraph (a)(1) of this section.
Timeliness of the paper submission will be determined in accordance with 88 2.195 through 2.198.

(b) Arequest to extend the time for filing an opposition must identify the potential opposer with
reasonabl e certainty. Any opposition filed during an extension of time must be in the name of the person to
whom the extension was granted, except that an opposition may be accepted if the person in whose name
the extension was requested was misidentified through mistake or if the opposition isfiled in the name of a
person in privity with the person who requested and was granted the extension of time.

(c) Thetimefor filing an opposition shall not be extended beyond 180 days from the date of publication.
Any request to extend the time for filing an opposition must be filed before thirty days have expired from
the date of publication or before the expiration of a previously granted extension of time, as appropriate.
Requests to extend the time for filing an opposition must be filed as follows:

(1) A person may file a first request for:
(i) Either athirty-day extension of time, which will be granted upon request; or

(ii) Aninety-day extension of time, which will be granted only for good cause shown. A sixty-day
extension is not available as a first extension of time to oppose.

(2) If apersonwasgranted an initial thirty-day extension of time, that person may file a request
for an additional sixty-day extension of time, which will be granted only for good cause shown.

(3) After receiving one or two extensions of time totaling ninety days, a person may file one final
request for an extension of time for an additional sixty days. No other time period will be allowed for a final
extension of the opposition period. The Board will grant thisrequest only upon written consent or stipulation
signed by the applicant or its authorized representative, or a written request by the potential opposer or its
authorized representative stating that the applicant or its authorized representative has consented to the
request, or a showing of extraordinary circumstances. No further extensions of time to file an opposition
will be granted under any circumstances.

(d) Thefiling date of a request to extend the time for filing an opposition is the date of el ectronic receipt
in the Office of the request. In the rare instance that filing by paper is permitted under these rules, thefiling
date will be determined in accordance with 88§ 2.195 through 2.198.

Any person, whether natural or juristic, who believesthat he, she, or it would be damaged by the registration
of amark onthe Principal Register may, upon payment of the prescribed feg, file an opposition in the Office,
stating the grounds therefor, within 30 days after the publication of the mark in the Official Gazette for
purposes of opposition. [Note 1.] See TBMP § 303.02 (“Meaning of the term ‘ person’”).
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For further information concerning the filing of an opposition, see TBMP Chapter 300.

Similarly, any person who believes that he, she, or it would be damaged by the registration of amark on the
Principal Register may file a request to extend the time for filing an opposition. [Note 2.] Requests for
extensions of time to oppose are filed with and determined by the Board. [Note 3.] Requests for extension
of timeto oppose an application based on Trademark Act 88 1 or 44 of the Act must befiled through ESTTA
unless ESTTA is unavailable due to technical problems, or when extraordinary circumstances are present.
[Note 4.] However, requests for extensions of time to oppose a Trademark Act § 66(a) application must
awaysbefiled electronically in ESTTA, and may not under any circumstances befiled in paper form. [Note
5]

The time for filing a request for an extension of time to oppose is governed by Trademark Act § 13(a), 15
U.S.C. § 1063(a), and 37 C.ER. § 2.102(c). Other requirements for a request for an extension of time to
oppose are set forth in 37 C.ER. § 2.102(a), 37 C.ER. § 2.102(b), and 37 C.ER. § 2.102(d). Moreover, an
extension of time to oppose must also meet the general requirements for submissions to the Board specified
in37 C.ER.§2.126. SeeTBMP § 106.03. Each of these requirementsis discussed in the sectionsthat follow.

The Board lacks jurisdiction to decide an untimely filed opposition. [Note 6.]
NOTES:

1. Trademark Act § 13(a), 15 U.S.C. § 1063(a); 37 C.E.R. § 2.101. See also 37 C.ER. §2.80 (mark entitled
to registration will be published in the Official Gazette for opposition).

2. Trademark Act § 13(a), 15 U.S.C. § 1063(a); 37 C.ER. § 2.102.

3. See 37 C.ER. 8 2.102(a); Cass Logistics Inc. v. McKesson Corp., 27 USPQ2d 1075, 1075 n.2 (TTAB
1993) (37 C.F.R. § 2.102 delegates the authority to the Board to grant ex parte extensions of timeto oppose).
SeeTMEP § 1503.04.

4. 37 CER. § 2.102(a)(1). See also 37 C.ER. § 2.126(a) (“Submissions must be made to the Trademark
Trial and Appeal Board viaESTTA.").

5.37 C.ER. § 2.102(a)(1). SeeInre Borlind Gesellschaft fiir kosmetische Erzeugnisse mbH, 73 USPQ2d
2019, 2020-21 (TTAB 2005) (requests for extension of time to oppose a Trademark Act § 66(a) (Madrid
Protocol) application must be filed via ESTTA; paper requests for extensions will be denied).

6. Renaissance Rialto Inc. v. Ky Boyd, 107 USPQ2d 1083, 1084 (TTAB 2013) (whether an opposition was
timely filed is“anissue of jurisdictional significance,” untimely filed opposition dismissed without prejudice
to file a cancellation for lack of jurisdiction). See generally Cass Logistics Inc. v. McKesson Corp., 27
USPQ2d 1075 (TTAB 1993).

202 Timefor Filing Request
202.01 In General

Trademark Act § 13(a),15 U.S.C. § 1063(a) Any person who believes that he would be damaged by the
registration of a mark upon the principal register, including the registration of any mark which would be
likely to cause dilution by blurring or dilution by tarnishment under section 1125(c) of thistitle, may, upon
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payment of the prescribed fee, file an opposition in the Patent and Trademark Office, stating the grounds
therefor, within thirty days after the publication under subsection (a) of section 1062 of thistitle of the mark
sought to be registered. Upon written request prior to the expiration of the thirty-day period, the time for
filing opposition shall be extended for an additional thirty days, and further extensions of time for filing
opposition may be granted by the Director for good cause when requested prior to the expiration of an
extension. The Director shall notify the applicant of each extension of the time for filing opposition. An
opposition may be amended under such conditions as may be prescribed by the Director.

37 C.ER. § 2.102(c) Thetime for filing an opposition shall not be extended beyond 180 days from the date
of publication. Any request to extend the time for filing an opposition must be filed before thirty days have
expired from the date of publication or before the expiration of a previously granted extension of time, as
appropriate. Requests to extend the time for filing an opposition must be filed as follows:

(1) A person may file afirst request for:
(i) Either athirty-day extension of time, which will be granted upon request; or

(ii) A ninety-day extension of time, which will be granted only for good cause shown. A sixty-day
extension is not available as a first extension of time to oppose.

(2) If apersonwasgranted aninitial thirty-day extension of time, that person may file a request for an
additional sixty-day extension of time, which will be granted only for good cause shown.

(3) After receiving one or two extensions of time totaling ninety days, a person may file onefinal request
for an extension of time for an additional sixty days. No other time period will be allowed for afinal extension
of the opposition period. The Board will grant this request only upon written consent or stipulation signed
by the applicant or its authorized representative, or awritten request by the potential opposer or itsauthorized
representative stating that the applicant or its authorized representative has consented to the request, or a
showing of extraordinary circumstances. No further extensions of time to file an opposition will be granted
under any circumstances.

(d) Thefiling date of a request to extend the time for filing an opposition is the date of el ectronic receipt
in the Office of the request. In the rare instance that filing by paper is permitted under theserules, thefiling
date will be determined in accordance with 88 2.195 through 2.198.

A first request for an extension of time to oppose an application for registration of amark must befiled prior
to the expiration of the thirty-day period after publication of the mark in the Official Gazette, pursuant to
Trademark Act 8§ 12(a), 15 U.S.C. § 1062(a). [Note 1.] Any request for afurther extension of time to oppose
must be filed by the initial requesting party, or its privy, prior to the expiration of an extension granted to
the requesting party or its privy. [Note 2.]

All requests to extend the time for filing an opposition must be filed through ESTTA. [Note 3.] For an
application based on Trademark Act 88 1 or 44, arequest to extend the opposition period may be filed in
paper form only if ESTTA is unavailable due to technical problems, or when extraordinary circumstances
are present. [Note 4.] Requests for extension of time to oppose a Trademark Act § 66(a) application may
not under any circumstances be filed in paper form. [Note 5.]

Any paper request must be timely, and must be accompanied by a Petition to the Director with the requisite
fees and a showing that ESTTA was unavailable because of technical problems or that extraordinary
circumstances are present. [Note 6.] Thetimeliness of any paper submission will be determined in accordance
with 37 C.E.R. § 2.195 through 37 C.ER. § 2.198. [Note 7.] See TBMP § 111.02 (certificate of mailing
procedure) and TBMP § 111.01 (Priority Mail Express®) for further information about submissions filed
in paper form and procedures providing for the timeliness of any paper submissions. Paper filings must also
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meet the general requirements for submissions to the Board specified in 37 C.ER. § 2.126. See TBMP §
106.03 and TBMP § 107

No more than three requests to extend the time for filing an opposition, totaling 180 days from the date of
publication, may be filed. [Note 8.] During the initial 30-day period following publication of the mark, a
potential opposer may file a request for a thirty-day extension without a showing of cause, seeTBMP §
207.02 (Extensions Up to 120 Daysfrom Date of Publication), followed by arequest for asixty-day extension
for good cause. [Note 9.] If granted, the potential opposer will have until 120 daysfrom the date of publication
within which to oppose. Alternatively, the potential opposer may file a single first request for a ninety-day
extension of time for good cause, thereby obtaining, if granted, an extension up to 120 days from the date
of publication. [Note 10.] A sixty-day extension is not available as afirst extension of time to oppose. [Note
11.] After one or two granted requests totaling 120 days from the date of publication, the potential opposer
may request one final extension of timefor an additional sixty days, but only with the consent of the applicant
or ashowing of extraordinary circumstances. [Note 12.]

The final request (for the 120-180 day period after publication) can only be granted for sixty days and not
any other period of time. [Note 13.] For example, within the 90-120 day period from publication, the potential
opposer cannot request athirty-day extension of time, even with the consent of the applicant. If an extension
of lessthan sixty daysis requested, even if based on consent, the request will be denied unless the reasons
stated for the granting of the request are determined to be extraordinary, in which case the request will be
granted for sixty days. In other words, although a thirty-day extension of time is not permissible under 37
C.ER. § 2.102(c)(3), the presence of extraordinary circumstances would allow the granting of a sixty-day
extension of time. No further extensions of time to oppose will be permitted.

Thefollowing chart illustrates the initial publication period and extensions of time to oppose which may be
granted:

Publication  First 30 days— no reason Next 60 days—for good cause or Final 60 days—with
30 days necessary consent consent or under
37CER.§ 37C.ER.82.102(c)(1)(i) 37 C.ER. 8§ 2.102(c)(2) extraordinary
2.102(c) First 90 Days— for good cause or consent circumstances

37 C.ER. § 2.102(c)(1)(ii) 37C.ER. §2.102(c)(3)
NOTES:

1. Trademark Act § 13(a), 15 U.S.C. 8 1063(a); 37 C.ER. § 2.102(c). SeeIn re Kabushiki Kaisha Hitachi
Seisakusho, 33 USPQ2d 1477, 1478 (Comm’r Pats. 1994) (citing Inre Cooper, 209 USPQ 670, 671 (Comm'r
1980) (timeliness of extension requests is statutory and cannot be waived)). Cf. Yahoo! Inc. v. Loufrani, 70
USPQ2d 1735, 1736 (TTAB 2004) (because requirements of Section 13(a) of the Act for the filing of an
opposition are statutory, they cannot be waived by stipulation of the parties, nor can they be waived by the
Director on petition).

2.37 CER. §2.102(b).

3. 37 C.ER. § 2.102(a)(1). See also 37 C.ER. § 2.126(a) (“Submissions must be made to the Trademark
Trial and Appeal Board viaESTTA.").

4.37 C.ER. §2.102(a)(1) and 37 C.ER. § 2.126(a).
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EXTENSIONSOF TIME TO OPPOSE §202.04

5.37 CER. § 2.102(a)(1). See NSM Resources Corp. v. Microsoft Corp., 113 USPQ2d 1029, 1039 n.19
(TTAB 2014) (Use of ESTTA is mandatory for thefiling of extensions of time to oppose applications filed
under the Madrid Protocol).

6. 37 C.ER. 82.120(a)(2). Cf. DFC Expo LLC v. Coyle, 121 USPQ2d 1903 (TTAB 2017) (untimely paper
submission of notice of opposition without certificate of mailing, fees, or petition to Director denied).

7.37 C.ER. §2.102(a)(2) and 37 C.ER. §2.102(d).

8.37 C.ER. 8§ 2.102(c)(1)(i) and 37 C.E.R. §2.102(c)(2).

9. 37 C.ER. § 2.102(c)(1)(i), 37 C.ER. § 2.102(c)(2), and 37 C.ER. § 2.102(c)(3).

10. 37 C.ER. 8§ 2.102(c)(1)(ii).

11. 37 C.ER. 8 2.102(c)(1)(ii).

12. 37 C.ER. § 2.102(c)(3).

13. 37 C.ER. § 2.102(c)(3).

202.02 Date of Publication of Mark

Thedate of publication of amark istheissue date of the Official Gazette in which the mark appears, pursuant
to Trademark Act 8 12(a), 15 U.S.C. § 1062(a), for purposes of opposition.

202.03 Premature Request

Trademark Act § 13(a), 15 U.S.C. § 1063(a), provides that an opposition to the registration of a mark upon
the Principal Register may be filed “within thirty days after” the publication of the mark in the Official
Gazette under Trademark Act § 12(a), 15 U.S.C. § 1062(a). Trademark Act 8§ 13(a), 15 U.S.C. § 1063(a)
also provides for extensions of the time for filing an opposition under certain conditions. ESTTA does not
permit a party to file a premature notice of opposition or premature reguest for an extension of time to
oppose. Any paper-filed opposition, and any paper-filed request for an extension of time to oppose, filed
before the date of publication of the mark sought to be opposed, is premature, and the Board will reject the
opposition even if the mark has been published by the time of the Board's action. Cf.TBMP § 306.03
(Premature Opposition).

202.04 Late Request

A request for an extension of time to oppose must be filed prior to the expiration of the thirty-day period
after publication for opposition of the mark which isthe subject of the request, in the case of afirst request,
or prior to the expiration of an extension granted to the requesting party or its privy, in the case of arequest
for afurther extension. [Note 1.] See TBMP § 206.02 for information regarding further extension regquests
filed by a party in privity with the person who requested and was granted the extension of time. Because
these timeliness requirements are statutory, they cannot be waived by stipulation of the parties, nor can the
Director upon petition waive them. [Note 2.] The ESTTA filing system does not permit a party to file alate
reguest for extension of time to oppose. [Note 3.] Likewise, later paper submissions will be denied. A first
request filed in paper after the expiration of the thirty-day period following publication of the subject mark,
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or arequest for a further extension filed in paper after the expiration of the previous extension granted to
the requesting party or its privy, will be denied by the Board as late, even if the applicant has consented to
the granting of the late-filed request.

Moreover, once the time for opposing the registration of a mark has expired, the Office will not withhold
issuance of the registration, or a notice of alowance where appropriate, while applicant negotiates for
settlement with aparty that failed to timely oppose. Thisisso evenif the applicant itself requeststhat i ssuance
be withheld.

Potential opposers are reminded that parties may not rely on information obtained by telephone with the
Board. 37 C.ER. § 2.191 provides in pertinent part: “ The action of the Office will be based exclusively on
the written record. No attention will be paid to any alleged oral promise, stipulations, or understanding in
relation to which thereis disagreement or doubt.” [Note 4.] SeeTBMP § 104 (Business to be Conducted in
Writing).

NOTES:

1. Trademark Act § 13(a), 15 U.S.C. § 1063(a); 37 C.ER. § 2.102(c). See, e.g., Renaissance Rialto Inc. v.
Ky Boyd, 107 USPQ2d 1083, 1084 (TTAB 2013) (whether an opposition was timely filed is “an issue of
jurisdictional significance”; untimely filed opposition dismissed without prejudice to file a cancellation for
lack of jurisdiction).

2. Seeln re Kabushiki Kaisha Hitachi Seisakusho, 33 USPQ2d 1477, 1478 (Comm'r Pats. 1994) (citing
In re Cooper, 209 USPQ 670, 671 (Comm'r 1980) (timeliness of extension requestsis statutory and cannot
be waived)). Cf. Yahoo! Inc. v. Loufrani, 70 USPQ2d 1735, 1736 (TTAB 2004) (because requirements of
Section 13(a) of the Act for the filing of an opposition are statutory, they cannot be waived by stipulation
of the parties, nor can they be waived by the Director on petition).

3. Cf. PPG Industries, Inc. v. Guardian Industries Corp., 73 USPQ2d 1926, 1927 (TTAB 2005) (“... when
a paper is filed via ESTTA, it must be signed in conformance with Rule 2.193(c)(1)(iii). As a practical
matter, ESTTA will allow thefiling party to complete the submission process only after the required electronic
signature has been entered.”).

4. SeelnreMerck & Co., 24 USPQ2d 1317, 1318 n.2 (Comm’r 1992).

203 Form of Request

203.01 General Considerations

203.01(a) Required Electronic Filings; Paper Filings

37 C.ER. § 2.102 Extension of time for filing an opposition.

(8 Any person who believes that he, she or it would be damaged by the registration of a mark on the
Principal Register may file a request with the Trademark Trial and Appeal Board to extend the time for
filing an opposition. The request need not be verified, but must be signed by the potential opposer or by the
potential opposer’s attorney, as specified in § 11.1 of this chapter, or authorized representative, as specified
in 8 11.14(b) of this chapter. Electronic signatures pursuant to § 2.193(c) are required for electronically
filed extension requests.
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EXTENSIONSOF TIME TO OPPOSE §203.01(a)

(D Arequest to extend the time for filing an opposition to an application must be filed through
ESTTA by the opposition due date set forth in 8 2.101(c). In the event that ESTTA is unavailable due to
technical problems, or when extraordinary circumstances are present, a request to extend the opposition
period for an application based on Section 1 or 44 of the Act may be filed in paper form by the opposition
due date set forth in 8 2.101(c). A request to extend the opposition period for an application based on Section
66(a) of the Act must be filed through ESTTA and may not under any circumstances be filed in paper form.

(2) A paper regquest to extend the opposition period for an application based on Section 1 or 44 of
the Act must befiled by the due date set forth in § 2.101(c) and be accompanied by a Petition to the Director
under § 2.146, with the fees therefor and the showing required under paragraph (a)(1) of this section.
Timeliness of the paper submission will be determined in accordance with 88 2.195 through 2.198.

(b) Arequest to extend the time for filing an opposition must identify the potential opposer with
reasonabl e certainty. Any opposition filed during an extension of time must be in the name of the person to
whom the extension was granted, except that an opposition may be accepted if the person in whose name
the extension was requested was misidentified through mistake or if the opposition isfiled in the name of a
person in privity with the person who requested and was granted the extension of time.

(c) Thetimefor filing an opposition shall not be extended beyond 180 days from the date of publication.
Any request to extend the time for filing an opposition must be filed before thirty days have expired from
the date of publication or before the expiration of a previously granted extension of time, as appropriate.
Requests to extend the time for filing an opposition must be filed as follows:

(1) A person may file afirst request for:
(i) Either athirty-day extension of time, which will be granted upon request; or

(ii) Aninety-day extension of time, which will be granted only for good cause shown. A sixty-day
extension is not available as a first extension of time to oppose.

(2) If apersonwasgranted aninitial thirty-day extension of time, that person may file a request
for an additional sixty-day extension of time, which will be granted only for good cause shown.

(3) After receiving one or two extensions of time totaling ninety days, a person may file one final
request for an extension of time for an additional sixty days. No other time period will be allowed for a final
extension of the opposition period. The Board will grant thisrequest only upon written consent or stipulation
signed by the applicant or its authorized representative, or a written request by the potential opposer or its
authorized representative stating that the applicant or its authorized representative has consented to the
request, or a showing of extraordinary circumstances. No further extensions of time to file an opposition
will be granted under any circumstances.

(d) Thefiling date of a request to extend the time for filing an opposition is the date of el ectronic receipt
in the Office of the request. In the rare instance that filing by paper is permitted under these rules, thefiling
date will be determined in accordance with 88§ 2.195 through 2.198.

37 C.ER. 8§ 2.126 Form of submissionsto the Trademark Trial and Appeal Board.

(8 Submissions must be made to the Trademark Trial and Appeal Board via ESTTA.
(1) Textin an electronic submission must be filed in at least 11-point type and double-spaced.

(2) Exhibits pertaining to an electronic submission must be made electronically as an attachment
to the submission and must be clear and legible.

(b) Intheevent that ESTTA is unavailable due to technical problems, or when extraordinary
circumstances are present, submissions may be filed in paper form. All submissionsin paper form, except
the extensions of timeto file a notice of opposition, the notice of opposition, the petition to cancel, or answers
thereto (see 88 2.101(b)(2), 2.102(a)(2), 2.106(b)(1), 2.111(c)(2), and 2.114(b)(1)), must include a written
explanation of such technical problemsor extraordinary circumstances. Paper submissionsthat do not meet
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the showing required under this paragraph (b) will not be considered. A paper submission, including exhibits
and depositions, must meet the following requirements:

(D) A paper submission must be printed in at least 11-point type and double-spaced, with text on
one side only of each shest;

(2) A paper submission must be 8to 8.5 inches (20.3to 21.6 cm.) wide and 11 to 11.69 inches (27.9
t0 29.7 cm.) long, and contain no tabs or other such devices extending beyond the edges of the paper;

(3) If apaper submission contains dividers, the dividers must not have any extruding tabs or other
devices, and must be on the same size and weight paper as the submission;

(4) A paper submission must not be stapled or bound,;

(5) All pages of a paper submission must be numbered and exhibits shall be identified in the manner
prescribed in § 2.123(g)(2);

(6) Exhibitspertaining to a paper submission must befiled on paper and comply with the requirements
for a paper submission.

(c) To behandled as confidential, submissions to the Trademark Trial and Appeal Board that are
confidential in whole or part pursuant to 8§ 2.125(f) must be submitted using the “ Confidential” selection
availablein ESTTA or, where appropriate, under a separate paper cover. Both the submission and its cover
must be marked confidential and must identify the case number and the parties. A copy of the submission
for public viewing with the confidential portions redacted must be submitted concurrently.

A request for an extension of time to oppose must be submitted through ESTTA and must specify the period
of extension desired. [Note 1.] Available forms and instructions for electronic filing can be found at
http://estta.uspto.gov.

If ESTTA is unavailable due to technical problems, or when extraordinary circumstances are present, a
request to extend time to oppose an application based on Trademark Act 88 1 or 44, 15 U.S.C. § 1051 or
15 U.S.C. § 1126, may befiled in paper form. [Note 2.] See TBMP § 106.03 and TBMP § 107 for general
information about paper filings. The requirements for formatting electronic and paper submissions to the
Board are specified in 37 C.ER. § 2.126(a) and 37 C.ER. § 2.126(b), respectively.

Under no circumstances may a request to extend the opposition period for a Madrid Protocol application,
i.e., an application filed under Trademark Act § 66(a), 15 U.S.C. § 1141f(a), be filed in paper form. [Note
3.] The requirement to use ESTTA for such filings enables the USPTO to fulfill its obligation to timely
notify the International Bureau of the World Intellectual Property Organization of oppositions filed against
applications requesting extension of protection under the Madrid Protocol. A request for an extension of
time to oppose a Madrid Protocol application that is not filed through ESTTA will be denied.

No more than three requests to extend the time for filing an opposition, totaling 180 days from the date of
publication, may be filed. [Note 4.] During the initial 30-day period following publication of the mark, a
potential opposer may file a request for a thirty-day extension without a showing of cause, seeTBMP §
207.02, followed by arequest for asixty-day extension for good cause, if thefirst request was granted. [Note
5.] If granted, the potential opposer will have until 120 days from the date of publication within which to
oppose. A sixty-day extension of time to opposeis not available asafirst extension of timeto oppose. [Note
6.] Alternatively, the potential opposer may file asingle first request for a ninety-day extension of time for
good cause, thereby obtaining, if granted, an extension up to 120 days from the date of publication. [Note
7.] After one or two granted requests totaling 120 days from the date of publication, the potential opposer
may regquest onefinal extension of timefor an additional sixty days, but only with the consent of the applicant
or a showing of extraordinary circumstances. [Note 8.]
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The fina request (for the 120-180 day period after publication) can only be granted for sixty days and not
any other period of time. [Note 9.] For example, within the 90-120 day period from publication, the potential
opposer cannot request athirty day extension of time, even with the consent of the applicant. If an extension
of lessthan sixty daysis requested, even if based on consent, the request will be denied unless the reasons
stated for the granting of the request are determined to be extraordinary, in which case the request will be
granted for sixty days instead. In other words, although a thirty day extension of time is not permissible
under 37 C.ER. § 2.102(c)(3), the presence of extraordinary circumstances would allow the grant of asixty
day extension of time. No further extensions of time to oppose will be permitted.

Thefollowing chart illustrates the initial publication period and extensions of time to oppose which may be
granted:

Publication  First 30 days—no reason Next 60 days—for good cause or Final 60 days—with
30 days necessary consent consent or under
37CER.§ 37C.ER.82.102(c)(1)(i) 37 C.ER. 8§ 2.102(c)(2) extraordinary
2.102(c) First 90 Days— for good cause or consent circumstances

37 C.ER. § 2.102(c)(1)(ii) 37C.ER. §2.102(c)(3)
NOTES:

1.37 C.ER. 8§2.102(a)(1); 37 C.ER. 8§ 2.102(c). Seealso 37 C.ER. §2.126(a) (“ Submissions must be made
to the Trademark Trial and Appeal Board viaESTTA.").

2.37 C.ER. §2.102(8)(1) and 37 C.ER. § 2.102(a)(2).

3. 37 C.ER. 8§ 2102(a)(1). See NSM Resources Corp. V. Microsoft Corp., 113 USPQ2d 1029, 1039 n.19
(TTAB 2014) (Use of ESTTA is mandatory for the filing of extensions of time to oppose applications filed
under the Madrid Protocol).

4.37 C.ER. §2.102(c)(1)(i) and 37 C.ER. § 2.102(c)(2).

5.37 C.ER. §2.102(c)(1)(i)and 37 C.ER. § 2.102(c)(2).

6. 37 C.ER. § 2.102(c)(1)(ii).

7. 37 C.ER. § 2.102(c)(1)(ii).

8.37 C.ER. § 2.102(c)(3).

9. 37 C.ER. §2.102(c)(3).

203.01(b) Note on Electronic Filing With ESTTA

Electronicfiling of extensions of timeto oppose using ESTTA isrequired in al instances. In therare occasion
that ESTTA is unavailable due to technical problems, or when extraordinary circumstances are present, a
regquest to extend the time to oppose an application based on Trademark Act 88 1 or 44, 15 U.S.C. § 1051
or 15 U.S.C. § 1126 may befiled in paper form. [Note 1.] A potential opposer is encouraged to plan ahead.
“System status’ for current and planned outages may be checked on the USPTO website. At times, asystem
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may be down for a short period. A potential opposer, if unsuccessful at electronic filing on afirst attempt,
should try again later in the day before resorting to paper filing. Under no circumstances may a request to
extend the opposition period for an application based on Trademark Act § 66(a), 15 U.S.C. § 1141f(a), be
filed on paper. [Note 2.]

To assist the user, ESTTA provides promptsto supply and verify all required information. Most extensions
of time to oppose filed via ESTTA are automatically processed, providing a nearly instantaneous Board
order (with an email notification providing alink to thefiling in TTABVUE) granting the requested extension

(if appropriate).

ESTTA forms, including a request for extension of time to oppose, and filing instructions can be found at
https.//estta.uspto.gov. Filerswith questions about el ectronic filing may call (571) 272-8500 or (800) 786-9199
(toll free) (8:30 am — 5:00 pm Eastern Time) for assistance, or send an email to TTABISInfo@uspto.gov.
[Note 3.] For technical questions that arise during filing via ESTTA, the filer may send an email to
ESTTA @uspto.gov. Questions of a general nature regarding Board proceedings should be directed to the
phone numbers listed above.

See TBMP § 106.03 and TBMP § 110 for general information on ESTTA filing.
NOTES:

1. 37 C.ER. §2.102(a)(1) and 37 C.F.R. § 2.102(a)(2).

2.37C.ER. 8§2.102(a)(1). SeealsolInreBorlind Gesellschaft fiir kosmetische Erzeugnisse mbH, 73 USPQ2d
2019, 2020-21 (TTAB 2005) (requests for extension of time to oppose a Trademark Act § 66(a) (Madrid
Protocol) application must be filed via ESTTA; paper requests for extensions will be denied).

3. When sending an email inquiry, include a description of the problem or question, the ESTTA tracking
number (if any), the Board proceeding (or application) number (if any), and a name and telephone number
for contact. The Board will respond to email inquiries within two business days. Email should not be used
for more urgent inquiries.

203.02 Identifying Information
203.02(a) In General

ESTTA contains the necessary formsfor filing extensions of time to oppose. Selecting the correct form will
appropriately identify the filing, and once the required fields for identifying the application and potential
opposer are completed, thefiling can be electronically transmitted to the Office. Any attachmentsto ESTTA
forms should be separately captioned and identified for clarity. An email notification of the Office’s receipt
of the transmission will be sent and most extension requests will be automatically processed. Multiple
claimants seeking to proceed as co-opposers should use a separate form for each potential opposer. SeeTBMP

§ 203.02(b).

In the rare instances where the rules permit an extension request against a Trademark Act 88 1 or 44
application to be filed on paper, it should bear at its top the heading “IN THE UNITED STATES PATENT
AND TRADEMARK OFFICE BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD,” followed
by information identifying the application to which the request pertains, namely, the name of the applicant,
and the application serial number, filing date, mark, and date of publication in the Official Gazette. [Note
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1.] The request should also bear an appropriate title describing its nature, such as “Request for Extension
of Time to Oppose” or “Request for Further Extension of Time to Oppose.” For ESTTA users, once the
correct form is selected, the filing will be appropriately identified.

NOTES:

1. SeeInreMerck & Co., 24 USPQ2d 1317, 1318 (Comm’r 1992) (Board's refusal to institute opposition
asuntimely was proper where potential opposer had misidentified applicant and serial number in itsextension
request). Cf. 37 C.ER. § 2.194(b)(1) (“A letter about a trademark application should identify the seria
number, the name of the applicant, and the mark.”); Yahoo! Inc. v. Loufrani, 70 USPQ2d 1735, 1736 n.4
(TTAB 2004) (opposition dismissed as nullity where notice of opposition misidentified the application
sought to be opposed).

203.02(b) Requirement for Identification of Potential Opposer

A request for an extension of time to oppose must identify the potential opposer with reasonable certainty.
[Note 1.] An extension request filed through ESTTA cannot be el ectronically transmitted to the Office unless
all required fields, including thefield for identification of the potential opposer, are completed. If apaper-filed
reguest for extension of time to oppose failsto identify the potential opposer with reasonable certainty, and
assuming al other requirements for the paper filing are satisfied, the defect regarding the identity of the
potential opposer may be corrected only if the correction can be made prior to the expiration of the time for
filing the request, that is, before the expiration of the thirty-day opposition period following publication of
the subject mark in the case of afirst request, or before the expiration of the previous extension in the case
of arequest for a further extension. Any requests for extensions of time to oppose in which the potential
opposer is not identified with reasonabl e certainty cannot be remedied after the opposition period, including
any extensions, has expired. [Note 2.]

If a paper-filed request for a further extension of time to oppose does not specifically name the potentia
opposer, but it is clear from the circumstances that the request is being submitted on behalf of the same
potential opposer which obtained an earlier extension, the request may be construed by the Board as
identifying the potential opposer with reasonable certainty. However, the better, and safer, practice is to
specifically name the potential opposer in each request for an extension of time to oppose.

ESTTA Tip: When filing electronic requests for extensions of time to oppose on behalf of more than one
potential opposer, file a separate request for each potential opposer. Do not file a joint request (i.e., on
behalf of “ABC, Co. and XYZ Inc.”), as thiswill make it more difficult to include both potential opposers
as partiesto an opposition, if oneisfiled. When filing the opposition, both (separate) potential opposers can
be easily added as parties to the same opposition proceeding, and all feeswill be calculated correctly. [Note
3]

NOTES:

1.37 C.ER. § 2.102(b).

2. Seelnre Spang Industries, Inc., 225 USPQ 888, 888 (Comm'r 1985) (since extension request failed to
identify any party except attorney filing request, and since privity does not include attorney/client relationship,
subsequent notice of opposition was untimely). Cf. Inre SuWung Chong, 20 USPQ2d 1399, 1400 (Comm'’r
1991) (inadvertence is not extraordinary circumstance to waive rule requiring that statement indicating
consent or showing extraordinary circumstances for extension over 120 days must be submitted at time
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extension request isfiled, not after thefact); Inre Societe Des Produits Nestle SA., 17 USPQ2d 1093, 1094
(Comm’r 1990) (subsequently obtained consent is not sufficient to allow Board to entertain request for
reconsideration, and omission, initself, isnot extraordinary circumstance to waive reguirement that consent
accompany extension request).

3. Cf. Syngenta Crop Protection Inc. v. Bio-Chek LLC, 90 USPQ2d 1112, 1115 n.2 (TTAB 2009)
(electronically-filed opposition in which opposers were not separately named did not include correct fees;
consequently one potential opposer was not considered to be a party); SDT Inc. v. Patterson Dental Co.,
30 USPQ2d 1707, 1709 (TTAB 1994) (Multiple claimants may initiate opposition together and proceed as
co-opposers, if opposition isfiled within statutory opposition period or during extension of time, and if each
of joint opposers submits opposition fee and establishes standing and grounds for opposition.).

203.03 Signature

37 C.ER. § 2.120(a) Any person who believes that he, she or it would be damaged by the registration of a
mark on the Principal Register may file a request with the Trademark Trial and Appeal Board, to extend
thetimefor filing an opposition. The request need not be verified, but must be signed by the potential opposer
or by the potential opposer’s attorney, as specified in § 11.1 of this chapter, or authorized representative,
as specified in 8 11.1 4(b) of this chapter. Electronic signatures pursuant to 2.193(c) are required for
electronically filed extension requests.

A request for an extension of timeto oppose must be signed either by the potential opposer or by itsattorney,
as specified in 37 C.ER. 8 11.1 or other authorized representative, as specified in 37 C.ER. § 11.14(b).
[Note 1.] See alsoTBMP § 114.06. The required signature information fields include the signature; the
name of the person signing; a description of the capacity in which he or she signs (e.g., as the individual
who isthe potentia opposer, if the potential opposer is an individual; as a corporate officer, specifying the
particular office held, if the potential opposer is a corporation; as potential opposer’s attorney; etc.); hisor
her email and business address (to which correspondence rel ating to the request will be sent); and telephone
number. An extension request filed through ESTTA cannot be electronically transmitted to the Office unless
al required fields, including the signature field, are completed.

An extension request filed electronically through ESTTA does not require a conventional signature. Instead
the party or itsrepresentative enters a“ symbol” that has been adopted as a signature. The Board will accept
any combination of letters, numbers, space and/or punctuation marks as a valid signature if it is placed
between two forward slash (“/”) symbols. [Note 2.] SeeTBMP § 106.02.

In the rare instance where an extension request against a Trademark Act 88 1 or 44 application isfiled in
paper form, the request should bear, under the written signature, the name, in typed or printed form, of the
person signing; a description of the capacity in which he or she signs (e.g., as the individual who is the
potential opposer, if the potential opposer is an individual; as a corporate officer, specifying the particular
office held, if the potential opposer is a corporation; as potential opposer’s attorney; etc.); his or her email
and business address (to which correspondence relating to the request will be sent); and telephone number.

If al other requirementsfor apaper-filed request are met, an unsigned paper-filed request will not be refused
consideration if asigned copy is submitted to the Office within the time limit set in the written notification
of this defect by the Board. [Note 3.] TBMP § 106.02.

A potential opposer that has submitted an unsigned paper request should not wait until it has submitted a
signed copy of the request (in response to the Board’s written notification of the defect), and the Board has
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acted on the request, before filing an opposition or arequest for afurther extension of time to oppose. If the
extension request is ultimately granted, the length of the granted extension may be less than that sought in
the extension request, and it will run from the expiration of the thirty-day opposition period after publication,
in the case of afirst request, or from the date of expiration of the previously granted extension, in the case
of a subsequent request. If no opposition or request for further extension of time to oppose isfiled prior to
the expiration of any extension ultimately granted to the potential opposer, the time for opposing will be
deemed to have expired, and the application that was the subject of the request will be sent for issuance of
aregistration or a notice of alowance, as appropriate. See TBMP § 202.01 (Time for Filing Request).

NOTES:

1. 37 C.ER. §2.102(a); LaMaur, Inc. v. Andis Clipper Co., 181 USPQ 783, 784 (Comm’r 1974) (extension
reguests signed and filed on behalf of potential opposer by its attorney acceptable).

2. 37 C.ER. 8§ 2.193(c). SeeTMEP § 611.01(b) (Requirements for Signature) and TMEP § 611.01(c)
(Signature of Documents Filed Electronically).

3.37CFR. §2.119(e). Seealso Birlinn Ltd. v. Sewart, 111 USPQ2d 1905 (TTAB 2014) (Board applies
opportunity to cure provision in 2.119(e) to improperly signed papers, which defines the time period for
cure as “within the time limit set in the notification of this defect by the Office”).

203.04 Service Not Required

Except for the notice of opposition and petition to cancel, every paper filed in the USPTO in inter partes
cases must be served upon the other partiesto the proceeding, and proof of such service must be made before
the Board will consider the paper. [Note 1.] Because a request for an extension of time to opposeis filed
prior to the commencement of the opposition, it is ex parte, rather than inter partes, in nature. Accordingly,
the request need not be served (or include proof of service) upon the applicant. [Note 2.] Once the Board
has acted upon arequest for an extension of time to oppose, the Board will send the applicant a copy of the
Board's action thereon. [Note 3.]

NOTES:

1.37 C.ER. §2.119(a).

2. LaMaur, Inc. v. Andis Clipper Co., 181 USPQ 783, 784 (Comm’r 1974) (request for extension of time
is an ex parte matter; requests need not be served on applicant).

3. Trademark Act § 13, 15 U.S.C. § 1063.

203.05 Duplicate Requests

It sometimes happens that duplicate requests for an extension of time to oppose are filed on behalf of the
same party by two attorneys from the same firm, or from differing firms, or by an attorney from afirm and
in-house counsel. Attorneys should make every effort to avoid the filing of such duplicate requests, which
waste the time and resources of the Board and the attorneys, and to promptly notify the Board upon discovery
of any such duplicate requests.
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Most requests for extension of time filed via ESTTA are automatically processed. Because they are not
examined by Board staff, duplicate requests may be granted. Whether filed through ESTTA or on paper,
counsel should avoid duplicate filings by checking the application status in TTABVUE prior to filing an
extension request.

204 Fees

Thereisatiered fee structure for filing extensions of time to oppose that is calculated per application rather
than per class. Thereis no fee for filing afirst thirty-day request for an extension of time to oppose. There
isaper application feefor filing either a second sixty-day request or afirst ninety-day request for extension
of time to oppose (combining the no-fee 30 day extension of time to oppose and the fee required for a
subsequent 60-day extension of time to oppose). [Note 1.] There is a per application fee for filing a final

sixty-day request for extension of time to oppose after one or two requests totaling 120 days from the date
of publication. [Note 2.] Thefeesare higher for paper submissions. [Note 3.] Petition fees are applicable to
all requestsfor extensions of timeto oppose filed in paper form, in addition to the per application filing fees.

[Note 4]

When a request for extension of time to oppose is filed using ESTTA, as required, the correct fee will be
calculated and payment must be made before the filing will be transmitted to the USPTO. Notethat in order
for feesto be properly calculated, each potential opposer must be entered separately.

NOTES:

1. 37 C.ER. 8§ 2.6(a)(22)(i) and37 C.F.R. § 2.6(a)(22)(ii).

2.37 C.ER. 8§ 2.6(8)(23)(i) and 37 C.E.R. §2.6(a)(23)(ii).

3.37 C.ER. 8§ 2.6(a)(22)(i) and 37 C.E.R. § 2.6(a)(23)(i).

4. 37 C.ER. § 2.102(a)(2); 37 C.FR. § 2.6(a)(15)(i) and 37 C.FR. § 2.6(a)(15)(ii).

205 Mark on Supplemental Register Not Subject to Opposition

Although the mark in an application for registration on the Principal Register is published for, and subject
to, opposition, the mark in an application for registration on the Supplemental Register is not. [Note 1.] If
it appears after examination of an application to register amark on the Supplemental Register, that applicant
is entitled to the registration, a certificate of registration isissued without publication for opposition. [Note
2.] Uponissuance of the registration, the mark appearsin the Official Gazette, not for opposition, but rather
to give notice of the issuance of aregistration. [Note 3.]

Because applications for registration on the Supplemental Register are not subject to opposition, but only
to cancellation, requests for extensions of time to oppose are not permitted. ESTTA does not permit the
filing of areguest for an extension of time to oppose against an application for registration on the Supplemental
Register, and if such a request were to be filed in paper form, the Board must deny it. The remedy of the
would-be opposer liesin thefiling of a petition to cancel the registration of the mark, once the registration
hasissued. [Note 4.]
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NOTES:

1. Trademark Act § 24, 15 U.S.C. §1092; 37 C.ER. § 2.82.

2. Trademark Act 8§ 23(b) and Trademark Act § 24; 15 U.S.C. § 1091(b) and 15 U.S.C. § 1092; 37 C.ER.
82.82.

3. Trademark Act § 24, 15 U.S.C. § 1092; 37 C.ER. § 2.82; TMEP § 1502.

4. SeeTrademark Act § 24, 15 U.S.C. § 1092.

206 Who May File an Extension of Time to Oppose

37 C.ER. § 2.102 Extension of time for filing an opposition.

(8 Any person who believesthat he, she or it would be damaged by the registration of a mark on the
Principal Register may file a request with the Trademark Trial and Appeal Board to extend the time for
filing an opposition. ...

(b) A-request to extend the time for filing an opposition must identify the potential opposer with
reasonabl e certainty. Any opposition filed during an extension of time must be in the name of the person to
whom the extension was granted, except that an opposition may be accepted if the person in whose name
the extension was requested was misidentified through mistake or if the opposition is filed in the name of a
person in privity with the person who requested and was granted the extension of time.

206.01 General Rule

Any person, whether natural or juristic who believesthat he, she, or it would be damaged by the registration
of amark upon the Principal Register may, upon payment of the prescribed fee, file an opposition in the
Office, stating the grounds therefor, within 30 days after the publication of the mark in the Official Gazette
for purposes of opposition. [Note 1.] Seealso TBMP § 303.02.

Similarly, any person, whether natural or juristic, who believes that he, she, or it would be damaged by the
registration of amark upon the Principal Register may file arequest to extend thetimefor filing an opposition.
[Note2.] See TBMP § 203. A request for an extension of time to oppose must identify the potential opposer
with reasonable certainty. [Note 3.] SeeTBMP § 203.02(b).

The potential opposer’s belief in its prospective damage arising from registration (i.e., its standing, now
referred to as an entitlement to bring a statutory cause of action, see TBMP 8§ 309.03(b)) need not be explicitly
stated in an extension request, and is rarely an issue. Nonethel ess, arequest for extension of time to oppose
may not be filed for improper purposes, such as harassment or delay. Although the Board may question a
potential opposer’s entitlement to bring a statutory cause of action in appropriate cases, either upon motion
or sua sponte, the question will rarely be before the Board because, most of the time, an order automatically
granting the requested extension is issued by ESTTA. Moreover, because extensions are limited in time,
and potential opposers are not required to state potential grounds for an opposition, it will almost always be
more appropriate to defer the issue of entitlement to bring a statutory cause of action until an opposition (if
any) isfiled, setting out the grounds for the opposition and the opposer’s belief in damage. See, e.g..TBMP
8503 (Motion to Dismiss for Failure to State a Claim).
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An extension of timeto opposeis apersonal privilege which inures only to the benefit of the party to which
it was granted and those in privity with that party. [Note 4.] For thisreason, arequest for afurther extension
of time to oppose, or an opposition filed during an extension of time, ordinarily must be filed in the name
of the party to which the previous extension was granted. [Note 5.] TBMP § 206.02 (Request by Privy). A
reguest for a further extension, or an opposition, filed in a different name will be accepted if a person in
privity with the person granted the previous extension filesiit, or if the person that requested the extension
was misidentified through mistake. [Note 6.]

NOTES:

1. Trademark Act § 13(a), 15 U.S.C. § 1063(a); 37 C.ER. § 2.101.

2. Trademark Act § 13(a), 15 U.S.C. § 1063(a); 37 C.ER. § 2.102.

3. 37 C.ER. §2.102(b).

4. See 37 C.ER. 82.102(b); Renaissance Rialto Inc. v. Ky Boyd, 107 USPQ2d 1083, 1087 (TTAB 2013)
(acquisition of another'sright to oppose, independent of atransfer of rightsto atrademark and its associated
goodwill, is an insufficient basis upon which to claim the benefit of the transferor's personal privilegein an
extension of time to oppose an application; opposition dismissed for lack of jurisdiction); SDT Inc. v.
Patterson Dental Co., 30 USPQ2d 1707, 1709 (TTAB 1994) (“[A]n extension of time to oppose inures to
the benefit of the potential opposer and its privies, so that a party in privity with a potential opposer may
step into the potential opposer's shoes and file a notice of opposition or may join with the potential opposer
as ajoint opposer.”; “Typicaly, the right to go forward with an opposition may be transferred when the
opposer, or its pleaded mark and the goodwill associated therewith, has been acquired by another party.”);

Cass Logistics Inc. v. McKesson Corp., 27 USPQ2d 1075, 1077 (TTAB 1993) (“An extension of time to
oppose is a personal privilege, inuring only to the benefit of the party to which it was granted or a party
shown to be in privity therewith. A party cannot claim the benefit of an extension granted to another
(unrelated) party.”); Inre Cooper, 209 USPQ 670, 671 (Comm’r 1980) (unrelated entities).

5. Renaissance Rialto Inc. v. Boyd, 107 USPQ2d 1083, 1087 (TTAB 2013) (acquisition of another’s right
to oppose, independent of a transfer of rights to a trademark and its associated goodwill, is an insufficient
basis upon which to claim the benefit of the transferor’s personal privilegein an extension of timeto oppose);
Cass Logistics Inc. v. McKesson Corp., 27 USPQ2d 1075, 1077 (TTAB 1993) (“A party cannot claim the
benefit of an extension granted to another (unrelated) party.”).

6. See Custom Computer Services, Inc. v. Paychex Properties, Inc., 337 F.3d 1334, 67 USPQ2d 1638, 1640
(Fed. Cir. 2003) (privity and misidentification by mistake “are two digjunctive conditions under which an
opposer may claim the benefit of an extension granted to another named entity”); Warren Distribution, Inc.
v. Royal Purple, LLC, 115 USPQ2d 1667, 1669-70 (TTAB 2015) (company that filed notice of opposition
not in privity with individual who filed extension request in her own name; and such individua was not
“misidentified” as entity seeking extension “by mistake.”).

206.02 Request for Further Extension Filed by Privy
A request for a further extension, or an opposition, filed by a different party will not be rejected on that
ground if it isshown to the satisfaction of the Board that the different party isin privity with the party granted

the previous extension. [Note 1.] The*showing” should beintheform of arecitation of the facts uponwhich
the claim of privity is based. The showing must be submitted with the request or opposition. ESTTA will
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prompt the filer to provide an explanation. In the rare instance that the rules permit the filing to be made in
paper form, the Board will issue an order requesting an explanation of the discrepancy. If the request for a
further extension, or the opposition, is filed both in the name of the party granted the previous extension
and in the name of one or more different parties, an explanation will be requested as to each different party,
and the request will not be granted, or the opposition accepted, asto any different party which failsto make
a satisfactory showing of privity.

Inthefield of trademarks, the concept of privity generally includes, inter alia, therelationship of successive
ownership of amark (e.g., assignor, assignee) and the relationship of “related companies’ within the meaning
of Trademark Act 8 5 and Trademark Act 8§ 45, 15 U.S.C. § 1055 and 15 U.S.C. § 1127. [Note 2.] It does
not, however, include the attorney/client relationship. [Note 3.]

If, at the time when afirst request for an extension of timeto opposeisbeing prepared, it isnot clear which
of two or more entities will ultimately be the opposer(s), the better practiceisto name each of them, in that
and any subsequent extension request, as a potential opposer, thereby avoiding any need for a showing of
privity when an opposition or subsequent extension request is later filed by one or more of them.

ESTTA Tip: When filing electronic requests for extensions of time to oppose on behalf of more than one
potential opposer, file a separate request for each potential opposer. Do not file a joint request (i.e., on
behalf of “ABC, Co. and XYZ Inc.”), as thiswill make it more difficult to include both potential opposers
as partiesto an opposition, if oneisfiled. When filing the opposition, both (separate) potential opposers can
be easily added as parties to the same opposition proceeding, and all feeswill be calculated correctly. [Note
4]

NOTES:

1.37C.ER. 82.102(b); Inre Spang Industries, Inc., 225 USPQ 888, 888 (Comm’r 1985) (“ partiesin privity
must have the same right or interest”); SDT Inc. v. Patterson Dental Co., 30 USPQ2d 1707, 1709 (TTAB
1994) (licensee, as party in privity with opposer, could have joined opposer in filing opposition during
extension of time to oppose); In re Cooper, 209 USPQ 670, 671 (Comm’r 1980) (two unrelated entities
that merely share same objection to registration are not in privity).

2. Seelnternational Nutrition Co. v. Horphag Research Ltd., 220 F.3d 1325, 55 USPQ2d 1492, 1495 (Fed.
Cir. 2000) (discussion of various ‘privity’ relationships); Warren Distribution, Inc. v. Royal Purple, LLC,
115 USPQ2d 1667, 1670-71 (TTAB 2015) (notice of opposition untimely where opposer was not in privity
with employee who filed extension request in individual name); Renaissance Rialto Inc. v. Boyd, 107
USPQ2d 1083, 1086-87 (TTAB 2013) (notice of opposition untimely where opposer, as purported assignee,
could not succeed to any proprietary interest in the mark because transferor had no rights to transfer; case
dismissed for lack of jurisdiction); Rolex Watch U.SA., Inc. v. Madison Watch Co., Inc., 211 USPQ 352,
358 (TTAB 1981) (regarding right of owner, or one in privity with owner, to maintain opposition or
cancellation based on Trademark Act § 2(d)); In re Cooper, 209 USPQ 670, 671 (Comm’r 1980) (two
unrel ated entities that merely share same objection to registration are not in privity despite having both been
named as defendants in civil actions brought by owner of mark). Cf. John W. Carson Found. v. Toilets.com
Inc., 94 USPQ2d 1942, 1946-47 (TTAB 2010) (res judicata; privity with parties to previous action); Argo
& Co. v. Carpetsheen Manufacturing., Inc., 187 USPQ 366, 367 (TTAB 1975) (motion to suspend granted
in view of privity of applicant with partiesin civil action); F. Jacobson & Sons, Inc. v. Excelled Sheepskin
& Leather Coat Co., 140 USPQ 281, 282 (Comm'r 1963) (parent in privity). But see Tokaido v. Honda
AssociatesInc., 179 USPQ 861, 862 (TTAB 1973) (respondent’s motion to suspend for civil action between
respondent and third party denied where petitioner as nonexclusive licensee of third party was not in privity
with third party).
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3. Inre Spang Industries, Inc., 225 USPQ 888, 888 (Comm’r 1985) (“An attorney/client relationship does
not invest the attorney with the sameright or interest ashisclient ....").

4. Cf. Syngenta Crop Protection Inc. v. Bio-Chek LLC, 90 USPQ2d 1112, 1115 n.2 (TTAB 2009)
(electronically-filed opposition in which opposers were not separately named did not include correct fees;
one potential opposer was accordingly not considered to be a party).

206.03 Misidentification of Potential Opposer

A request for a further extension, or an opposition, filed in a different name will not be rejected on that
ground if it is shown to the satisfaction of the Board that the party in whose name the extension was requested
was misidentified through mistake. [Note 1.] The phrase “misidentified through mistake,” as used in 37
C.ER. § 2.102(b), means a mistake in the form of the potential opposer’s name or its entity type, not the
naming of adifferent existing legal entity that is not in privity with the party that should have been named.
[Note 2.]

The “showing” submitted in support of a claim of misidentification through mistake should be in the form
of arecitation of the facts upon which the claim of misidentification through mistake is based. The showing
must be submitted with the request or opposition. ESTTA will prompt the filer to provide an explanation.
In the rare instance that the rules permit the filing to be made in paper form, the Board will issue an order
reguesting an explanation of the discrepancy.

NOTES:

1. See 37 C.ER. §2.102(b); CassLogistics Inc. v. McKesson Corp., 27 USPQ2d 1075, 1077 (TTAB 1993).

2. Custom Computer Services, Inc. v. Paychex Properties, Inc., 337 F.3d 1334, 67 USPQ2d 1638, 1640
(Fed. Cir. 2003) (entity named in extensions was not a “ different existing legal entity” from entity that filed
opposition); Warren Distribution, Inc. v. Royal Purple, LLC, 115 USPQ2d 1667, 1670-71 (TTAB 2015)
(no misidentification through mistake between employee who filed extension request as individual and
employer who filed notice of opposition); Cass Logistics Inc. v. McKesson Corp., 27 USPQ2d 1075, 1077
(TTAB 1993) (word processing error resulting in identification of different legal entity was not a“mistake’
within the meaning of the rule); TMEP § 803.06 (Applicant May Not be Changed).

Cf. Arbrook, Inc. v. La Citrique Belge, Naaml oze Vennootschap, 184 USPQ 505, 506 (TTAB 1974) (motion

to substitute granted where opposition was mistakenly filed in name of original owner and original owner
assigned mark to opposer nunc pro tunc); Davidson v. Instantype, Inc., 165 USPQ 269, 271 (TTAB 1970)
(leave to amend to substitute proper party granted where opposition was filed in name of the individual
rather than in the name of the corporation); Pyco, Inc. v. Pico Corp., 165 USPQ 221, 222 (TTAB 1969)
(where succession occurred prior to filing of opposition, erroneous identification of opposer as a partner in
afirm which no longer existed was not fatal); Raker Paint Factory v. United Lacquer Manufacturing Corp.,
141 USPQ 407, 409 (TTAB 1964) (sole owner substituted for partnership where original plaintiff identified
as partnership composed of that individual, since originally named plaintiff was not actually in existence
when opposition was filed and even if it were, as a partner, heis a successor to the partnership).

Cf. also In re Tong Yang Cement Corp., 19 USPQ2d 1689, 1690 (TTAB 1991) (correction not permitted
where joint venture owned the mark but the application was filed by a corporation which was one member
of the joint venture); In re Atlanta Blue Print Co., 19 USPQ2d 1078, 1079 (Comm’r 1990) (permitted to
amend name of registrant in Trademark Act 88 8 and 15, 15 U.S.C. 88 1058 and 1065, declaration where
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trade name was inadvertently substituted for corporate name); In re Techsonic Industries, Inc., 216 USPQ
619, 620 (TTAB 1982) (allowed to correct application where applicant was identified by only a portion of
its earlier used name and earlier name had already been supplanted by new name at time application was
filed, but at all times was one single entity); Argo & Co. v. Springer, 198 USPQ 626, 634 (TTAB 1978)
(Board granted applicant’s motion to change its name from corporation which was defectively incorporated
to individuals who were true owners of mark at time of filing); In re Eucryl, Ltd., 193 USPQ 377, 378
(TTAB 1976) (exclusive U.S. distributor is owner only if it has agreement with manufacturer providing for
right to apply; since distributor had no right to apply, despite its being a sister company and thus related to
manufacturer, subsequent assignment to manufacturer did not cure defect); Argo & Co. v. Soringer, 189
USPQ 581, 582 (TTAB 1976) (defendant can be substituted when originally named party wasnot in existence
at time of filing complaint); U.S. Pioneer Electronics Corp. v. Evans Marketing, Inc., 183 USPQ 613, 614
(Comm'r 1974) (deletion of “company” permissible).

207 Requirementsfor Showing of Cause; Extraordinary Circumstances

37 C.ER. § 2.102(c) Thetime for filing an opposition shall not be extended beyond 180 days from the date
of publication. Any request to extend the time for filing an opposition must be filed before thirty days have
expired from the date of publication or before the expiration of a previously granted extension of time, as
appropriate. Requests to extend the time for filing an opposition must be filed as follows:

(1) A person may file afirst request for:
(i) Either athirty-day extension of time, which will be granted upon request; or

(ii) A ninety-day extension of time, which will be granted only for good cause shown. A sixty-day
extension is not available as a first extension of time to oppose.

(2) If apersonwasgranted aninitial thirty-day extension of time, that person may file a request for
an additional sixty-day extension of time, which will be granted only for good cause shown.

(3) After receiving oneor two extensions of time totaling ninety days, a person may file onefinal request
for an extension of time for an additional sixty days. No other time period will be allowed for afinal extension
of the opposition period. The Board will grant this request only upon written consent or stipulation signed
by the applicant or its authorized representative, or awritten request by the potential opposer or itsauthorized
representative stating that the applicant or its authorized representative has consented to the request, or a
showing of extraordinary circumstances. No further extensions of time to file an opposition will be granted
under any circumstances.

207.01 In General

Thetimefor filing an opposition will not be extended beyond 180 days from the date of publication. [Note
1.] No morethan three requeststo extend the time to oppose may befiled. [Note 2.] During theinitial 30-day
period following publication of the mark, apotential opposer may fileafirst request for athirty-day extension
without a showing of cause, seeTBMP § 207.02, followed by arequest for a sixty-day extension for good
cause. [Note 3.] If granted, the potential opposer will have until 120 daysfrom the date of publication within
which to oppose. Alternatively, the potential opposer may file asinglefirst request for aninety-day extension
of timefor good cause thereby obtaining, if granted, an extension up to 120 daysfrom the date of publication.
[Note 4.] A sixty-day extension is not available as a first extension of time to oppose. [Note 5.] After one
or two granted requests totaling 120 days from the date of publication, seeTBMP § 207.02, the potential
opposer may request one final extension of time for an additional sixty days, but only with the consent of
applicant or a showing of extraordinary circumstances. [Note 6.]
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The final request (for the 120-180 day period after publication) can only be granted for sixty days and not
any other period of time. [Note 7.] For example, within the 90-120 day period from publication, the potential
opposer cannot request athirty day extension of time, even with the consent of the applicant. If an extension
of lessthan sixty daysis requested, even if based on consent, the request will be denied unless the reasons
stated for the granting of the request are determined to be extraordinary, in which case the request will be
granted for sixty days. In other words, although a thirty day extension of time is not permissible under 37
C.ER. § 2.102(c)(3), the presence of extraordinary circumstances would allow the granting of a sixty-day
extension of time. No further extensions of time to oppose will be permitted.

Thefollowing chart illustrates the initial publication period and extensions of time to oppose which may be
granted:

Publication  First 30 days—no reason Next 60 days—for good cause or Final 60 days—with
30 days necessary consent consent or under
37CER.§ 37C.ER.82.102(c)(1)(i) 37 C.ER. 8§ 2.102(c)(2) extraordinary
2.102(c) First 90 Days— for good cause or consent circumstances

37 C.ER. § 2.102(c)(1)(ii) 37C.ER. §2.102(c)(3)
NOTES:

1. 37 C.ER. § 2.102(c)(3).

2.37 C.ER. §2.102(c)(1)(i) - 37 C.ER. § 2.102(c)(2).

3.37 C.ER. §2.102(c)(1)(i) and 37 C.ER. §2.102(c)(2).

4. 37 C.ER. § 2.102(c)(1)(ii).

5. 37 C.ER. § 2.102(c)(1)(ii).

6. 37 C.ER. § 2.102(c)(3).

7.37 C.ER. § 2.102(c)(3).

207.02 Extensions Up to 120 Days From the Date of Publication

A first extension of time to oppose for not more than thirty dayswill be granted upon written request, if the
request is otherwise appropriate (e.g., is timely filed by a party who believes it would be damaged by
registration, and identifies the potential opposer with reasonable certainty). See TBMP 8§ 202 (Time for
Filing Request), TBMP § 206 (Who May File an Extension of Time to Oppose). No showing of cause is
required for the first thirty-day extension. [Note 1.]

Following the first thirty-day extension of time to oppose, the Board may grant a further extension of time
for sixty days, provided good cause is shown for the further extension and the request is otherwise appropriate
(e.g., is timely filed before the first thirty-day extension expires, and includes a showing of privity, if
necessary). [Note2.] SeeTBMP § 202 (Timefor Filing Request), TBMP § 206 (Who May File an Extension
of Time to Oppose).

June 2023 200-22



EXTENSIONSOF TIME TO OPPOSE §207.03

Alternatively, a potential opposer may request a ninety-day extension of time in the first request, provided
good cause for the extension is shown. [Note 3.] If an otherwise proper first extension request seeks an
extension of ninety days, but does not include a showing of good cause for the time in excess of thirty days,
the potential opposer will be granted an extension of only thirty days. [Note 4.]

See TBMP § 209.02 for information on calculating extension expiration dates.

A showing of good cause for an extension of time to oppose over thirty days must set forth the reasons why
additional time is needed for filing an opposition. Circumstances that may constitute good cause include
the potential opposer’s need to investigate the claim, the potential opposer’s need to confer with or obtain
counsel, applicant’s consent to the extension, settlement negotiations between the parties, the filing of a
letter of protest by the potential opposer, an amendment of the subject application, the filing of a petition
to the Director from the grant or denial of a previous extension, and civil litigation between the parties. The
merits of the potential opposition are not relevant to the issue of whether good cause exists for the requested
extension. SeeTBMP § 215 (Effect of Letter of Protest), TBMP § 212 (Amendment of Application During
or After Extension), TBMP § 211.03 (Petition to the Director).

NOTES:

1. See Trademark Act § 13(a), 15 U.S.C. § 1063(a); 37 C.ER. § 2.102(c)(1)(i).

2.37 C.ER. §2.102(c)(2).

3. 37 C.ER. § 2.102(c)(1)(ii).

4. See Lotus Development Corp. v. Narada Productions, Inc., 23 USPQ2d 1310, 1312 (Comm’r 1991)
(under previous rule, potential opposer only entitled to extension of 30 days where initial request exceeded
thirty days by two days and potential opposer did not assert good cause for additional days).

207.03 Extensions Beyond 120 Days From the Date of Publication

The time for filing an opposition will not be extended beyond 180 days from the date of publication. After
one or two granted requests totaling 120 days from the date of publication, seeTBMP § 207.02, and prior
to the expiration of the previous request, the potential opposer may request one final extension of time for
an additional sixty days. [Note 1.]

The final request (for the 120-180 day period after publication) can only be granted for sixty days and not
any other period of time. [Note 2.] For example, within the 90-120 day period from publication, the potential
opposer cannot request athirty day extension of time, even with the consent of the applicant. If an extension
of lessthan sixty daysis requested, even if based on consent, the request will be denied unless the reasons
stated for the granting of the request are determined to be extraordinary, in which case the request will be
granted for sixty days. In other words, although a thirty day extension of time is not permissible under 37
C.ER. § 2.102(c)(3), the presence of extraordinary circumstances would alow the granting of a sixty day
extension of time. No further extensions of timeto file an opposition will be granted under any circumstances.
[Note 3]

The Board will grant thisrequest if the potential opposer submits one of the following: (1) awritten consent
or stipulation signed by the applicant or its attorney, or (2) arequest by the potential opposer or its attorney
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stating that the applicant has consented to the request, or (3) a showing of extraordinary circumstances.
[Note 4]

Extraordinary circumstances are those which are beyond what isusual or ordinary, for examplefire, extreme
weather, or death. Settlement negotiations between the parties, thefiling of aletter of protest by the potential
opposer, the pendency of a post-publication amendment, or civil litigation between the parties do not
constitute extraordinary circumstances. [Note 5.]

Applicant’s consent to an extension of time to oppose must be express, though it may be provided oraly,
and the extension request must state that such consent has been provided. It is not sufficient to indicate in
the extension request that the parties are discussing settlement; the request must expressly state that applicant
has consented to the extension. [Note 6.] In the rare circumstances where the rules permit the request to be
filed in paper form, the statement of applicant’s consent should appear in the body of the request, not merely
in thetitle (e.g. “Consented Request to Extend”) of the filing.

ESTTA provides prompts for either of these elements (extraordinary circumstances or applicant’s consent)
and a request will not be electronically transmitted to the Office until one of these fields is selected and
completed. As aresult, extension requests successfully filed using ESTTA will rarely, if ever, be deficient
for failure to supply the statement of extraordinary circumstances, or the statement that applicant has
consented.

In the case of a permitted paper filing, if one of these elements (i.e., the showing of extraordinary
circumstances, or applicant’swritten consent, or the statement that applicant has consented) is omitted from
an extension request based in whole or in part upon the omitted element, the Board can allow the defect to
be corrected only if the correction is made prior to the expiration of the time for filing the request, that is,
prior to the expiration of the previous extension. [Note 7.]

See TBMP § 209.02 for information on calculating extension expiration dates.

NOTES:

1. 37 C.ER. § 2.102(c)(3).

2. 37 C.ER. 8§ 2.102(c)(3).

3.37 C.ER. § 2.102(c)(3).

4. 37 C.ER. §2.102(c)(3).

5. In re Societe Des Produits Nestle SA., 17 USPQ2d 1093, 1094 (Comm'r 1990) (mere existence of
settlement discussions does not constitute extraordinary circumstances).

6. Seelnre SuWung Chong, 20 USPQ2d 1399, 1400 (Comm'r 1991) (inadvertent omission of showing of
extraordinary circumstances, or consent, at the time extension request was filed does not constitute reason
to accept extension; whether applicant’s silence in response to potential opposer’sinquiries about extension
requests amounted to consent was “not the question on petition.”).

7. In re Societe Des Produits Nestle SA., 17 USPQ2d 1093, 1094 (Comm'r 1990) (extraordinary
circumstances not shown for extension; subsequently obtained consent insufficient). Cf. In re Spang
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Industries, Inc. 225 USPQ 888, 888 (Comm'r 1985) (potential opposer not identified with reasonable
certainty; defect not curable after time for filing extension expired).

208 Essential Element Omitted

Extension requestsfiled through ESTTA cannot be electronically transmitted to the Office unlessall required
fields, including the signature field, are completed, and therefore, ESTTA will not process arequest that is
missing an essential element (e.g., alegation of consent, extraordinary circumstance). Asaresult, extension
requests successfully filed using ESTTA will rarely, if ever, be deficient for failure to supply an essentia
element of the request.

Where filing in paper form is undertaken and permitted, if any element (e.g., identification of potential
opposer, showing of good cause, showing of extraordinary circumstances, applicant’s written consent,
statement that applicant has consented) essential to a particular request for extension of time to oppose is
omitted from the request, the Board can allow the defect to be corrected only if the correction is made prior
to the expiration of the timefor filing the request, that is, prior to the expiration of the thirty-day opposition
period following publication of the subject mark, in the case of afirst request, or prior to the expiration of
the previous extension, in the case of arequest for afurther extension. [Note 1.]

In the circumstance where a permitted paper filing of an extension of time to oppose is missing the required
signature, the unsigned paper request will not be refused consideration if a signed copy is submitted to the
Office within the time limit set in the written notification of this defect by the Board. [Note 2.] SeeTBMP
§106.02. SeealsoTBMP § 114;TBMP § 203.03.

NOTES:

1. In re Societe Des Produits Nestle SA., 17 USPQ2d 1093, 1094 (Comm'r 1990) (extraordinary
circumstances not shown for extension; subsequently obtained consent insufficient); Inre Spang Industries,
Inc., 225 USPQ 888 (Comm’r 1985) (potential opposer not identified with reasonable certainty; defect not
curable after time for filing extension expired).

2. See 37 CER. 8§ 2.119(e).

209 Action by Board on Request
209.01 Suspension Policy

The Board will not suspend the running of an extension of timeto opposefor any reason. A potential opposer
must either continueto file timely requestsfor extensions of time, if it wishesto preserveitsright to oppose,
or file the notice of opposition. Once the natice of opposition isfiled, however, the Board will suspend the
opposition under appropriate circumstances. See, e.qg., TBMP § 211.03 (no suspension pending decision on
petition to the Director), TBMP § 212.05 (no suspension pending consideration of amendment), TBMP §
215 (no suspension pending determination regarding letter of protest), TBMP § 216 (no suspension pending
cancellation of an inadvertently issued registration). For information on the suspension of an opposition
proceeding after commencement, see TBMP § 510.
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209.02 Determination of Extension Expiration Date

ESTTA automatically calculates extension dates, in the permissible intervals, with the appropriate fee, where
applicable.

The extension expiration date stated in an action granting an extension is the date upon which the extension
actually expires, even if that dateis a Saturday, Sunday, or afederal holiday within the District of Columbia.
If the expiration date falls on a Saturday, Sunday, or a federal holiday within the District of Columbia, an
opposition, or arequest for a further extension, filed by the potential opposer on the next succeeding day
which is not a Saturday, Sunday, or afederal holiday will be considered timely. [Note 1.] SeeTBMP § 112.
However, the beginning date for calculating any subsequent extension is the actual expiration date of the
previous extension, regardless of whether the expiration date fell on a weekend or federal holiday. [Note
2]

A potential opposer may file afirst request for a thirty-day extension without a showing of cause, [Note 3]
followed by areguest for asixty-day extension for good cause that isfiled prior to the expiration of thefirst
thirty-day period. [Note4.] SeeTBMP § 207.02. Alternatively, the potential opposer may fileasingle request
for aninety-day extension of time for good cause. [Note 5.] After one or two granted requests totaling 120
daysfrom the date of publication, seeTBMP § 207.02, and prior to the expiration of the previous extension,
the potential opposer may file one final extension request for an additional sixty days with the consent of
applicant or a showing of extraordinary circumstances. [Note 6.]

Extensions of time to oppose will only be granted in the increments set out in 37 C.E.R. § 2.102(c).

ESTTA automatically calculates the appropriate extension periods, and filers will be prompted to select a
time period which complieswith 37 C.ER. § 2.102(c).

For permitted paper filings, incorrectly requested time periods are addressed as follows:

If a paper filing of a potential opposer seeks a first request for an extension of time to oppose which is
longer than thirty days (or seeks an extension of “thirty days,” but specifies an extension expiration date
which is later than the expiration date of the requested “thirty days’), and good cause is shown and the
required fee submitted, the extension, if granted, will be set to expire in ninety days. [Note 7.] SeeTBMP
§ 207.02.

If a permitted paper filing of a potential opposer seeks a further request for extension of time to oppose
(that is, beyond afirst thirty-day request) and asks for atime which islonger or shorter than sixty days (or
asks for certain number of days, but specifies an extension expiration date which is longer or shorter than
the expiration date of the requested number of days), shows good cause and submits the required fee, the
additional extension, if granted, will be set to expire in sixty days. [Note 8.]

If a permitted paper filing of a potential opposer requests an extension of time for any other period other
than a sixty-day request after receiving afirst thirty-day and an additional sixty-day extension of time, or a
first ninety-day extension of time, the request will be denied unless the party has shown extraordinary
circumstances and submitted the required fee. [Note 9.] SeeTBMP § 207.03.

See TBMP § 204 for information on the required fees for certain extensions of time to oppose.
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NOTES:

1. See 37 C.ER. 8 2.195 (Receipt of trademark correspondence); 37 C.E.R. § 2.196 (Timesfor taking action:
Expiration on Saturday, Sunday or federal holiday); Lotus Development Corp. v. Narada Productions, Inc.,
23 USPQ2d 1310, 1312 (Comm’'r 1991) (30-day extension expired on Saturday; rule allowing filing of
opposition or subsequent extension on following Monday does not extend opposition period; subsequent
extension period ran from Saturday, not the next Monday).

2. Lotus Development Corp. v. Narada Productions, Inc., 23 USPQ2d 1310, 1312 (Comm’r 1991).

3. See 37 C.ER. § 2.102(c)(1)(i).

4. See 37 C.ER. §2.102(c)(2).

5. See 37 C.ER. 8 2.102(c)(2)(ii).

6. See 37 C.ER. 8§ 2.102(c)(3).

7. See 37 C.ER. §2.102(c)(1)(i) and 37 C.E.R. § 2.102(c)(2) (“A sixty-day extension is not available as a
first extension of time to oppose.”). Cf. Kimberly-Clark Corp. v. Paper Converting Industries, Inc., 21
USPQ2d 1875, 1877 (Comm’r 1991) (under former rules, initial request extending beyond thirty days with
reguired showing of good cause granted).

8. See 37 C.ER. § 2.102(c)(2).

9. See 37 C.ER. § 2.102(c)(3).

210 Objection to Request

Since arequest for an extension of time to opposeis ex parte in nature, there is no requirement that a copy
has to be served upon the applicant. See TBMP § 203.04. For the same reason, an applicant is not notified
of the filing of an extension request before the Board has acted on it. The Board's action on the extension
request constitutes notice to the applicant of the extension request, a copy of which may be viewed at
http://ttabvue.uspto.gov.

An applicant may learn of the filing of an extension request, and file an objection thereto, before applicant
receives notice from the Board of the request. This may happen, for example, when a potential opposer
serves a courtesy copy of the request upon applicant. If the Board receives an objection before it acts upon
the request, the Board will consider the objection. If the objection is received after action on the request,
and the request has been granted, the objection will be treated as a request for reconsideration.

However, ESTTA automatically processes requests for extension of time to oppose within minutes of filing.
Consequently, it israre for an applicant to learn of an extension request in time to file an objection prior to
Board action on it. Accordingly, an applicant that receives notification from the Board that an extension
request has been filed and granted may submit objections in the form of a request for reconsideration.
SeeTBMP § 211.01 (Request for Reconsideration).

An applicant who receives notification from the Board that a request for extension of time to oppose has
been granted may submit an objection to the granting of any further extensions of time to the potential
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opposer. In such acase, the abjection will be considered by the Board in determining any subsequent request
for an extension of time to oppose filed by the potential opposer. If the Board does not receive an objection
until after the Board has granted a subsequent extension request, the objection will be treated as a request
for reconsideration of the Board's action.

Any submission objecting to arequest for an extension of time to oppose, or to the granting of any further
extensions of time to oppose, should state clearly the reasonsfor objection. There isno requirement that the
submission be served upon the potential opposer. If there is no indication that service has been made, the
Board will send potential opposer acopy of the submission together with the Board’s action on the extension
reguest, or, if the submission istreated by the Board as arequest for reconsideration, with the Board’s action
on the request for reconsideration.

An ESTTA form for electronically filing an objection is now available. Consequently, the filing must be
made through ESTTA.

211 Relief From Action of Board
211.01 Request for Reconsideration

If an applicant or potential opposer is dissatisfied with an order of the Board on arequest for an extension
of time to oppose, it may file a request for reconsideration of the action, stating the reasons. The request
should be filed promptly after the filing party learns of or receives the Board's order, whichever isfirst.

A request for reconsideration of a Board action relating to a request for an extension of time to opposeis
examined by one of the Board's administrative staff members, who will prepare an order granting or denying
the request. A copy of the order is entered in the record of the subject application, sent to the applicant, and
sent to the potential opposer.

Thereis no requirement that a request for reconsideration be served upon the non-filing party. If thereisno
indication that service has been made, the Board will send the non-filing party a copy of the request, usually
in the nature of a link to the TTABVUE database, together with that party’s copy of the Board's order
granting or denying the request.

Thefiling of arequest for reconsideration of the denial, or the granting, of areguest for an extension of time
to oppose does not relieve the potential opposer of the responsibility of filing an opposition, or arequest for
afurther extension of time to oppose, before the expiration of the relevant extension. [Note 1.] The Board
will not suspend the time for filing an opposition or a subsegquent extension of time pending consideration
of arequest for reconsideration. SeeTBMP § 209.01.

An ESTTA form for electronically filing a request for reconsideration is now available. Consequently, the
filing must be made through ESTTA.

NOTES:
1. Cf. 37 C.ER. § 2.89(g) (“Failure to notify the applicant of the grant or denial of the request prior to the

expiration of the existing period or requested extension does not relieve the applicant of the responsibility
of timely filing a statement of use under § 2.88.").
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211.02 Relief after Institution of Opposition

If an applicant is dissatisfied with an order of the Board on arequest for an extension of time to oppose and
the opposition has been filed and instituted, the applicant may rai se theissue by means of amation to dismiss
the opposition for lack of jurisdiction. [Note 1.]

NOTES:

1. Central Manufacturing Inc. v. Third Millennium Tech. Inc., 61 USPQ2d 1210, 1215 (TTAB 2001) (motion
to dismiss granted where it was found that opposer’s alegations of consent and good cause for extension
reguest were untrue); Cass Logigtics Inc. v. McKesson Corp., 27 USPQ2d 1075, 1075 n.2 (TTAB 1993)
(applicant may question propriety of extensions of time in a motion to dismiss).

211.03 Petition to the Director

If an applicant or potential opposer is dissatisfied with an order of the Board on arequest for an extension
of time to oppose, it may file a petition to the Director for review of the order in question. [Note 1.]

The petition to the Director must include a statement of the facts relevant to the petition, the points to be
reviewed, the action or relief requested, and the requisite fee, as specified in 37 C.ER. § 2.6. Any brief in
support of the petition must be embodied in or accompany the petition. If facts are to be proved, the proof
must be in the form of verified statements which, with any exhibits thereto, must accompany the petition.
[Note 2.]

A petition from the grant or denia of arequest for an extension of time to oppose must be: filed not later
than 15 days after the issue date of the grant or denial of the request; served on the attorney, if any, or on
the applicant; and served on the attorney, if any, or on the opposer. Proof of service of the petition must be
made asprovidedin 37 C.ER. §2.119 . [Note 3.] Sce TBMP § 113.03 (Elements of Certificate), and TBMP
§113.04 (Manner of Service). The potential opposer or the applicant, asthe case may be, may file aresponse
not later than 15 days after the date of service of the petition. A copy of the response must be served upon
the petitioner, with proof of service as provided by 37 C.ER. § 2.119. No further document relating to the
petition may befiled. [Note 4.]

Thefiling of a petition by the potential opposer from the denial, or by the applicant from the granting, of a
reguest for an extension of time to oppose, does not relieve the potential opposer of the responsibility of
filing an opposition, or a request for a further extension of time to oppose, prior to the expiration of the
extension which is the subject of the petition. [Note 5.] The filing of a petition will constitute good cause
for extensions of time to oppose aggregating up to 120 days from the date of publication of the mark, but
will not constitute extraordinary circumstances justifying an extension of time beyond 120 days from
publication. The Board will not suspend the time for filing an opposition or subsequent extension pending
consideration of a petition to the Director. SeeTBMP § 209.01.

If the petition is resolved unfavorably to opposer during the running of an extension of time, any opposition
or request for further extension of time to oppose filed during or after the extension period in question will
be rejected as untimely.

If apotential opposer filesatimely opposition during the pendency of its petition to the Director, the Board

will ingtitute the opposition. At the same time, the Board will normally suspend the opposition pending
resolution of the petition. If, along with the notice of opposition, the opposer files a motion to suspend the
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opposition, citing the pending petition as the reason for suspension, the Board will institute the opposition,
grant the motion to suspend, and state that the opposition is suspended pending resolution of the petition to
the Director. A copy of the Board's order will be sent to both parties.

If the decision on the petition is ultimately unfavorable to opposer, the opposition will be dismissed.

NOTES:

1. 37 C.ER. § 2.146 (Petitions to the Director). See TMEP § 1704 (Petitionable Subject Matter).

2.37 C.ER. 8§ 2.146(c)(1).

3.37C.ER. 8§ 2.146(e)(1).

4. 37 C.ER. §2.146(e)(1).

5. See 37 C.ER. §2.146(q); InreDocritelnc., 40 USPQ2d 1636, 1637 n.1 (Comm’r 1996) (citing 37 C.F.R.
§ 2.146(g) and stating that filing petition to review denial of request to extend time to oppose does not stay
time to file opposition or further extensions of time to oppose).

212 Amendment of Application During or After Extension
212.01 Jurisdiction to Consider Amendment

The Board has no jurisdiction over an application unless and until the application becomes involved in a
Board inter partes proceeding. [Note 1.] That is, although the Board administers requests for extensions of
time to oppose, and has jurisdiction over matters relating to any requested extensions of time to oppose an
application, the Board does not have jurisdiction over the subject application until a notice of oppositionis
filed. In the absence of an inter partes proceeding, the Board has jurisdiction only over matters relating to
any requested extensions of time to oppose.

Thus, if, in an application which isthe subject of arequest for an extension of time to oppose, an amendment
or other submission (such asarequest for republication, arequest for reconsideration of arefusal to approve
an amendment) relating to the application isfiled by the applicant, unless the application isinvolved in any
Board inter partes proceeding, it is the Trademark Examining Operation (and not the Board) which must
determine the propriety of the amendment or other submission. [Note 2.] That is, unless an inter partes
proceeding (i.e., an opposition or concurrent use proceeding) is pending, all post-publication amendments
concerning an application which is the subject of arequest for an extension of time to oppose must be filed
with the Trademark Examining Operation. [Note 3.]

However, in an application which is the subject of arequest for an extension of time to oppose, the Board
does determine the propriety of arequest filed by an attorney to withdraw as applicant’s representative. The
Board hasjurisdiction to consider the request to withdraw asrepresentative in such acase, because applicant’s
representative of record acts on applicant’s behalf in matters relating to the requested extensions of time to
oppose. SeeTBMP § 114-TBMP § 116 for information on representation of parties before the Board. See
alsoTBMP § 203.03.

Any amendment to an application which is the subject of a request for an extension of time to oppose that
is proposed by an applicant prior to the commencement of an inter partes proceeding, whether of its own
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volition or to accommodate a concern of a potential opposer, must be filed electronically through TEAS.
Inquiries regarding the procedure for submitting a post-publication amendment, or questions regarding the
status of a pending post-publication amendment, can be made by calling the Trademark Assistance Center
at (571) 272-9250 or (800) 786-9199.

Because the Board does not have jurisdiction over an application until the commencement of aninter partes
proceeding, parties should take care to direct amendments filed during the opposition period (as extended)
to the Trademark Examining Operation as noted above, and not the Board. Filing such submissions with
the Board will only delay consideration of the amendment. Moreover, the Board will not suspend the time
for filing an opposition or subsequent extension pending consideration of an amendment. See TBMP §
209.01. While the pendency of an amendment to an application will normally constitute good cause for an
extension of timeto oppose under 37 C.E.R. § 2.102(c)(1)(ii) or 37 C.ER. § 2.102(c)(2) (extensions up until
120 days from the date of publication), it will not be considered an extraordinary circumstance justifying
an extension of time to oppose under 37 C.ER. § 2.102(c)(3) (extension 120-180 days from publication).
TBMP § 207.03. Parties seeking amendment of a published application as a meansto avoid thefiling of an
opposition are thus advised to do so as early in the opposition period as possible.

NOTES:

1. Compare 37 C.E.R. § 2.84 (examining attorney may exercise jurisdiction over application prior to
publication, and with the permission of the Director, after publication) with 37 C.E.R. § 2.133 (application
subject to an opposition may not be amended in substance without Board approval). See generallyTMEP
§ 1504 (Jurisdiction over Application).

2. See 37 C.ER. 8§ 2.84; In re MClI Communications Corp., 21 USPQ2d 1534, 1535 (Comm’r 1991).
Cf. Groening v. Missouri Botanical Garden, 59 USPQ2d 1601, 1603 (Comm'r 1999) (mark originally
published in wrong class may be amended by examining attorney to the correct class and republished in the
correct class without either applicant’s approval or arestoration of jurisdiction).

3. For information on the procedures for filing and processing post-publication amendments with the
Trademark Examining Operation, see TMEP § 1505 (Amendments Filed by Applicants After Publication).

212.02 Conditionsfor Approval of Post-Publication Amendment

During the time between the publication of a mark in the Official Gazette for opposition, and the issuance
of acertificate of registration or notice of allowance, an application not involved in an inter partes proceeding
before the Board may be amended upon request by the applicant with the Trademark Examining Operation,
provided that the amendment meets the requirements of 37 C.ER. 8§ 2.71, 37 C.ER. § 2.72 and 37 C.ER.
§ 2.74. [Note 1.] Otherwise, an amendment to such an application may be submitted only upon petition to
the Director to restore jurisdiction over the application to the examining attorney for consideration of the
amendment and further examination. [Note 2]. If a proposed amendment would necessitate issuance of a
refusal or requirement by the examining attorney, the amendment cannot be made unless applicant (1)
successfully petitions the Director to restore jurisdiction over the application to the examining attorney for
consideration of the amendment and further examination, and (2) is able to satisfy any requirement or
overcome any refusal asserted in any Office action issued after the restoration of jurisdiction. [Note 3.]

Examples of the types of amendments which may be made under the conditions described above include
acceptable amendments to the identification of goods or services, to the drawing, to add a disclaimer, and
(in the case of an application under Trademark Act 8§ 1(a), 15 U.S.C. § 1051(a), or an application under
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Trademark Act 8§ 1(b), 15 U.S.C. § 1051(b), in which an acceptable amendment to all ege use has been filed),
to convert an application for an unrestricted registration to one for concurrent use registration. [Note 4.]

An applicant who files an amendment to its application during an extension of time to oppose need not have
potential opposer’s consent thereto.

NOTES:

1. 37 C.ER. § 2.84(b).

2.37 C.ER. § 2.84(b).

3. See, eg., 37 C.ER. § 2.84(b); TMEP § 1504 (Jurisdiction over Application); TMEP § 1505 et seq.
(Amendments filed by Applicants After Publication).

4. SeeInre MCI Communications Corp., 21 USPQ2d 1534, 1539 (Comm'r 1991) (disclaimer). Cf.Inre
Little Caesar Enterprises, Inc., 48 USPQ2d 1222, 1223 (Comm’r 1998) (regarding request to divide certain
items out of a class of goods during extension of time to oppose, and petition to waive rule requiring that
reguest to divide be filed before application is approved for publication). See generally TMEP § 1505.01
regarding procedures for processing amendments filed after publication.

212.03 Form of Amendment

Anamendment or other submission relating to an application which isthe subject of arequest for an extension
of time to oppose should be in the normal form for an amendment or other submission relating to an
application. Such amendments should be filed with the Trademark Examining Operation electronically
through TEAS. Inquiriesregarding the procedure for submitting a post-publication amendment, or questions
regarding the status of a pending post-publication amendment, can be made by calling the Trademark
Assistance Center at (571) 272-9250 or (800) 786-9199.

212.04 Action by Board - Upon Receipt of Amendment

Amendments filed in applications which are the subject of an extension of time to oppose are acted on by
the Trademark Examining Operation and not by the Board, and must be filed electronically through TEAS,
with limited exceptions. [Note 1.] Filing such amendments with the Board serves only to delay their
consideration. If an amendment isreceived by the Board, the amendment will be forwarded to the Trademark
Examining Operation.

NOTES:

1. See 37 C.ER. § 2.23(c), 37 C.E.R. § 2.56(d), and TMEP §301.01 (Electronic Filing is Mandatory).

212.05 Action by Board - During Consider ation of Amendment by TMEO

The filing and pendency of an amendment will be considered good cause for extensions of time to oppose
under 37 C.ER. § 2.102(c)(1)(ii) or 37 C.ER. § 2.102(c)(2) (extensions up to 120 days from the date of
publication), but it will not constitute extraordinary circumstances justifying an extension of time under 37
C.ER. § 2.102(c)(3) (extension 120-180 days from publication). See TBMP § 207.03. The Board will not
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suspend the time for filing an opposition or subsegquent extension pending consideration of an amendment.
SeeTBMP § 209.01.

If atimely opposition isfiled while an amendment is still pending before the Trademark Examining Operation,
the Board will institute the opposition. Upon the motion of either party, the Board will usually grant amotion
to suspend the opposition pending consideration of the amendment by the Trademark Examining Operation.
Such amotion to suspend should be prompitly filed through ESTTA by either party to an opposition proceeding
once that party becomes aware of the filing of the amendment with the Trademark Examining Operation.

212.06 Action by Board - After Consideration of Amendment by TMEO

If an opposition was instituted and suspended prior to the action by the Trademark Examining Operation
on a post-publication amendment, and the amendment is subsequently approved, the Board will notify the
parties that the amendment was approved, advise the parties that the opposition will go forward on the basis
of the application asamended, allow opposer timeto indicate whether it wishesto proceed with the opposition
on that basis, or to have the opposition dismissed. The Board will also suspend the opposition (or continue
suspension) pending opposer’s response. If opposer chooses to go forward, proceedings in the opposition
will beresumed and appropriate dates will be set or reset. If the amendment is not approved, the parties will
be so advised, and proceedings will be resumed with appropriate dates set or reset.

212.07 Amendment During Opposition

If an amendment is filed in an application that is the subject of an opposition, the Board has jurisdiction

over the application and will determinethe propriety of the amendment. Once an opposition has commenced,

the application that is the subject of the opposition may not be amended in substance, except with the consent

of the other party or parties and the approval of the Board, or upon motion granted by the Board. [Note 1.]
SeeTBMP § 514 (Motion to Amend Application or Registration).

NOTES:

1. See37C.ER. 8§2.133.

213 Effect of Restoration of Jurisdiction

If the examining attorney wishes to issue a new refusal or make a requirement in an application that is the
subject of arequest for an extension of time to oppose, the examining attorney must make a request to the
Director to restore jurisdiction over the application to the examining attorney for that purpose. [Note 1.] If
the application is the subject of an opposition, the examining attorney’s request for jurisdiction must be
directed to the Board. [Note 2.]

It should be noted that with respect to an application filed under Trademark Act 8§ 66(a), 15 U.S.C. § 1141f(a),
if an opposition has commenced, the examining attorney may not request remand, [Note 3], and that before
an opposition commences, a request to restore jurisdiction must be directed to the Director, who will take
into consideration the time constraints established by treaty regarding notification of the International Bureau
of the World Intellectual Property Organization of any refusal. Thus, because an application filed under
Trademark Act 8§ 66(a), 15 U.S.C. § 1141f(a), is time-sensitive, the granting of a request to return such
application to the examination processis unlikely. [Note 4.]
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A request for jurisdiction that is granted by the Director during an unexpired extension of time to oppose
does not relieve the potential opposer of the responsibility of filing an opposition, or arequest for afurther
extension of time to oppose, before the expiration of the previous request. After the Board learns that the
examining attorney’s jurisdiction has been restored during the running of an extension of time to oppose, a
Board administrative staff member will prepare an order advising potential opposer and applicant.

As appropriate, the order will approve the extension of time (or, if already approved, note that potential
opposer has been granted an extension of time to oppose until a specified date); instruct the examining
attorney that if the application is subsequently approved, and the mark is not republished, the application
remains subject to any current extensions of time to oppose or oppositions which may have been timely
filed; and advise potential opposer that the restoration of jurisdiction does not relieve the potential opposer
of the responsibility of filing an opposition, or afurther request for extension of time to oppose, prior to the
expiration of the previous request.

The restoration of jurisdiction (or the filing of a request for jurisdiction) will constitute good cause for
extensions of time to oppose aggregating up to 120 days from the date of publication of the mark, but will
not constitute extraordinary circumstancesjustifying an extension of time beyond 120 daysfrom publication.
The Board will not suspend the time for filing an opposition or subsegquent extension of time to oppose
during restoration of jurisdiction to the examining attorney. SeeTBMP § 209.01.

If, after jurisdiction has been restored, and during the running of an extension of time, the examining attorney
approves the application, and the mark is not republished, the Board administrative staff member will issue
an order so advising the potential opposer and applicant. The order will also approve the extension of time,
if appropriate (or, if already approved, note that potential opposer has been granted an extension of time to
oppose until a specified date).

If, after consideration before the examining attorney, the mark is republished, or if registration is ultimately
denied, any time remaining in the opposition period, as extended (and any further request for extension)
will be moot. No further extension of the original opposition period will be granted. Rather, a potentia
opposer’s time for opposing will recommence on the date of republication.

If atimely opposition is filed while the question of registrability is still before the examining attorney, the
Board will institute the opposition. At the same time, the Board will normally suspend proceedings until
theregistrability of the mark has been finally determined. If, at the time the notice of opposition isfiled, the
opposer files a motion to suspend the opposition, citing the restoration of jurisdiction as the reason for
suspension, the Board will ingtitute the opposition, grant the motion to suspend, and indicate that the
opposition is suspended pending final determination of the registrability of the mark. To ensure suspension
under such circumstances, the opposer should concurrently, but in a filing separate from the notice of
opposition, move to suspend the opposition.

If the examining attorney subsequently approves the application, and the mark is republished, and if the
change reflected in the republication is one that might have an effect upon an opposition which was timely
filed, the Board will issue an order notifying opposer and applicant of the republication, and of the reason
therefor; explain that the opposition will be determined on the basis of applicant’s correct (or amended)
mark, goods or services, disclaimer status, etc.; and allow opposer time to indicate whether it wishes to
proceed with the opposition on that basis, or to have the opposition dismissed asanullity. If opposer chooses
to go forward, proceedings in the opposition will be resumed and appropriate dates will be set or reset.

If registration is ultimately denied by the examining attorney, any timely filed opposition will be dismissed
asanullity.
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NOTES:

1. See 37 C.ER. § 2.84(a); TMEP § 1504.01 (Jurisdiction of Examining Attorney), TMEP § 1504.02
(Jurisdiction of Trademark Trial and Appeal Board); In re Hershey, 6 USPQ2d 1470, 1471 n.2 (TTAB
1988) (restoration of jurisdiction to examining attorney by Director is not subject to review by the Board).

2. See 37 C.ER. § 2.130 (New matter suggested by the trademark examining attorney); TMEP § 1504.02.

3. See TMEP § 1504.05.

4. See TMEP § 1902.02(1).

214 Effect of Republication

The examining attorney may determine that an application filed under Trademark Act § 1 or Trademark
Act §44,15U.S.C. §1051 or 15 U.S.C. § 1126, that is the subject of arequest for an extension of time to
oppose must be republished. This may happen, for example, when the goods or services, although properly
identified in the application itself, were published incorrectly; when a disclaimer was mistakenly included
inthe original publication; or when the application has been amended after publication (but before thefiling
of an opposition), and the amendment is of such nature asto require republication. [Note 1.] Republication
may not be available to applications filed under Trademark Act 8§ 66(a), 15 U.S.C. § 1141f(a), due to the
time requirements of the Madrid Protocol. [Note 2.]

If amark isrepublished by order of the examining attorney, any opposition filed during the original thirty-day
opposition period, or within a granted extension thereof, is considered by the Board to be timely. If the
change reflected in the republication is one that might have an effect upon the opposition, the Board will
issue an order notifying opposer and applicant of the republication, and of the reason therefor; explain that
the opposition will be determined on the basis of the application as amended; and alow opposer time to
indicate whether it wishes to proceed with the opposition on that basis, or to have its opposition dismissed.

However, oncethe Board learnsthat amark that is the subject of areguest for an extension of timeto oppose
has been or will be republished by order of the examining attorney, no further extension of the original
opposition period will be granted. Rather, a potential opposer’s time for opposing will recommence with
the republication of applicant’s mark. Thus, if there is a pending request for an extension of time to oppose,
a Board administrative staff member will issue an order notifying potential opposer and applicant of the
republication and taking appropriate action with respect to the extension regquest. Normally, the extension
regquest will be deemed moot. However, if the extension request was filed within thirty days after the date
of republication, it may be treated as arequest for an extension of the new opposition period.

If there had been an error in thefirst publication, or the application has been amended thereafter, republication
issometimes necessary in order to give potential opposersfair notice of the registration sought by applicant.
Occasionally, however, a mark that has been published correctly, and has not been amended thereafter, is
republished not because there is any need for republication, but by inadvertence. When there is no need for
republication, and amark isrepublished solely by mistake (as, for example, when an application has survived
an opposition, and is ready to issue as a registration, but is inadvertently sent to publication rather than to
issue), the application may not properly be subjected to another opposition period.

Accordingly, when it comesto the attention of the Board that an application has been republished by mistake,
the Board will not entertain any opposition or request for an extension of time to oppose filed in response
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to the republication. An opposition filed in response to the inadvertent republication will not be considered
(or if instituted, will be dismissed), and the opposition fee will be refunded. The remedy of a would-be
opposer or potential opposer in such acaseliesin the filing of a petition for cancellation, under Trademark
Act § 14, 15 U.S.C. § 1064, after applicant’s registration has been issued.

NOTES:

1. SeeTMEP § 1505.03 and TMEP § 1505.03(a) listing examples of amendments for which republication
is necessary and TMEP § 1505.03(b) listing those for which republication is not necessary.

2. SeeTrademark Act 8§ 68(c) and Trademark Act 8 69(a), 15 U.S.C. § 1141h(c) and 15 U.S.C. § 1141i(a);

In re Borlind Gesellschaft fiir kosmetische Erzeugnisse mbH, 73 USPQ2d 2019, 2020 (TTAB 2005)
(discussing time constraints applicable to Trademark Act 8 66(a), 15 U.S.C. § 1141f(a) (Madrid Protocol)
applications).

215 Effect of Letter of Protest

A third party that has objective evidence bearing upon the registrability of amark in a pending application
may bring such evidenceto the attention of the Office by filing, with the Office of the Deputy Commissioner
for Trademark Examination Policy (“Deputy Commissioner”), a “letter of protest” that complies with the
requirementsof 37 C.ER. § 2.149. [Note 1.] The Deputy Commissioner will determineif theletter of protest
complies with the requirements of Trademark Rule 2.149 and whether any submitted evidence should be
included in the application record for consideration by the examining attorney. [Note 2.]

A letter of protest may befiled either before or after publication of the subject mark for opposition. However,
a letter of protest filed after publication must be filed within thirty days after publication in order to be
considered timely. [Note 3.] In the case of a published application that is not the subject of an opposition,
if the Deputy Commissioner determines that the submission complies with the requirements of Trademark
Rule 2.149 and submitted evidence will beincluded in the application record, jurisdiction over the application
will be restored to the examining attorney to take appropriate action. This procedure applies regardless of
whether a request for an extension of time to oppose the application is pending. If an opposition has been
ingtituted, the Board has jurisdiction over the application and will restore jurisdiction to the examining
attorney upon request. [Note 4.]

Thefiling of aletter of protest, whether before or after publication of the mark, does not stay the time for
filing an opposition or an extension of time to oppose the subject mark. [Note 5.] If a party files a letter of
protest before publication but the subject mark still publishes for opposition, then the party must timely file
arequest for extension of time to oppose, if it wishes to preserve its right to oppose. Similarly, if a party
that files a letter of protest after publication wishes to preserve its right to oppose, it too must file atimely
regquest for an extension of time to oppose. [Note 6.] Regardless of when the letter of protest was filed, if
the subject mark has been published for opposition, the party may choose to file a notice of opposition
instead of arequest for extension of time to oppose.

If apotential opposer indicates, in afirst or a subsequent request for an extension of time to oppose, that it
has filed a letter of protest (not yet determined by the Deputy Commissioner) with respect to the subject
mark, such filing will constitute good cause for extensions of time to oppose aggregating up to 120 days
from the date of publication of the mark. However, thefiling will not constitute extraordinary circumstances
justifying an extension of time beyond 120 days from publication. The Board will not suspend the time for

June 2023 200-36



EXTENSIONSOF TIME TO OPPOSE §215

filing an opposition or subsequent extension of time to oppose pending consideration of aletter of protest.
SeeTBMP § 209.01.

If apotential opposer indicates, in afirst or a subsequent request for an extension of time to oppose, that a
different party hasfiled aletter of protest (not yet determined by the Deputy Commissioner), with respect
to amark that is the subject of the potential opposer’s request for an extension of time to oppose, the filing
of the letter of protest will not be considered by the Board to constitute good cause for the granting of an
extension to the potential opposer. In other words, a potential opposer may not rely on the filing of aletter
of protest by a different party to establish good cause for its own extension of time to oppose.

Typically, aletter of protest is filed and a determination whether submitted evidence should be included in
the application record is made before the mark is published. In such case, the examining attorney retains
jurisdiction over the application and decides whether to issue a refusal based on the evidence included in
therecord. [Note 7.] Sometimes, aletter of protestisfiled beforethe mark hasbeen published for opposition
but the Deputy Commissioner does not review the submission until after the mark has been published. In
such case, if the mark has not been opposed, and the examining attorney determines that a refusal or
requirement must be made based on the evidence included in the application record, jurisdiction will be
restored to the examining attorney to take action on the application. [Note 8.] In any case where an opposition
has already been ingtituted when the Deputy Commissioner makes a determination to include evidence
submitted with aletter of protest in the application record, jurisdiction rests with the Board, and therefore
arequest must be made to the Board to remand the application to the examining attorney to take a specific
action. [Note 9.]

If the Deputy Commissioner includes evidence submitted with aletter of protest in therecord of an application
that isthe subject of afirst or subsequent request for an extension of time to oppose, the Board may address
the consequences of the determination in any order on any further request to extend, or when instituting an
opposition.

Examples are described below:
Determination Made on Letter of Protest During Extension of Time:

Sometimes, when an extension of time to oppose is granted, a determination also has been made to include
evidence submitted with a letter of protest in the application record. If jurisdiction has been restored and
the examining attorney has issued an Office action asserting arefusal or arequirement, and if awell-taken
first or subsequent request for an extension of time to oppose is reviewed during this time, a Board
administrative staff member may prepare an order notifying the potential opposer and applicant that
jurisdiction over the application was restored to the examining attorney who has issued an Office action as
a result of evidence submitted with a letter of protest being included in the record; and that neither the
issuance of an action by the examining attorney nor the filing of a response and/or amendment by the
applicant relieves the potential opposer of the responsibility of filing an opposition, or afurther request for
extension of time to oppose, prior to the expiration of the previous request. While the Board attempts to
provide such information to the applicant and potential opposer in every instance in which the letter of
protest procedure resultsin jurisdiction being restored to the examining attorney and issuance of an Office
action, if the Board fails to do so, the potential opposer is not excused from the noted responsibilities.

Determination Made on Letter of Protest During Opposition:

If aparty filesatimely opposition while aletter of protest is pending review by the Deputy Commissioner,
the Board will ingtitute the opposition as it normally would. If the Deputy Commissioner subsequently
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determines that the letter of protest (filed before or after publication of the subject mark) is compliant and
includes evidence in the application record, a request to remand the application to the examining attorney
will be made to the Board. [Note 10.] If the Board remands the application back to the examining attorney,
the opposition will be suspended for as long as the question of registrability of the subject mark is before
the examining attorney.

Please Note: A Trademark Act § 66(a) application may not be remanded under 37 C.ER. § 2.130.

If aparty files atimely opposition after a determination has been made to include evidence submitted with
aletter of protest in the application record and after jurisdiction has been restored to the examining attorney,
the Board will normally institute and suspend the opposition until the registrability of the mark has been
finaly determined by the examining attorney. To ensure suspension under such circumstances, the opposer
should concurrently, but in afiling separate from the notice of opposition, move to suspend the opposition,
citing the restoration of jurisdiction as the reason for suspension, when filing the notice of opposition.

If an opposed application is abandoned by the applicant for non-response to an Office action issued after
jurisdiction has been restored to the examining attorney, or if arefusa made by the examining attorney is
upheld on appeal, judgment will not be entered against the applicant under 37 C.ER. § 2.135. Instead, the
Board may resume the suspended opposition, giving opposer timeto indicate whether it wishesto go forward
to obtain a determination on the merits or to have the opposition dismissed as moot. If, however, applicant
files a written abandonment without the written consent of every adverse party, judgment will be entered
against applicant under 37 C.ER. §2.135. SeeTBMP § 602.01.

If the examining attorney subsequently withdraws any refusal or requirement issued in regard to an opposed
application in which jurisdiction had been restored to the examining attorney, or if any refusal of registration
isreversed on appeal, the Board should be natified for resumption of the suspended opposition. Republication
of amark following restoration of jurisdiction should be very rare, but if the mark is republished, and if the
change reflected in the republication is one that might have an effect upon the opposition, the Board will
resume the opposition and issue an order notifying opposer and applicant of the republication. The Board
will note the reason for republication; explain that the opposition will be determined on the basis of the
application as amended; and allow the opposer time to indicate whether it wishes to proceed with the
opposition against the amended application, or have the opposition dismissed as moot. If opposer chooses
to go forward, appropriate dates will be reset.

NOTES:

1. TMEP 8§ 1715.

2. See TMEP 8§ 1715. For information concerning the standard applied by the Deputy Commissioner in
determining whether evidence submitted with aletter of protest should be entered into the record, see TMEP
§ 1705.03 (L etter of Protest Filed Before Publication), and TMEP § 1705.04 (L etter of Protest Filed on the
Date of Publication or After Publication).

3. 37 C.ER. § 2.149(c), TMEP 81715.02(" L etters of protest filed more than 30 days after publication are
untimely.”). Cf. National Cable Television Association Inc. v. American Cinema Editors Inc., 19 USPQ2d
1424 (Fed. Cir. 1991) (letter of protest filed after registration issued deemed “an ineffectual gesture”).

4. TMEP § 1715.03(c)and TMEP § 1715.04(b) . See also 37 C.F.R. § 2.130; TMEP § 1504.02.
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5. TMEP § 1715.03(e); Inre Pohn, 3 USPQ2d 1700, 1703 (Comm’r 1987).

6. Seelnre BPJ EnterprisesLtd., 7 USPQ2d 1375, 1377 (Comm’r 1988).

7. See TMEP 8§ 1504.01. Accord Sheetz of Delaware, Inc. v. Doctor’s Associates Inc., 108 USPQ2d 1341
(TTAB 2013) (letter of protest submitted during prosecution of the application and later submitted under
notice of reliance as evidence by opposer during trial).

8. TMEP 8§1715.03(b).

9. TMEP 8§1715.04(b).

10. See 37 C.ER. §2.130; TMEP § 1715.03(c). See also TMEP § 1504.02.

216 Inadvertently Issued Registration

Sometimes aregistration isissued, mistakenly, from an application that, at the time of such issuance, isthe
subject of an unexpired extension of timeto oppose, or atimely opposition. These circumstances are examples
of where aregistration isreferred to as “inadvertently issued.”

The Board iswithout authority, within the context of either an extension of time to oppose, or an opposition
proceeding, to cancel an inadvertently issued registration and restore it to application status. Rather, it isthe
Director who has such authority, and the Director exercisesthis authority with caution. [Note 1.] A registration
will ordinarily be deemed to have been issued inadvertently if anotice of opposition or arequest for extension
of timeto oppose wastimely and properly filed but the registration nonethel essissued. [Note 2.] The Director
will not find that a registration issued inadvertently if (1) the notice of opposition was defective in some
manner, and (2) that defect prevented the Office from identifying the application in question, and from
withholding the issuance of aregistration. [Note 3.]

Accordingly, when it comes to the attention of the Board that a registration has issued inadvertently from
an application that is the subject of an unexpired extension of time to oppose, the Board will issue an order
approving the extension of time, if appropriate, or, if aready approved, noting that potential opposer has
been granted an extension of time to oppose until a specified date, and advising potential opposer that if it
wishes to preserveitsright to oppose should the registration be cancelled as inadvertently issued, potentia
opposer must continue to file further timely requests for extensions of time to oppose, or it must file the
notice of opposition. The Board will then notify the Director. The Director, in turn, may either cancel the
registration as inadvertently issued, and restore it to application status, or decline to do so.

The inadvertent issuance of the registration will be considered good cause for extensions of time to oppose
aggregating up to 120 days from the date of publication of the mark, but it will not constitute extraordinary
circumstancesjustifying an extension of time beyond 120 days from publication. The Board will not suspend
the time for filing an opposition or subsequent extension of time to oppose pending cancellation of an
inadvertently-issued registration. SeeTBMP § 209.01.

If aregistration that issued inadvertently during an extension of time to oppose is not cancelled by the
Director and restored to application status, any opposition that may have been filed by the potential opposer
will not beinstituted, and any submitted opposition fee will be refunded. The potential opposer’s substantive
remedy, under the statute, will be through a petition to cancel the registration.
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If atimely opposition is filed while the matter of the registration is pending before the Director, the Board
will acknowledge the filing of the notice or opposition and inform the parties that the opposition will be
ingtituted if and when the inadvertently issued registration has been cancelled. A copy of the Board's action
will be sent to both parties.

If the Director cancels and restores the registration to application status, the opposition will be instituted
and appropriate dates will be set. If the Director declines to cancel the registration, the opposition will not
be instituted and the fee will be refunded.

If aregistration issuesinadvertently during such time as atimely request for an extension of time to oppose
or an opposition is pending, the Director normally will cancel the registration as inadvertently issued, and
restoreit to application status. However, if the opposition has already been finally determined in applicant’s
favor when the inadvertent issuanceis discovered, applicant may either keep the registration, or request that
it be cancelled asinadvertently issued, restored to application status, and then rei ssued.

NOTES:

1. In re Semens Aktiengesellschaft, 34 USPQ2d 1862, 1863 (Comm'r Pat. 1995) (inherent authority to
cancel an inadvertently issued registration “is to be exercised with caution.”) (citing Mc Lachlan Touch
Inc., 6 USPQ2d 1395, 1396 (Comm’r 1987)).

2. Quality S. Manufacturing Inc. v. Tork Lift Central Welding of Kent, Inc., 60 USPQ2d 1703, 1704 (Comm'’r
2000).

3. Quality S. Manufacturing Inc. v. Tork Lift Central Welding of Kent, Inc., 60 USPQ2d 1703, 1704 (Comm'r
2000) (where notice of opposition misidentified the serial number of opposed application, Director declined
to cancel registration, finding that error which caused the registration to issue was made by opposer, not as
result of inadvertent act by the Office).

217 Relinquishment of Extension

If apotential opposer whose request for an extension of time to opposeis pending, or whose granted extension
has not yet expired, files a letter notifying the Board that it will not oppose, the Board will immediately
forward the application that was the subject of the request or extension for issuance of aregistration certificate
or notice of allowance, as appropriate.

If apotential opposer that has requested or obtained an extension of timeto oppose has agreed unconditionally
in writing not to oppose, applicant may submit a copy of the agreement to the Board, with an appropriate
cover letter bearing proof of service upon potential opposer, and the Board will immediately forward the
subject application for issuance of aregistration certificate or notice of allowance, asappropriate. Cf. TBMP
§ 212.06 (Action by Board-After Consideration of Amendment by TMEO).

An ESTTA form for either situation described above involving relinquishment of an extension of time to
oppose is available. Consequently, the filing must be made through ESTTA.

218 Abandonment of Application

If an applicant files an express abandonment of an application that is the subject of a pending or granted
regquest for extension of time to oppose, or if a Trademark Act § 66(a), 15 U.S.C. § 1141f(a), application
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that isthe subject of apending or granted request for extension of time to oppose is abandoned by the Office
as the result of cancellation of the underlying international registration, [Note 1] the application stands
abandoned and any pending request for an extension of time to oppose is moot. An application that has been
abandoned is no longer subject to the filing of a new opposition. Any opposition filed on or after the filing
date of the abandonment will not be considered, and the filing fee will be refunded. If the opposition was
ingtituted prior to the Board's knowledge of the filing of an express abandonment, the opposition will be
dismissed as a nullity and the opposition fee will be refunded. [Note 2.] C.TBMP § 602.01 (Withdrawal
by Applicant) for information concerning abandonment of an application after the commencement of an
opposition.

The abandonment of an application that is not the subject of an inter partes proceeding before the Board
(i.e., an opposition, interference, or concurrent use proceeding) is without prejudice to the applicant. It is
not necessary that applicant obtain a potential opposer’s consent thereto. [Note 3.] Therefore, abandonment
of an application during an extension of time to oppose is without prejudice (regardless of whether the
potential opposer consents).

In contrast, after the commencement of an opposition, interference, or concurrent use proceeding, if an
applicant files an express abandonment of itsapplication (or if aTrademark Act § 66(a), 15 U.S.C. § 1141f(a),
application isabandoned by the Office asthe result of cancellation of the underlying international registration)
without the written consent of every adverse party to the proceeding, judgment will be entered against the
applicant. [Note 4.] However, if an application is abandoned after the commencement of an opposition,
interference, or concurrent use proceeding, but before applicant has been notified thereof by the Board, the
applicant will be given an opportunity to obtain the written consent of every adverse party. [Note 5.]

An applicant may expressly abandon its application by filing with the Office a written statement of
abandonment or withdrawal of the application, signed by the applicant or by the applicant’s attorney. [Note
6.] An express abandonment (filed prior to commencement of an opposition) must be filed using TEAS,
with limited exceptions. [Note 7.] Express abandonments filed prior to the commencement of an opposition
should not be directed to the Board.

When an applicant files an express abandonment of an application that isthe subject of apending or agranted
request for extension of time to oppose, or a Trademark Act § 66(a), 15 U.S.C. § 1141f(a), application is
abandoned by the Office as the result of cancellation of the underlying international registration, the status
of the application in USPTO databases reflects the abandonment. A further extension of time to oppose or
a notice of opposition cannot be filed against an abandoned application via ESTTA. That is, ESTTA will
not allow the processing of either afurther extension of time to oppose or anotice of opposition. A potential
opposer also may check the status of an application using USPTO databases, including TSDR, before
pursuing afurther extension of time to oppose or a notice of opposition.

NOTES:

1. If an international registration is cancelled by the International Bureau (I1B) for any reason, the IB will
notify the USPTO and the USPTO will abandon the corresponding Trademark Act 8§ 66(a), 15 U.S.C. §
1141f(a), application. See 37 C.ER. § 7.30. If the international registration is cancelled under Article 6(4)
of the Madrid Protocol, the applicant may “transform” its abandoned Trademark Act 8 66(a) application
into one under Trademark Act 8 1 or Trademark Act 8 44, 15 U.S.C. § 1051 or 15 U.S.C. § 1126. See 37
C.ER. § 7.31. Although the transformed application retains the filing and priority date of the abandoned
Trademark Act § 66(a) application, 37 C.ER. § 7.31(b), it isreexamined under 37 C.F.R. § Part 2, and will
be published for opposition, even if it had been published prior to transformation. 37 C.F.R. § 7.31(c).
SeeTMEP § 1904.09, et seq., for information on transformation.
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2. See 3PMC, LLC v. Huggins, 115 USPQ2d 1488, 1489 (TTAB 2015) (application abandoned on same
day that notice of opposition was filed was not subject to opposition); Societe des Produits Nestle SA. v.
Basso Fedele & Figli, 24 USPQ2d 1079, 1081 n.1 (TTAB 1992); Inre First National Bank of Boston, 199
USPQ 296, 297 (TTAB 1978) (notice of opposition and abandonment both filed on same day; no opposition).

3.See 37 C.ER. §2.68.

4. See 37 C.ER. §2.135.

5. See 37 C.ER. § 2.68. Cf. Rwachsberg Holdings Inc. v. Griine Erde Beteiligungs GmbH, 2021 USPQ2d
926, at *3n.7 (TTAB 2021) (applicant not allowed to withdraw express abandonment of al classes, including
classes not opposed).

6. See 37 CER. 8§ 2.68.

7. See 37 C.ER. § 2.23(c), 37 C.ER. § 2.56(d), and TMEP §301.01.

219 Amendment to Allege Use; Statement of Use

An amendment to allege use under Trademark Act § 1(c), 15 U.S.C. § 1051(c), filed in an intent-to-use
application (i.e., an application under Trademark Act 1(b), 15 U.S.C. § 1051(b)) after approval for publication,
is late-filed. [Note 1.] Thus, an amendment to allege use filed during an extension of time to oppose or
during an opposition is late-filed.

A statement of use under Trademark Act § 1(d), 15 U.S.C. § 1051(d), is premature if it is filed in an
intent-to-use application prior to the issuance of a notice of allowance under Trademark Act § 13(b)(2), 15
U.S.C. § 1063(b)(2). [Note 2.] A notice of alowanceisissued in an intent-to-use application (for which no
amendment to allege use has been timely filed and accepted) only after the opposition period (as extended)
has expired and all oppositions filed have been dismissed. [Note 3.] Thus, a statement of use filed during
an extension of time to oppose or during an opposition is premature.

Any late-filed amendment to allege use or premature statement of use will not be considered, and any fee
submitted therewith will be refunded. [Note 4.]

If an intent-to-use application has been published and is under awell-taken request for an extension of time
to oppose when a timely filed amendment to allege use (i.e., an amendment to allege use filed prior to
approval for publication) is associated with the application, the Board will issue an action approving the
extension of time (or, if aready approved, noting that potential opposer has been granted an extension of
time to oppose until a specified date) and advise the potential opposer that if it wishes to preserve its right
to oppose should the amendment to allege use be ultimately withdrawn by the applicant or approved by the
examining attorney, the potential opposer must continue to file further timely requests for extensions of
time to oppose, or it must file the notice of opposition.

The examining attorney will process the amendment to allege use in the same manner as any other timely
filed amendment to allege use that is not associated with the application file until after publication. [Note
5.] In the event that the amendment to allege use is ultimately withdrawn by the applicant, or approved by
the examining attorney, the examining attorney should notify the Board (before any scheduled republication
of applicant’s mark) for further appropriate action with respect to the extension of time to oppose. [Note 6.]
If the application is abandoned while it is before the examining attorney, the Board should be notified.
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The filing of the amendment to allege use will be considered good cause for extensions of time to oppose
aggregating up to 120 days from the date of publication of the mark, but it will not constitute extraordinary
circumstances justifying an extension of time beyond 120 days from publication. In such a situation, the
Board will not suspend thetimefor filing an opposition or a subsequent extension of timeto oppose pending
consideration of the amendment to allege use. SeeTBMP § 209.01.

If an intent-to-use application has already been published, and isthe subject of an opposition, when atimely
filed amendment to allege use (i.e., an amendment to allege use filed prior to approval for publication) is
associated with the application, the Board normally will suspend the opposition and return the application
to the trademark examining attorney for appropriate action with respect to the amendment to allege use. In
the event that the amendment to allege use is ultimately withdrawn by the applicant, or approved by the
examining attorney, the examining attorney should so notify the Board and the Board will take further
appropriate action with respect to the opposition. [Note 7.] If the application is abandoned whileit isbefore
the examining attorney, the examining attorney should likewise notify the Board.

NOTES:

1. 37 C.ER. §2.76(a); Inre Sovran Financial Corp., 25 USPQ2d 1537, 1538 (Comm’r 1992) (amendment
to allege use filed during blackout period denied as untimely).

2. Trademark Act § 1(d)(1) and Trademark Act § 13(b)(2), 15U.S.C. § 1051(d)(1) and 15 U.S.C. § 1063(b)(2);
37 CER.§2.81(h).

3. Trademark Act § 13(b)(2),15 U.S.C. § 1063(b)(2); 37 C.ER. § 2.81(b).

4.37C.FR. 8§2.76(a); 37 C.E.R. § 2.88(a). SeeTMEP § 1104.03(c) (Processing Amendment to Allege Use
Filed During the Blackout Period).

5. See TMEP § 1104.04 (Processing Timely Amendment to Allege Use Discovered After Publication).

6. See TMEP § 1104.04.

7. See TMEP § 1104.04.

220 Inadvertent I ssuance of a Notice of Allowance

On arare occasion, a notice of allowance is issued mistakenly in an intent-to-use application that, at the
time of such issuance, is the subject of an unexpired extension of time to oppose or atimely opposition. If
a notice of alowance is inadvertently issued in an intent-to-use application which is the subject of an
unexpired extension of time to oppose or atimely opposition, and a statement of use is filed, the notice of
allowance will be cancelled by the ITU/Divisional Unit as inadvertently issued. The statement of use will
be returned, and the fee submitted therewith will be refunded. [Note 1.]

Sometimes anotice of allowanceissues after arequest for an extension of time to oppose has been submitted
but before therequest isapproved. If, by thetimethe Board learns of the issuance of the notice of allowance,
the extension requested has expired, and no opposition or further extension requests have been filed, the
Board will issue an action acknowledging the extension request, and indicating that it was well-taken but
that time has since expired and no opposition or further request has been filed. The Board will aso indicate
that a notice of allowance was inadvertently issued during the requested extension period, but since the
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regquested time period has run without subsequent action by the potential opposer, the notice of allowance
will not be withdrawn.

NOTES:

1. See TMEP § 1106.03 (Cancellation of Notice of Allowance).
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319 Amendment to Allege Use; Statement of Use

301 Typesof Inter Partes Board Proceedings
301.01 In General

The Board has jurisdiction over four types of inter partes proceedings, namely, oppositions, cancellations,
interferences, and concurrent use proceedings. See TBMP § 102.

An opposition is aproceeding in which the plaintiff seeksto prevent the issuance of aregistration of amark
on the Principal Register. “Any person who believes that he would be damaged by the registration of a
mark” may, upon payment of the prescribed fee, file an opposition thereto, but the opposition may be filed
only asatimely response to the publication of the mark, under Trademark Act 8 12(a), 15 U.S.C. § 1062(a),
in the Official Gazette of the USPTO. [Note 1.]

A cancellation proceeding is a proceeding in which the plaintiff seeks to cancel an existing registration of
a trademark on the Principal or the Supplemental Register. “Any person who believes that he would be
damaged by the registration of a mark” may, upon payment of the prescribed fee, file a petition to cancel
thereto, but the petition to cancel may only be filed after the issuance of the registration. [Note 2.]

An interference is a proceeding in which the Board determines which, if any, of the owners of conflicting
applications (or of one or more applications and one or more registrations which are in conflict), is entitled
to registration. [Note 3.] The proceeding is declared by the Office only on petition to the Director showing
extraordinary circumstancestherefor, that is, that the party who filed the petition would be unduly prejudiced
without an interference. [Note 4.] See TBMP § 1002.

A concurrent use proceeding isa proceeding in which the Board determines whether one or more applicants
is entitled to a concurrent registration, that is, a registration with conditions and limitations, fixed by the
Board, ordinarily as to the geographic scope of the applicant’s mark or the goods and/or services on or in
connection with which the mark is used. [Note 5.] See TBMP § 1101.01.

NOTES:

1. SeeTrademark Act § 13, 15 U.S.C. § 1063. Seealso Trademark Act 8 68(a)(2), 15 U.S.C. § 1141h(a)(2)
(an application filed under Trademark Act § 66(a), 15 U.S.C. § 1141f(a), is subject to opposition under
Trademark Act § 13, 15 U.S.C. § 1063).

2. SeeTrademark Act § 14, 15 U.S.C. § 1064; Trademark Act § 24, 15 U.S.C. § 1092.

3. See Trademark Act 8 16, 15 U.S.C. § 1066; Trademark Act § 18, 15 U.S.C. § 1068.

4. See Trademark Act § 16, 15 U.S.C. § 1066.
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5. See Trademark Act 8§ 2(d),15 U.S.C. § 1052(d); Trademark Act § 17,15 U.S.C. § 1067; Trademark Act
§18,15U.S.C. §1068; 37 C.ER. §2.42, 37 C.ER. §2.73, 37 C.ER. § 2.99; The Tamarkin Co. v. Seaway
Food Town Inc., 34 USPQ2d 1587, 1592 n.9 (TTAB 1995).

301.02 Mark on Supplemental Register Not Subject to Opposition

Trademark Act § 24, 15 U.S.C. § 1092 Marks for the supplemental register shall not be published for or
be subject to opposition, but shall be published on registration in the Official Gazette of the Patent and
Trademark Office. . . .

Although the mark in an application for registration on the Principal Register is published for, and subject
to, opposition, the mark in an application for registration on the Supplemental Register isnot. [Note1.] See
alsoTBMP § 205.

Accordingly, the Board must reject any opposition filed with respect to the mark in an application for
registration on the Supplemental Register. ESTTA does not permit a party to file a notice of opposition
against an application for registration on the Supplemental Register. Intherare circumstance that an opposition
against such an application isfiled in paper form, the opposition papers will not be returned to the person
who filed them but any opposition fee submitted will be refunded. The fee for the required petition to the
Director to file on paper will not be refunded. The remedy of the would-be opposer lies in the electronic
filing of a petition to cancel the registration of the mark, once the registration has issued. [Note 2.]

NOTES:

1. SeeTrademark Act 8 12(a), 15 U.S.C. § 1062(a); Trademark Act § 13(a), 15 U.S.C. 8 1063(a); Trademark
Act§24,15U.S.C. §1092.

2. SeeTrademark Act § 24, 15 U.S.C. § 1092.

301.03 Mark Filed Under the Madrid Protocol is Subject to Opposition

15 U.S.C. § 1141h(a)(2) [Trademark Act § 68(a)(2)] Subject to the provisions of subsection (c) of this
section, a request for extension of protection under this title shall be subject to opposition under section
1063 of thistitle.

A request for extension of protection of an international registration to the United States, filed under
Trademark Act 8 66(a), 15 U.S.C. § 1141f(a) (“the Madrid Protocol”), is examined as an application for
registration on the Principal Register. Thus, an application whose filing basisis Trademark Act § 66(a), 15
U.S.C. § 1141f(a), is subject to opposition under Trademark Act § 13, 15 U.S.C. § 1063.

302 Commencement of Proceeding

37 C.ER. § 2.101(a) An opposition proceeding is commenced by filing in the Office a timely notice of
opposition with the required fee.

37 C.ER. § 2.111(a) A cancellation proceeding is commenced by filing in the Office a timely petition for
cancellation with the required fee.
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37 C.F.R. §2.116(b) The opposer in an opposition proceeding or the petitioner in a cancellation proceeding
shall be in the position of plaintiff, and the applicant in an opposition proceeding or the respondent in a
cancellation proceeding shall bein the position of defendant. A party that isajunior party in aninterference
proceeding or in a concurrent use registration proceeding shall be in the position of plaintiff against every
party that is senior, and the party that is a senior party in an interference proceeding or in a concurrent
use registration proceeding shall be a defendant against every party that isjunior.

37 C.E.R. §2.116(c) The notice of opposition or the petition for cancellation and the answer correspond to
the complaint and answer in a court proceeding.

An opposition proceeding is commenced by the timely filing of a notice of opposition, together with the
required fee, in the USPTO. [Note 1.]

Similarly, acancellation proceeding is commenced by thetimely filing of apetition for cancellation, together
with the required fee, in the USPTO. [Note 2.]

The notice of opposition, or the petition for cancellation, and the answer thereto correspond to the complaint
and answer in acourt proceeding. [Note 3.] The opposer in an opposition proceeding, or the petitioner in a
cancellation proceeding, isin the position of plaintiff, and the applicant in an opposition proceeding, or the
respondent in a cancellation proceeding, isin the position of defendant. [Note 4.]

An interference proceeding commences when the Board mails a notice of interference to each of the parties
to the proceeding. For further information concerning interference proceedings, seeT BMP Chapter 1000.

A concurrent use proceeding commences when the Board mails a notice of the proceeding to each of the
parties thereto, as described in 37 C.ER. § 2.99(c) and 37 C.ER. § 2.99(d)(1). For further information
concerning concurrent use proceedings, seeTBMP Chapter 1100.

Electronic filing via ESTTA isrequired for thefiling of anotice of opposition or a petition for cancellation.
[Note 5.]

NOTES:

1. 37 C.ER. §2.101(a). See Yamaha International Corp. v. Hoshino Gakki Co., 840 F.2d 1572, 6 USPQ2d
1001, 1004 (Fed. Cir. 1988) (“An opposition proceeding is initiated by a simple statement, comparable to
the filing of a complaint”); Vibe Records Inc. v. Vibe Media Group LLC, 88 USPQ2d 1280, 1283 (TTAB
2008) (untimely opposition dismissed as anullity). Cf. Fed. R. Civ. P. 3.

2.37C.ER. 82.111(a).

3. 37 C.ER. § 2.116(c).

4.37 C.ER. 8§ 2.116(b). See Yamaha International Corp. v. Hoshino Gakki Co., 840 F.2d 1572, 6 USPQ2d
1001, 1004 (Fed. Cir. 1988).

5.37 C.ER. §2.101(b)(1); 37 C.ER. § 2.101(b)(3); 37 C.ER. § 2.111(c)(1).
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302.01 Mandatory Electronic Filing

37 C.ER § 2.101 Filing an opposition.

(b)(1) An opposition to an application must be filed by the due date set forth in paragraph (c) of this
section through ESTTA.

(2) Intheevent that ESTTA is unavailable due to technical problems, or when extraordinary
circumstances are present, an opposition against an application based on Section 1 or 44 of the Act may
be filed in paper form. A paper opposition to an application based on Section 1 or 44 of the Act must be
filed by the due date set forth in paragraph (c) of this section and be accompanied by a Petition to the
Director under § 2.146, with the fees therefor and the showing required under this paragraph. Timeliness
of the paper submission will be determined in accordance with 88 2.195 through 2.198.

(3) An opposition to an application based on Section 66(a) of the Act must be filed through ESTTA and
may not under any circumstances be filed in paper form.

37 C.ER. 82.106 Answer.

(b)(1) Ananswer must be filed through ESTTA. In the event that ESTTA is unavailable due to
technical problems, or when extraordinary circumstances are present, an answer may be filed in paper
form. An answer filed in paper form must be accompanied by a Petition to the Director under § 2.146, with
the fees therefor and the showing required under this paragraph (b).

37 C.ER. 82111 Filing petition for cancellation.

(©)(1) A petition to cancel a registration must be filed through ESTTA.

(2)(i) Inthe event that ESTTA is unavailable due to technical problems, or when extraordinary
circumstances are present, a petition to cancel may be filed in paper form. A paper petition to cancel a
registration must be accompanied by a Petition to the Director under § 2.146, with the fees therefor and
the showing required under this paragraph (c). Timeliness of the paper submission, if relevant to a ground
asserted in the petition to cancel, will be determined in accordance with 88 2.195 through 2.198.

37 C.ER. §2.114 Answer.

(b)(1) Ananswer must be filed through ESTTA. In the event that ESTTA is unavailable due to
technical problems, or when extraordinary circumstances are present, an answer may be filed in paper
form. An answer filed in paper form must be accompanied by a Petition to the Director under § 2.146, with
the fees therefor and the showing required under this paragraph (b).

37 C.ER. § 2.126 Form of submissionsto the Trademark Trial and Appeal Board.

(8 Submissions must be made to the Trademark Trial and Appeal Board via ESTTA* * * *

(b) Inthe event that ESTTA is unavailable due to technical problems, or when extraordinary
circumstances are present, submissions may be filed in paper form. All submissionsin paper form, except
the extensions of timeto file a notice of opposition, the notice of opposition, the petition to cancel, or answers
thereto (see 88 2.101(b)(2), 2.102(a)(2), 2.106(b)(1), 2.111(c)(2), and 2.114(b)(1)), must include a written
explanation of such technical problemsor extraordinary circumstances. Paper submissionsthat do not meet
the showing required under this paragraph (b) will not be considered.* * * *

An opposition to an application based on Trademark Act § 66(a), 15 U.S.C. § 1141f(a), must be filed
electronically through ESTTA and may not under any circumstances be filed in paper form. [Note 1.] An
opposition to an application based on Trademark Act 8 1 or Trademark Act § 44, 15 U.S.C. § 1051 or 15
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U.S.C. § 1126, must be filed electronically through ESTTA. [Note 2.] A petition for cancellation must be
filed electronically through ESTTA. [Note 3.] For information regarding the electronic filing requirements
for extensions of time to oppose, see TBMP § 203.01.

Although an opposition against a § 66(a) application must always be filed electronically in ESTTA, and
may not under any circumstances befiled in paper form, in the rare instance that ESTTA is unavailable due
to technical problems, or when extraordinary circumstances are present, an opposition against ag§ 1 or § 44
application or a petition for cancellation against a 8 1, 8 44 or § 66(a) registration (or registered extension
of protection) may be filed on paper, accompanied by a Petition to the Director and the required fee. [Note
4.] For more information on filing oppositions and cancellations, seeTBMP § 306 and TBMP § 307.

An answer to anotice of opposition or petition for cancellation must be filed through ESTTA. [Note 5.] In
the event that ESTTA is unavailable due to technical problems, or when extraordinary circumstances are
present, an answer may be filed in paper form accompanied by a Petition to the Director and the requisite
fee. [Note 6.] For more information on filing and serving an answer see TBMP § 311.01.

A paper-filed notice of opposition, petition to cancel, or answers thereto, which are not accompanied by a
Petition to the Director and the required fee, will not be considered. [Note 7.] Whether a paper filing of a
notice of opposition, petition to cancel or answers thereto (accompanied by the required petition and fee) is
permitted depends on whether a sufficient showing in the petition has been made based on the facts provided.
[Note 8.] Petitionsto the Director to file on paper are subject to 37 C.ER §2.146, including the requirement
for verified facts under 37 C.ER §2.146(c)(1). [Note 9.] A supported petition would include an affidavit or
declaration and any other available evidence to support the assertion of technical problems with ESTTA
(e.g., screen print showing an ESTTA error message, areference number from atelephone call tothe TTAB
regarding ESTTA unavailability), or to support the assertion of extraordinary circumstances. When submitting
a Petition to the Director with the paper-filed notice of opposition, petition to cancel, or answer, the filer
should send these papers in the same envelope. If a Petition to the Director has been filed through TEAS,
the paper filing should include aprominent statement regarding the TEA Sfiling of the Petition to the Director.
Fees for a paper-filed notice of opposition or petition to cancel may be paid by check, money order, credit
card (using the credit card payment form) or aUSPTO deposit account. See“ Methods of Payment,” available
at https://www.uspto.gov/trademarks/trademark-fee-information. If paying by check or money order or
credit card, separate checks, or money orders, or credit card forms for the Petition to the Director and the
opposition or cancellation filing fee should be provided in the same envel ope; written directions to deduct
the fees from a deposit account should provide instructions separately for payment of fees for the Petition
to the Director, and for the appropriate filing fees for the notice of opposition or petition to cancel. While
all paper-filed naotices of opposition and petitions to cancel and answers must be accompanied by a petition
and the requisite fee, when the filing is the result of technical difficulties with ESTTA, the filer may
concurrently request that the fee be waived and reimbursed.

In addition, general submissions to the Board must be filed via ESTTA. [Note 10.] Eastern Time controls
the timeliness of filing dates. [Note 11.] In the event that ESTTA is unavailable due to technical problems,
or when extraordinary circumstances are present, submissions may befiled in paper form. No feeisrequired.
All submissionsin paper form must include awritten explanation of the technical problems or extraordinary
circumstances encountered by thefiler. [Note 12.] Such explanations must include the specific factsunderlying
the inability to file by ESTTA, rather than a mere conclusory statement that technical problems or
extraordinary circumstances prevented the use of ESTTA. [Note 13.] The preciseimpact of ESTTA technical
problems varies depending on specific facts. [Note 14.] The exception for extraordinary circumstances may
apply to situations where no USPTO technical problems exist, but the filer experiences an extraordinary
situation making ESTTA unavailable to the filer, which might, in appropriate situations, include certain
types of technical problems at the filer's location or with the filer's systems. [Note 15.] Whether such
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circumstances are extraordinary will be determined on a case by case basis. In either situation, the Board
will review the explanation accompanying the paper filing in its consideration of thefiling, and explanations
that do not meet the technical problems or extraordinary circumstances showing will not be considered.
[Note 16.]

Please Note: In the case of general submissions filed on paper, accompanied by the required explanation,
parties should consider any such paper filing accepted unless the Board indicates otherwise. Thus, for any
filing to which the opposing party would respond, for purposes of the response deadline, the opposing party
should proceed as if the paper submission were accepted at the time of its filing and respond accordingly.
[Note 17.]

For additional information on filing via ESTTA see TBMP § 110.
NOTES:
1.37C.ER. § 2.101(b)(3). Cf. InreBorlind Gesellschaft fiir Kosmetische Erzeugnisse GmbH, 73 USPQ2d

2019, 2020 (TTAB 2005) (former 37 C.F.R. § 2.102(a)(2) (now 37 C.F.R. § 2.102(a)(1)) requires ESTTA
filing of extensions of time to oppose Trademark Act 8§ 66(a) applications).

2. 37 C.ER. §2.101(b)(1).

3. 37 C.ER. 8§2.111(c)(1).

4.37 C.ER. §2.101(b)(3); 37 C.ER. § 2.101(b)(2); and 37 C.E.R. § 2.111(c)(2).

5. See 37 C.ER. § 2.106(b)(1) and 37 C.ER. § 2.114(b)(1).

6. See 37 C.ER. § 2.106(b)(1) and 37 C.ER. § 2.114(b)(1).

7. MISCELLANEOUS CHANGES TO TRADEMARK TRIAL AND APPEAL BOARD RULES OF
PRACTICE, 81 Fed. Reg. 69950, 69966 (October 7, 2016). DFC Expo LLC v. Coyle, 121 USPQ2d 1903,
1905 (TTAB 2017) (among the deficiencies, filing was not accompanied by a Petition to the Director or by
the required fee).

8. MISCELLANEOUS CHANGES TO TRADEMARK TRIAL AND APPEAL BOARD RULES OF
PRACTICE, 81 Fed. Reg. 69950, 69966-67 (October 7, 2016).

9. MISCELLANEOUS CHANGES TO TRADEMARK TRIAL AND APPEAL BOARD RULES OF
PRACTICE, 81 Fed. Reg. 69950, 69966 (October 7, 2016). See DFC Expo LLC v. Coyle, 121 USPQ2d
1903, 1905 (TTAB 2017) (“A Petition to the Director requires a petition fee, the necessary showing, and
verification of statements supporting the petition.”).

10. See 37 C.ER. § 2.126(a).

11. See 37 C.E.R 82.195(a). MISCELLANEOUS CHANGES TO TRADEMARK TRIAL AND APPEAL
BOARD RULES OF PRACTICE, 81 Fed. Reg. 19296, 19296 (Notice of Proposed Rulemaking April 4,
2016) (describing ongoing practice of using Eastern Time to determine the timeliness of ESTTA filing
dates).
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12. See 37 C.ER. § 2.126(b).

13. MISCELLANEOUS CHANGES TO TRADEMARK TRIAL AND APPEAL BOARD RULES OF
PRACTICE, 81 Fed. Reg. 69950, 69966 (October 7, 2016).

14. MISCELLANEOUS CHANGES TO TRADEMARK TRIAL AND APPEAL BOARD RULES OF
PRACTICE, 81 Fed. Reg. 69950, 69966-67 (October 7, 2016).

15. MISCELLANEOUS CHANGES TO TRADEMARK TRIAL AND APPEAL BOARD RULES OF
PRACTICE, 81 Fed. Reg. 69950, 69966-67 (October 7, 2016).

16. 37 C.ER. § 2.126(b); MISCELLANEOUS CHANGES TO TRADEMARK TRIAL AND APPEAL
BOARD RULES OF PRACTICE, 81 Fed. Reg. 69950, 69966 (October 7, 2016).

17. MISCELLANEOUS CHANGES TO TRADEMARK TRIAL AND APPEAL BOARD RULES OF
PRACTICE, 81 Fed. Reg. 69950, 69966 (October 7, 2016).

303 Who May Oppose or Petition to Cancel
303.01 In General

Trademark Act § 13(a), 15 U.S.C. § 1063(a) Any person who believes that he would be damaged by the
registration of a mark upon the principal register, including the registration of any mark which would be
likely to cause dilution by blurring or dilution by tarnishment under section 1125(c) of thistitle, may, upon
payment of the prescribed fee, file an opposition in the Patent and Trademark Office, stating the grounds
therefor, within thirty days after the publication under subsection (a) of section 1062 of thistitle of the mark
sought to be registered.

* k * %

Trademark Act § 14, 15 U.S.C. § 1064 A petition to cancel a registration of a mark, stating the grounds
relied upon, may, upon payment of the prescribed fee, be filed as follows by any person who believes that
heisor will be damaged, including asa result of a likelihood of dilution by blurring or dilution by tarnishment
under section 1125(c) of thistitle, by the registration of a mark on the principal register established by this
chapter, or under the Act of March 3, 1881, or the Act of February 20, 1905.

* k * %

Trademark Act 8§ 24, 15 U.S.C. § 1092 Marks for the supplemental register shall not be published for or
be subject to opposition, but shall be published on registration in the Official Gazette of the Patent and
Trademark Office. Whenever any person believes that such person isor will be damaged by the registration
of a mark on the supplemental register--

(1) for which the effectivefiling date is after the date on which such person’s mark became famous and
which would be likely to cause dilution by blurring or dilution by tarnishment under section 1125(c) of this
title; or

(2) ongrounds other than dilution by blurring or dilution by tarnishment, such person may at any time,
upon payment of the prescribed fee and the filing of a petition stating the ground therefor, apply to the
Director to cancel such registration. ...
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Trademark Act § 45, 15 U.S.C. § 1127 In the construction of this chapter, unless the contrary is plainly
apparent from the context--

* k% % %

Person, Juristic Person. The term “ person” and any other word or term used to designate the applicant
or other entitled to a benefit or privilege or rendered liable under the provisionsof thisAct includesajuristic
person as well as a natural person. The term “juristic person” includes a firm, corporation, union,
association, or other organization capable of suing and being sued in a court of law.

Theterm* person” alsoincludesthe United Sates, any agency or instrumentality thereof, or any individual,

firm, or corporation acting for the United States and with the authorization and consent of the United States.
The United Sates, any agency or instrumentality thereof, and any individual, firm, or corporation acting
for the United States and with the authorization and consent of the United States, shall be subject to the
provisions of this chapter in the same manner and to the same extent as any hongovernmental entity.

Theterm“ person” also includes any Sate, any instrumentality of a State, and any officer or employee of
a Sate or instrumentality of a Sate acting in his or her official capacity. Any State, and any such
instrumentality, officer, or employee, shall be subject to the provisions of this chapter in the same manner
and to the same extent as any non-governmental entity.

* k% % %

37 C.ER. § 2.2(b) Entity as used in this part includes both natural and juristic persons.

37 C.ER. § 2.101(b) Any person who believes that he, she or it would be damaged by the registration of a
mark on the Principal Register may file an opposition addressed to the Trademark Trial and Appeal Board.

37 C.ER. §2.111(b) Any person who believes that he, she or it isor will be damaged by a registration may
file a petition, addressed to the Trademark Trial and Appeal Board, for cancellation of the registration in
whole or in part. ...

303.02 Meaning of the Term “ Per son”

The term “person,” as used in the Trademark Act, includes both natural and juristic persons. [Note 1.] A
juristic person is a“firm, corporation, union, association, or other organization capable of suing and being
sued in acourt of law.” [Note 2.]

If an operating division of a corporation is not itself incorporated or is not otherwise a legal entity which
can sue and be sued, it does not have legal standing to own amark or to file an application for registration,
an opposition, or a petition for cancellation. [Note 3.] SeeTMEP § 1201.02(d) (“An operating division's
useis considered to be use by the applicant....”). In such a case, the application, opposition, or petition for
cancellation should be filed in the name of the corporation of which the division isa part. If an opposition
or apetition for cancellation isfiled in the name of adivision, and there is no indication that the division is
incorporated, where theissue is presented in connection with adiscovery conference or amotion, the Board
may inquire asto whether the division isincorporated or is otherwise alegal entity that can sue and be sued.
If the opposer or petitioner responds in the negative, the opposition or petition for cancellation will go
forward in the name of the corporation of which the division isa part. [Note 4] See TMEP § 1201.02(d).
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The term “person” as used in the Trademark Act aso includes the United States, any agency and
instrumentality thereof, or any individual, firm or corporation which acts for the United States and with the
authorization and consent of the United States, as well as any state, any instrumentality of a state, and any
officer or employee of a state or instrumentality of a state acting in his or her official capacity. [Note 5.]

NOTES:

1. Trademark Act § 45, 15 U.S.C. § 1127. Cf. 37 C.ER. § 2.2(b).

2. Trademark Act 845, 15 U.S.C. § 1127. See Opryland USA Inc. v. The Great American Music Show Inc.,
970 F.2d 847, 23 USPQ2d 1471, 1475 (Fed. Cir. 1992) (a“person” may be a corporation or other entity);
Morehouse Manufacturing Corp. v. J. Srickland and Co., 407 F.2d 881, 160 USPQ 715, 720-21 (CCPA
1969) (a corporation is a*“person” within the meaning of Trademark Act § 45, 15 U.S.C. § 1127, and can
base an opposition on Trademark Act § 2(a), 15 U.S.C. § 1052(a)); Aruba v. Excelsior Inc., 5 USPQ2d
1685, 1686 n.2 (TTAB 1987) (Commonwealth of Arubais a “person” within the meaning of Trademark
Act 88 13 and 45, 15 U.S.C. 88 1063 and 1127); U.S Navy v. United States Manufacturing Co., 2 USPQ2d
1254, 1257 (TTAB 1987) (U.S. Navy is ajuristic person within the meaning of Trademark Act § 45, 15
U.S.C. 81127); Board of Trustees of the University of Alabama v. BAMA-Werke Curt Baumann, 231 USPQ
408, 410 n.6 (TTAB 1986) (Alabama Board of Trustees, a corporate body, may be considered either a
“person” or an “institution” within the meaning of Trademark Act 8 2(a), 15 U.S.C. § 1052(a)); Consolidated
Natural Gas Co. v. CNG Fuel Systems, Ltd., 228 USPQ 752, 754 n.2 (TTAB 1985) (corporations as well
asindividuals are “persons’ for purposes of Trademark Act § 2(a),15 U.S.C. § 1052(a)); Inre Mohawk Air
ServicesInc., 196 USPQ 851, 855 (TTAB 1977) (agovernment agency is ajuristic person and as such may
file an application for registration, an opposition, or a petition for cancellation).

3. Seelnre Cambridge Digital Systems, 1 USPQ2d 1659, 1660 n.1 (TTAB 1986).

4. Cf. In re Cambridge Digital Systems, 1 USPQ2d 1659, 1660 n.1 (TTAB 1986) (because applicant was
merely a division, Board noted that should it ultimately prevail, “this defect may be corrected by an
amendment supported by a verification or declaration by the real applicant”).

5. Trademark Act § 45, 15 U.S.C. § 1127.

303.03 Meaning of the Term “ Damage’

The term “damage,” as used in Trademark Act § 13 and Trademark Act 8 14, 15 U.S.C. § 1063 and 15
U.S.C. 8§ 1064, concerns specifically aparty’s entitlement to a statutory cause of action (previoudly referred
to as “standing”) to file an opposition or a petition to cancel, respectively. [Note 1.] A party may establish
its entitlement to oppose or to petition to cancel by showing (1) that it iswithin the zone of interests protected
by the statute (i.e., hasa“rea interest” in the outcome of the proceeding) and (2) damage proximately caused
by registration (i.e., areasonable basis for its belief in damage). [Note 2.] SeeTBMP § 309.03(b). To plead
an interest within the “ zone of interests’ aplaintiff must allege a*“direct and personal stake” in the outcome
of the proceeding. [Note 3.] Thereisno requirement that aplaintiff show apersonal interest in the proceeding
different from or “beyond that of the general public” in order to establish its entitlement to a statutory cause
of action. [Note 4.] Thereisalso no requirement that actual damage be pleaded or proved in order to establish
an entitlement to a statutory cause of action or to prevail in an opposition or cancellation proceeding. [Note
5.] However, the alegationsin support of plaintiff’sbelief of damage must have a“ reasonable basisin fact.”
[Note 6.]
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For adiscussion of entitlement to a statutory cause of action, see TBMP § 309.03(b).

NOTES:

1. See Corcamore, LLC v. SFM, LLC, 978 F.3d 1298, 2020 USPQ2d 11277, at *4-8 (Fed. Cir. 2020), cert.
denied, 141 S. Ct. 2671 (2021); Australian Therapeutic Supplies Pty. Ltd. v. Naked TM, LLC, 965 F.3d
1370, 2020 USPQ2d 10837, at * 3 (Fed. Cir. 2020), reh’g en banc denied, 981 F.3d 1083, 2020 USPQ2d
11438 (Fed. Cir. 2020), cert. denied, 142 S. Ct. 82 (2021); Ritchiev. Smpson, 170 F.3d 1092, 50 USPQ2d
1023, 1025 n.2 (Fed. Cir. 1999) (construing standing requirements of Trademark Act 8§ 13, 15 U.S.C. §
1063, regarding oppositionsand Trademark Act § 14, 15 U.S.C. 8 1064 regarding cancellations consistently);
Peterson v. Awshucks SC, LLC, 2020 USPQ2d 11526, at *5 n.34 (TTAB 2020); Major League Socce,
LLC v. FC. International Milano Sp.A., 2020 USPQ2d 11488, at *5 n.18 (TTAB 2020); Spanishtown
Enterprises., Inc. v. Transcend Resources, Inc., 2020 USPQ2d 11388, at *1-2 (TTAB 2020).

2. See Corcamore, LLC v. SFM, LLC, 978 F.3d 1298, 2020 USPQ2d 11277, at *4-8 (Fed. Cir. 2020), cert
denied, 141 S. Ct. 2671 (2021); Australian Therapeutic Supplies Pty. Ltd. v. Naked TM, LLC, 965 F.3d
1370, 2020 USPQ2d 10837, at * 3 (Fed. Cir. 2020), reh’g en banc denied, 981 F.3d 1083, 2020 USPQ2d
11438 (Fed. Cir. 2020), cert. denied, 142 S. Ct. 82 (2021); Empresa Cubana del Tabaco v. General Cigar
Co., 753 F.3d 1270, 111 USPQ2d 1058, 1062 (Fed. Cir. 2014); Ritchie v. Smpson, 170 F.3d 1092, 50
USPQ2d 1023, 1025-26 (Fed. Cir. 1999).

3. See Ahal Al-Sara Group for Trading v. American Flash, Inc., 2023 USPQ2d 79, at *4-10 (TTAB 2023)
(motion to dismiss granted because plaintiff failed to identify aninterest that fallswithin the* zone of interests
of the Trademark Act” and thus failed to sufficiently plead its entitlement to a statutory cause of action;
plaintiff allowed time to replead).

4. Corcamore, LLC v. SFM, LLC, 978 F.3d 1298, 2020 USPQ2d 11277, at *4-8 (Fed. Cir. 2020), cert.
denied, 141 S. Ct. 2671 (2021); Australian Therapeutic Supplies Pty. Ltd. v. Naked TM, LLC, 965 F.3d
1370, 2020 USPQ2d 10837, at *3 (Fed. Cir. 2020), reh’g en banc denied, 981 F.3d 1083, 2020 USPQ2d
11438 (Fed. Cir. 2020), cert. denied, 142 S. Ct. 82 (2021); Empresa Cubana del Tabaco v. General Cigar
Co., 753 F.3d 1270, 111 USPQ2d 1058, 1062 (Fed. Cir. 2014); Ritchie v. Smpson, 170 F.3d 1092; 50
USPQ2d 1023, 1027 (Fed. Cir. 1999) (“The crux of the matter is not how many others share one's belief
that one will be damaged by the registration, but whether that belief is reasonable and reflects areal interest
intheissue”). Seealso Lipton Industries, Inc. v. Ralston Purina Co., 670 F.2d 1024, 213 USPQ 185, 189
(CCPA 1982).

5. See Cunningham v. Laser Golf Corp., 222 F.3d 943, 55 USPQ2d 1842, 1844 (Fed. Cir. 2000); Books
on Tape Inc. v. Booktape Corp., 836 F.2d 519, 5 USPQ2d 1301, 1302 (Fed. Cir. 1987); JewelersVigilance
Committee Inc. v. Ullenberg Corp., 823 F.2d 490, 2 USPQ2d 2021, 2023 (Fed. Cir. 1987), on remand, 5
USPQ2d 1622 (TTAB 1987), rev'd, 853 F.2d 888, 7 USPQ2d 1628 (Fed. Cir. 1988); International Order
of Job's Daughters v. Lindeburg and Co., 727 F.2d 1087, 220 USPQ 1017, 1020 (Fed. Cir. 1984); Rosso
& Mastracco, Inc. v. Giant Food Inc., 720 F.2d 1263, 219 USPQ 1050, 1052 (Fed. Cir. 1983); Selva &
Sons, Inc. v. Nina Footwear, Inc., 705 F.2d 1316, 217 USPQ 641, 648 (Fed. Cir. 1983); Lipton Industries,
Inc. v. Ralston Purina Co., 670 F.2d 1024, 213 USPQ 185, 189 (CCPA 1982); Federated Foods, Inc. v.
Fort Howard Paper Co., 544 F.2d 1098, 192 USPQ 24, 27 (CCPA 1976); Universal Oil Products Co. v.
Rexall Drug & Chemical Co., 463 F.2d 1122, 174 USPQ 458, 459-60 (CCPA 1972).

Seealso Montecash LLC v. Anzar Enterprisesinc., 95 USPQ2d 1060, 1062 (TTAB 2010) (“ no requirement
that any actual damage be pled or proved to establish standing”); Enbridge, Inc. v. Excelerate Energy L.P.,
92 USPQ2d 1537, 1543 n.10 (TTAB 2009) (plaintiff does not have to prove claims or ‘actual damage’ to
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establish standing); American Vitamin Products Inc. v. Dow Brands Inc., 22 USPQ2d 1313, 1314 (TTAB
1992); Estate of Biro v. Bic Corp., 18 USPQ2d 1382, 1384 (TTAB 1991); Hartwell Co. v. Shane, 17
USPQ2d 1569, 1570 (TTAB 1990); Ipco Corp. v. Blessings Corp., 5 USPQ2d 1974, 1976 (TTAB 1988);
Aruba v. Excelsior Inc., 5 USPQ2d 1685, 1686 (TTAB 1987); Bankamerica Corp. v. Invest America, 5
USPQ2d 1076, 1077 (TTAB 1987); BRT Holdings Inc. v. Homeway, Inc., 4 USPQ2d 1952, 1956 (TTAB
1987); American Speech-Language-Hearing Association v. National Hearing Aid Society, 224 USPQ 798,
801 (TTAB 1984); Davco Inc. v. Chicago Rawhide Manufacturing Co., 224 USPQ 245, 246 (TTAB 1984).

6. Ritchie v. Smpson, 170 F.3d 1092, 50 USPQ2d 1023, 1027 (Fed. Cir. 1999) (citing Universal Oil
Products v. Rexall Drug & Chemical Co., 463 F.2d 1122, 174 USPQ 458, 459-60 (CCPA 1972) and stating
that the belief of damage alleged by plaintiff must be more than a subjective belief); McDermott v. San
Francisco Women's Motorcycle Contingent, 81 USPQ2d 1212, 1215 (TTAB 2006), aff’d unpub’d, 240
Fed. Appx. 865 (Fed. Cir. July 11, 2007), cert. denied, 552 U.S. 1109 (2008).

303.04 Federal Trade Commission

Trademark Act § 14, 15 U.S.C. § 1064 Provided, That the Federal Trade Commission may apply to cancel
on the grounds specified in paragraphs (3) and (5) of this section any mark registered on the principal
register established by this chapter, and the prescribed fee shall not be required.

The proviso at the end of Trademark Act § 14, 15 U.S.C. § 1064, provides statutory standing for the Federal
Trade Commission to cancel aregistration on the Principal Register on the grounds specified in paragraphs
(3) and (5) of the section. [Note 1.]

For information concerning the grounds for cancellation specified in paragraphs (3) and (5) of Trademark
Act 814,15 U.S.C. § 1064, seeTBMP § 307.01.

NOTES:

1. See Formica Corp. v. Lefkowitz, 590 F.2d 915, 200 USPQ 641, 647 (CCPA 1979); Federal Trade
Commission v. Formica Corp., 200 USPQ 182, 191 (TTAB 1978).

303.05 Opposition Filed During Extension of Time to Oppose

37 C.ER. § 2.102(a) Any person who believes that he, she or it would be damaged by the registration of a
mark on the Principal Register may file a request with the Trademark Trial and Appeal Board to extend the
time for filing an opposition.

* k% * %

37 C.ER. §2.102(b) A request to extend the time for filing an opposition must identify the potential opposer
with reasonable certainty. Any opposition filed during an extension of time must bein the name of the person
to whom the extension was granted, except that an opposition may be accepted if the person in whose name
the extension was requested was misidentified through mistake or if the opposition isfiled in the name of a
person in privity with the person who requested and was granted the extension of time.
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303.05(a) General Rule

An extension of timeto opposeisapersonal privilege which inures only to the benefit of the party to which
it was granted and those in privity with that party. [Note 1.] For this reason, an opposition filed during an
extension of time to oppose ordinarily must be filed in the name of the party to which the extension was
granted. [Note 2.] CF.TBMP § 206.02. An opposition filed in a different name will be accepted only if the
opposition isfiled by a person in privity with the person granted the extension of time or if the person that
reguested the extension was misidentified through mistake. [Note 3.]

NOTES:

1. SeeCassLogisticsInc. v. McKesson Corp., 27 USPQ2d 1075, 1077 (TTAB 1993) (a party cannot claim
the benefit of an extension granted to another, unrelated party).

2. See 37 C.ER. § 2.102(b); SDT Inc. v. Patterson Dental Co., 30 USPQ2d 1707, 1709 (TTAB 1994); In
re Cooper, 209 USPQ 670, 671 (Comm’r 1980) (fact that two entities share same objection is not a basis
for finding privity).

3. See Custom Computer Services, Inc. v. Paychex Properties, Inc., 337 F.3d 1334, 67 USPQ2d 1638, 1640
(Fed. Cir. 2003) (privity and misidentification by mistake “are two digjunctive conditions under which an
opposer may claim the benefit of an extension granted to another named entity”).

303.05(b) Opposition Filed by Privy

A party in privity with a potential opposer may step into the potential opposer’s shoes and file a notice of
opposition or may join with the potential opposer as a joint opposer. [Note 1.] Thus, an opposition filed
during an extension of time to oppose may be filed by a party other than the party to which the extension
was granted, if it is shown to the satisfaction of the Board that the differing party isin privity with the party
granted the extension. [Note 2.] Cf.TBMP § 206.02.

The “showing” of privity should be in the form of arecitation of the facts on which the claim of privity is
based, and must be submitted with the opposition. When a party filing an opposition differs from the name
of the party identified in the extension of time to oppose, ESTTA will prompt the filer to provide an
explanation.

If the opposition is filed both in the name of the party granted the previous extension and in the name of
one or more differing parties, an explanation will be requested as to each differing party, and the opposition
will not be accepted as to any differing party that fails to make a satisfactory showing of privity. ESTTA
will prompt the filer to provide an explanation.

Once atimely notice of opposition has been filed, and the time for opposing has expired, the right to pursue
the filed case is aright individua to the timely filer. While this right may be transferred to another party,
as by an assignment of the mark with the associated goodwill, it may not be shared. [Note 3.]

For information concerning the meaning of the term “privity,” see TBMP § 206.02.
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NOTES:

1. See 37 C.ER. § 2.102(b); SDT Inc. v. Patterson Dental Co., 30 USPQ2d 1707, 1709 (TTAB 1994)
(licensee, as party in privity with opposer, could have joined opposer in filing opposition during extension
of time to oppose; however, having failed to join opposer in filing opposition during extension of time to
oppose, licensee may not be joined after opposition isfiled); In re Cooper, 209 USPQ 670, 671 (Comm'r
1980).

2. See 37 C.ER. § 2.102(b); Warren Distribution, Inc. v. Royal Purple, LLC, 115 USPQ2d 1667, 1669-70
(TTAB 2015) (individual employeethat filed extension request not in privity with employer who filed notice
of opposition); SDT Inc. v. Patterson Dental Co., 30 USPQ2d 1707, 1709 (TTAB 1994) (licensee considered
to be in privity with licensor; however, having failed to join opposer in filing opposition during extension
of time to oppose, licensee may not be joined after opposition isfiled). Cf. In re Cooper, 209 USPQ 670,
671 (Comm’'r 1980) (fact that two entities are using marks similar to that for which application has been
made and that both have been named defendantsin civil actions brought by the owner of the mark in question
is not a basis for finding privity); In re Spang Industries, 225 USPQ 888, 888 (Comm'r Pats. 1985)
(attorney/client relationship does not invest the attorney with same right or interest as his client).

3. See DT, Inc. v. Patterson Dental Co., 30 USPQ2d 1707, 1709 (TTAB 1994) (opposer’s licensee, having
failed to join opposer infiling opposition during extension of timeto oppose, cannot be joined after opposition
isfiled); Inre Cooper, 209 USPQ 670, 671 (Comm’r 1980) (extension of time granted to opposer does not
inure to the benefit of unrelated third party, despite its sharing of a common interest with opposer vis-a-vis
applicant’'s mark). Cf. Leading Jewelers Guild, Inc. v. LJOW Holdings LLC, 82 USPQ2d 1901, 1901
n.1(TTAB 2007) (substitution allowed following assignment); Missouri Slver Pages Directory Publishing
Corp. Inc. v. Southwestern Bell Media, Inc., 6 USPQ2d 1028, 1032 (T TAB 1988) (president/sol e sharehol der
isin privity with opposer corporation and may be substituted as “real party in interest” during opposition);

Raker Paint Factory v. United Lacquer Manufacturing Corp., 141 USPQ 407, 409 (TTAB 1964) (motion
to amend complaint to substitute sole owner of company as real party in interest for opposer company
granted); Pyco, Inc. v. Pico Corp., 165 USPQ 221, 222 (TTAB 1969) (substitution of opposer allowed
where notice of opposition named non-existing entity that had transferred rights to opposer prior to filing
of opposition). See also Chien Ming Huang v. Tzu Wei Chen Food Co., 849 F.2d 1458, 7 USPQ2d 1335,
1336 (Fed. Cir. 1988) (trademark application was fatally defective because applicant was not the owner of
the mark, having transferred it from himself to acorporation between the time that he executed the application
and the date it was received in the Office).

303.05(c) Misidentification of Opposer

If the name of the opposer, in an opposition filed during an extension of time to oppose, differs from the
name of the party to which the extension was granted, the opposition will not be rejected on that ground if
it is shown to the satisfaction of the Board that the party in whose name the extension was requested was
“misidentified through mistake.” [Note 1.]

The phrase “misidentified through mistake,” as used in 37 C.E.R. § 2.102(b), means a mistake in the form
of the opposer’'s name or its entity type, not the naming of a different existing legal entity that is not in
privity with the party that should have been named. [Note 2.] SeeTBMP § 512.04.

The “showing” submitted in support of a claim of misidentification through mistake should be in the form
of arecitation of the facts on which the claim of misidentification through mistake is based, and must be
submitted with the opposition. ESTTA will prompt the filer to provide an explanation.
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For information concerning the misidentification of a potential opposer during an extension of time to
oppose, seeTBMP § 206.03.

For information concerning motions for substitution of party plaintiff on grounds of misidentification, see
TBMP §512.04.

NOTES:

1. 37 C.ER. 8§ 2.102(b). SeeCass LogisticsInc. v. McKesson Corp., 27 USPQ2d 1075, 1077 (TTAB 1993).

2. See Custom Computer Services, Inc. v. Paychex Properties, Inc., 337 F.3d 1334, 67 USPQ2d 1638, 1640
(Fed. Cir. 2003) (entity named in extensions was not a “ different existing legal entity” from entity that filed
opposition); Warren Distribution, Inc. v. Royal Purple, LLC, 115 USPQ2d 1667, 1670-71 (TTAB 2015)
(individual employee who filed extension request a different legal entity than employer who filed notice of
opposition and, thus, cannot be considered identified through mistake); Cass Logistics Inc. v. McKesson
Corp., 27 USPQ2d 1075, 1077 (TTAB 1993) (word processing error resulting in identification of different
legal entity was not a“mistake” within the meaning of the rule).

Cf. William & Scott Co. v. Earl’s Restaurants Ltd., 30 USPQ2d 1870, 1872 (TTAB 1994) (motion to
substitute party that acquired mark from opposer prior to commencement of proceeding granted where
opposition had been mistakenly filed in name of original owner); Missouri Slver Pages Directory Publishing
Corp. Inc. v. Southwestern Bell Media, Inc., 6 USPQ2d 1028, 1032 (TTAB 1988) (president/sol e sharehol der
isin privity with opposer corporation and may be substituted as “real party in interest” during opposition).

Cf. alsoTMEP §803.06 and TMEP § 1201.02(c); Chien Ming Huang v. Tzu Wei Chen Food Co., 849 F.2d
1458, 7 USPQ2d 1335, 1336 (Fed. Cir. 1988) (trademark application wasfatally defective because applicant
was not the owner of the mark, having transferred it from himself to a corporation between the time that he
executed the application and the date it was received in the Office); In re Tong Yang Cement Corp., 19
USPQ2d 1689, 1640 (TTAB 1991) (correction not permitted where joint venture owned the mark but the
application was filed by a corporation which was one member of the joint venture); Societe Civile Des
Domaines Dourthe Freres v. SA. Consortium Vinicole de Bordeaux et de la Gironde, 6 USPQ2d 1205,
1209 (TTAB 1988) (foreign manufacturer, not exclusive United States distributor, owns mark in absence
of agreement between them providing otherwise); Argo & Co. v. Springer, 189 USPQ 581, 582 (TTAB
1976) (substitution allowed where, after opposition instituted, court determined that attempted incorporation
of applicant was legally defective; three individuals who owned mark as tenants in common substituted for
corporation initially named as owner of mark).

303.05(d) Misidentification of Applicant or Respondent

If anotice of opposition isfiled against a mark where the applicant has been inadvertently misidentified in
the application, the opposition will nevertheless beinstituted and thereal party in interest may be substituted
for the named defendant during the opposition proceeding. [Note 1.] Likewise, where a petition to cancel
is filed against a registrant that has been inadvertently misidentified in the registration, the real party in
interest may be substituted for the named defendant.

For information regarding applicant’s ability to correct adefect in the name or legal entity in the application,
seeTBMP § 512.04 and TMEP § 1201.02(c).

June 2023 300-16



PLEADINGS §303.06

NOTES:

1. See Fed. R. Civ. P. 17(a); 37 C.ER. § 2.116. See also Argo & Co. v. Springer, 189 USPQ 581, 582
(TTAB 1976) (three individuals who owned mark as tenants in common substituted for corporation initialy
named as owner of mark where, after opposition instituted, court in related civil proceeding determined that
attempted incorporation of applicant was legally defective). Cf. Great Seats Ltd. v. Great Seats Inc., 84
USPQ2d 1235, 1244 (TTAB 2007) (application void ab initio where two separate commercial entitieswere
in existence on application filing date and application was filed in name of wrong entity); In re Tong Yang
Cement Corp., 19 USPQ2d 1689, 1690 (TTAB 1991) (application filed by corporation which was not the
owner of the mark void ab initio); Societe Civile des Domaines Dourthe Freresv. SA. Consortium Vinicole
de Bordeaux et de la Gironde, 6 USPQ2d 1205, 1210 (TTAB 1988) (foreign manufacturer, not exclusive
United States distributor, owns mark in absence of agreement between them providing otherwise).

303.06 Joint Opposersor Petitioners

Two or more parties may file a notice of opposition or a petition for cancellation jointly. However, the
required fee must be submitted for each party joined as opposer or petitioner for each classin the application
for which registration is opposed or for each class in the registration for which cancellation is sought. See
TBMP § 308. [Note 1.] For information concerning thefiling of an opposition by two or more partiesjointly
where the notice of opposition isfiled during an extension of time obtained by only one of the parties, see
TBMP § 303.05.

Please Note: In ESTTA, al parties must be identified during the filing process in order for the proper fees
to be charged for each party opposer or petitioner.

When parties file jointly, the notice of opposition or petition for cancellation must name each party joined
as plaintiff. In addition, the notice of opposition or petition for cancellation should include allegations
concerning the entitlement to a statutory cause of action (previously referred to as*“ standing”) of each party
plaintiff and the ground or grounds for opposition or cancellation. SeeTBMP § 309.03(b) and TBMP §
309.03(c) for a discussion of entitlement to a statutory cause of action and grounds for oppositions and
cancellations. If the caseisultimately determined on the merits, rather than by default, withdrawal, stipulation,
etc., any joint plaintiff whose entitlement to a statutory cause of action has not been proved cannot prevail,
even though a ground for opposition or cancellation has been proved. [Note 2.]

On the other hand, the fact that two or more parties may have an interest in amark to be pleaded in anotice
of opposition, or a petition for cancellation, does not mean that each such party must be joined as opposer,
or petitioner. Joint filing is elective, not mandatory. [Note 3.]

NOTES:

1. See 37 C.ER. §2.101(d) and 37 C.ER. § 2.111(d); Syngenta Crop Protection Inc. v. Bio-Chek LLC, 90
USPQ2d 1112, 1115 n.2 (TTAB 2009) (second named opposer not party to proceeding where notice of
opposition named two opposers, but fee payment sufficient for only one opposer and only one opposer
identified in ESTTA cover sheet); Giersch v. Scripps Networks Inc., 90 USPQ2d 1020, 1021 n.1 (TTAB
2009) (second petitioner not added as party plaintiff due to failure to pay additional feg); SDT Inc. v.
Patterson Dental Co., 30 USPQ2d 1707, 1709 (TTAB 1994) (licensee was not permitted to join as co-opposer
after notice of opposition wasfiled, but evenif permitted, would have had to submit fee). MISCELLANEOUS
CHANGES TO TRADEMARK TRIAL AND APPEAL BOARD RULES OF PRACTICE, 81 Fed. Reg.
69950, 69957 (October 7, 2016) (*With opposers, regardless of the basis of the opposition application, the

300-17 June 2023



§304 TRADEMARK TRIAL AND APPEAL BOARD MANUAL OF PROCEDURE

opposers identified in the ESTTA cover sheet determine the fees paid through ESTTA. Any additional
opposers named only in the accompanying statement, for whom no fees have been paid, will not be part of
the proceeding, regardless of the filing basis of the opposed application.”).

2. See General Mills, Inc. v. Fage Dairy Processing Industry SA, 100 USPQ2d 1584, 1594 n.12 (TTAB
2011) (“Wherethere are multiple plaintiffs, each plaintiff must proveits standing and, in the case of likelihood
of confusion and dilution claims, prior use.”), judgment set aside on other grounds, 110 USPQ2d 1679
(TTAB 2014) (non-precedential); Chemical New York Corp. v. Conmar Form Systems, Inc., 1 USPQ2d
1139, 1142 (TTAB 1986) (of three joint opposers, owner of registration and its licensee as user of marks
had real interest in proceeding, but opposer who only held software copyright had no standing and was given
no further consideration). See also Boswell v. Mavety Media Group Ltd., 52 USPQ2d 1600, 1605 (TTAB
1999) (Board found that one of the two opposers did not prove standing).

3. See Avia Group International Inc. v. Faraut, 25 USPQ2d 1625, 1627 (TTAB 1992) (respondent’s mation
to dismiss and its alternative motion to join petitioner’s parent as owner of pleaded registrations and real
party ininterest denied sinceissue concerned what rights petitioner hasin pleaded marks vis-a-vis respondent,
not anyone else). See also Sun Valley Company Inc. v. Sun Valley Manufacturing Co., 167 USPQ 304, 310
(TTAB 1970) (“Itisillogica to require that al parties that could possibly be injured by a registration be
joined as parties to a cancellation or opposition proceeding before any one party can seek relief from the
registration of amark. Thisposition iscontrary to the specific provisions of Sections 13 and 14 of the Statute
which provide that ‘any person’ who believes that heis or would be damaged by the registration of a mark
isaproper party to file an opposition or a petition to cancel.”).

304 Proceeding Against Multiple Class Application or Registration

When a notice of opposition is filed with respect to an application which contains goods and/or servicesin
multiple classes [Note 1] or a petition for cancellation is filed with respect to a registration which contains
goods and/or services in multiple classes, the class or classes opposed, or sought to be cancelled, should be
specified in the plaintiff’s pleading. In addition, the required opposition or cancellation fee must be submitted
for each party joined as plaintiff for each class sought to be opposed or cancelled. [Note 2.] SeeTBMP §
308.04. If there are insufficient fees accompanying the complaint to pay in full for each named opposer or
petitioner for each class opposed or for which cancellation is sought, the proceeding will not be instituted
in ESTTA and the transaction will not be completed. If filed on paper, the proceeding may not be instituted.
[Note 3.] Theinstitution notice will identify the parties and classes for which the required fees were submitted.

SeeTBMP § 308 for information on filing fees. For information about dividing a multi-class application
where not all classes are opposed, or dividing an application where not all goods in the opposed class(es)
are opposed, see TBMP § 516. [Note 4.]

NOTES:

1. See 37C.ER. §2.86.

2.See 37 C.ER. §2.101(d) and 37 C.ER. § 2.111(d).

3. See 37 C.ER. §2.101(d) and 37 C.ER. § 2.111(d).

4. SeealsoTMEP § 1110 et. seq. Cf. TMEP § 1403.03.
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305 Consolidated and Combined Complaints

37 C.ER. § 2.104(b) Oppositions to different applications owned by the same party may be joined in a
consolidated opposition when appropriate, but the required fee must be included for each party joined as
opposer for each classin which registration is opposed in each application against which the opposition is
filed.

37 C.ER. § 2.112(b) When appropriate, petitions for cancellation of different registrations owned by the
same party may be joined in a consolidated petition for cancellation. The required fee must be included for
each party joined as a petitioner for each class sought to be cancelled in each registration against which
the petition for cancellation has been filed.

305.01 Consolidated Complaint

When appropriate, a party may oppose, in a single (i.e., “consolidated”) notice of opposition, different
applications owned by the same defendant. However, the required fee must be submitted for each party
joined as opposer, for each class in which registration is opposed, in each application against which the
opposition isfiled. [Note 1.] See TBMP § 308.05 regarding fees for filing consolidated complaints. When
such a pleading is filed, the Board will set up a single opposition file, identified by a single opposition
proceeding number, but bearing the number of each application opposed in the consolidated notice of
opposition.

Similarly, when appropriate, a party may seek to cancel, in a single (i.e., “consolidated”) petition for
cancellation, different registrations owned by the same defendant. The required fee must be submitted for
each party joined as petitioner, for each class sought to be cancelled, in each registration against which the
petition for cancellation isfiled. [Note 2.] See TBMP § 308.05. When such a pleading is filed, the Board
will set up asingle cancellation file, identified by a single cancellation proceeding number, but bearing the
number of each registration sought to be cancelled in the consolidated petition to cancel.

A consolidated notice of opposition, or consolidated petition to cancel, isappropriateif the plaintiff’sclaims
against each of the defendant’s subject applications, and/or registrations, involve common (i.e., similar)
questions of law or fact. [Note 3]

For information concerning motions to consolidate proceedings, seeTBMP § 511.

NOTES:

1. See 37 C.ER. § 2.104(b).

2. See 37 C.ER. §2.112(b).

3. SeeFed. R. Civ. P. 42(a); One Jeanswear Group Inc. v. YogaGlo, Inc., 127 USPQ2d 1793, 1795 (TTAB
2018) (motion to consolidate granted; oppositions involved the same parties, similar marks and likelihood
of confusion claims); Bigfoot 4x4 Inc. v. Bear Foot Inc., 5 USPQ2d 1444, 1445 (TTAB 1987) (joint motion
to consolidate granted in view of identity of parties and issues); Federated Department Sores, Inc. v. Gold
Circle Insurance Co., 226 USPQ 262, 263 (TTAB 1985) (consolidation permitted; issues of fact and law
substantially similar); World Hockey Association v. Tudor Metal Products Corp., 185 USPQ 246, 248
(TTAB 1975) (oppositions involving similar marks and similar issues consolidated); |zod, Ltd. v. La
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Chemise Lacoste, 178 USPQ 440, 441 (TTAB 1973) (applicant’s motion to consolidate denied in view of
extent of differencesin the involved issues).

305.02 No Combined Complaint

A party may not file asingle pleading combining a notice of opposition to one or more applications, and a
petition to cancel one or more registrations owned by the same defendant. [Note 1.]

Filing by ESTTA isrequired, and no ESTTA form existsfor such acombined complaint. [Note 2.] However,
to achieve acomparabl e result afiler may move for consolidation after the proceedings have been instituted
in a separate, subsequent filing. For information concerning motionsto consolidate proceedings, seeTBMP
§511. Once consolidated, the opposition is treated as the “parent” case, and both proceeding numbers are
placed on all documents relating to the combined proceedings. Cf.TBMP § 511.

NOTES:

1. MISCELLANEOUS CHANGES TO TRADEMARK TRIAL AND APPEAL BOARD RULES OF
PRACTICE, 81 Fed. Reg. 69950, 69953 (October 7, 2016).

2. MISCELLANEOUS CHANGES TO TRADEMARK TRIAL AND APPEAL BOARD RULES OF
PRACTICE, 81 Fed. Reg. 69950, 69953 (October 7, 2016) (“... no exception to the requirement to file by
ESTTA will be made for acombined filing, and prior case law allowing for this type of combined notice of
opposition and petition for cancellation is superseded by the mandatory online filing requirement.”).

306 Timefor Filing Opposition
306.01 In General

Trademark Act § 12(a), 15 U.S.C. § 1062(a) Upon thefiling of an application for registration and payment
of the prescribed fee, the Director shall refer the application to the examiner in charge of the registration
of marks, who shall cause an examination to be made and, if on such examination it shall appear that the
applicant isentitled to registration, or would be entitled to registration upon the acceptance of the statement
of use required by section 1051(d) of this title, the Director shall cause the mark to be published in the
Official Gazette of the Patent and Trademark Office....

Trademark Act § 13(a), 15 U.S.C. § 1063(a) Any person who believes that he would be damaged by the
registration of a mark upon the principal register, including the registration of any mark which would be
likely to cause dilution by blurring or dilution by tarnishment under section 1125(c) of thistitle, may, upon
payment of the prescribed fee, file an opposition in the Patent and Trademark Office, stating the grounds
therefor, within thirty days after the publication under subsection (a) of section 1062 of thistitle of the mark
sought to be registered. Upon written request prior to the expiration of the thirty-day period, the time for
filing opposition shall be extended for an additional thirty days, and further extensions of time for filing
opposition may be granted by the Director for good cause when requested prior to the expiration of an
extension. The Director shall notify the applicant of each extension of the time for filing opposition... .

37 C.FR. § 2.101 Filing an opposition.

(8 An opposition proceeding is commenced by filing in the Office a timely notice of opposition with
therequired fee. * * * *
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(b)(1) An opposition to an application must be filed by the due date set forth in paragraph (c) of
this section through ESTTA.

(2) Inthe event that ESTTA is unavailable due to technical problems, or when extraordinary
circumstances are present, an opposition against an application based on Section 1 or 44 of the Act may
be filed in paper form. A paper opposition to an application based on Section 1 or 44 of the Act must be
filed by the due date set forth in paragraph (c) of this section and be accompanied by a Petition to the
Director under § 2.146, with the fees therefor and the showing required under this paragraph. Timeliness
of the paper submission will be determined in accordance with 88 2.195 through 2.198.

(3) Anopposition to an application based on Section 66(a) of the Act must be filed through ESTTA
and may not under any circumstances be filed in paper form.

(c) The opposition must be filed within thirty days after publication (82.80) of the application being
opposed or within an extension of time (82.102) for filing an opposition.* * * *

(e) Thefiling date of an opposition is the date of electronic receipt in the Office of the notice of
opposition, and required fee. In the rare instances that filing by paper is permitted under these rules, the
filing date will be determined in accordance with 88 2.195 through 2.198.

An opposition to the registration of amark on the Principal Register must be filed prior to the expiration of
the thirty-day period after publication of the mark in the Official Gazette for opposition, or within an
extension of time to oppose granted to the opposer or its privy. [Note 1.] See TBMP § 303.

An opposition to an application based on Trademark Act 8§ 1 or Trademark Act § 44, 15 U.S.C. § 1051 or
15U.S.C. §1126 must befiled electronically viaESTTA. [Note 2.] Intherare circumstance that an opposition
isfiled on paper, accompanied by the Petition to the Director and the required fee, the certificate of mailing
by first-class mail procedure described in 37 C.ER. § 2.197 and the Priority Mail Express® procedure
described in 37 C.ER. § 2.198 are both available. Please Note: The institution of a timely paper-filed
opposition will occur only if the Petition to the Director is granted and the opposition does not have any
other defects. SeeTBMP § 309.04. Facsimile transmission is not available. [Note 3.] See TBMP § 111.02.

An opposition to an application based on Trademark Act § 66(a), 15 U.S.C. § 1141f(a) must be filed
electronically via ESTTA and may not be filed on paper under any circumstances. [Note 4] SeeTBMP §
203.01.

The filing date of an opposition is the date of electronic receipt in the Office of the opposition and the
required fee. [Note 5.] In the rare instance that a paper filing is permitted, the filing date will be determined
in accordance with 37 C.ER. § 2.195, 37 C.ER. § 2.196, and 37 C.E.R. 8 2.197 unless the noticeisfiled in
accordance with 37 C.F.R. § 2.198 (Filing of correspondence by Priority Mail Express®). [Note 6.] If the
notice is filed in accordance with 37 C.ER. § 2.198, the filing date of an opposition will be the date of
deposit with the United States Postal Service (“USPS’), i.e., the date shown by the “date in” date on the
Priority Mail Express® label or other official USPS notation, unlessthe“datein” date cannot be determined,
in which case the date the notice is received in the Office is considered the filing date of the opposition.
[Note 7.]

After the close of the time period for filing an opposition, including any extension of time for filing an
opposition, an opposition may not be amended to add to the goods or services opposed or to add a joint
opposer. [Note 8.] Nor may an opposition, once ingtituted, be amended to correct a misidentified serial
number associated with the application sought to be opposed. [Note 9.] The Board may, however, be able
to correct serial number misidentification errors that are brought to its attention by the opposer, in the very
rare instances that the opposition has not yet been instituted and time remains in the opposition period.
Generally, awould-be opposer’s remedy is to seek to cancel the mark once the application has matured to
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registration by filing a petition to cancel in ESTTA, or (if time remains in the opposition period) to file a
new opposition through ESTTA, including payment of the filing fee therefor, which correctly identifies the
application sought to be opposed. If an opposition is instituted against an incorrect serial number, and the
mistake cannot be corrected, the Board will not refund the opposition fee.

Parties using the ESTTA filing system will not face late opposition and other timing errors. The ESTTA
system will not permit awould-be opposer to file an opposition against an application that has not yet been
published or that has been abandoned, or where the statutory time period for filing an opposition has passed.
The ESTTA system also prompts the would-be opposer, once the user identifies the serial number of the
application sought to be opposed, to verify that it has correctly identified the serial number associated with
the application. SeeTBMP § 306.04. In addition, as long as the ESTTA filing process is completed, a
potential opposer is assured that its filing will be accorded avalid filing date. [Note 10.]

For information on opposition filing fees, see TBMP § 308. For information on how to file an opposition,
see TBMP § 309. For information on service of the notice of opposition by the Trademark Trial and Appeal
Board, seeTBMP § 309.02(c).

For information concerning the effect of such mattersasrestoration of jurisdiction, republication, amendment,
letter of protest, petition to the Director, abandonment, or the inadvertent issuance of aregistration, on the
filing of an opposition or arequest to extend time to oppose, see generally, TBMP Chapter 200.

NOTES:

1. Trademark Act § 13(a), 15 U.S.C. § 1063(a); 37 C.E.R. § 2.102(b) and 37 C.ER. § 2.102(c); SDT Inc.
v. Patterson Dental Co., 30 USPQ2d 1707, 1709 (TTAB 1994).

2. See 37 C.ER. § 2.101(b)(1).

3. See 37 C.ER § 2.195(c). Seealso Vibe Records Inc. v. Vibe Media Group LLC, 88 USPQ2d 1280, 1283
(TTAB 2008) (opposition improperly filed by facsimile not entitled to afiling date).

4. 37 C.ER. §2.101(b)(3). Cf. InreBdrlind Gesellschaft fiir Kosmetische Erzeugnisse GmbH, 73 USPQ2d
2019, 2020 (TTAB 2005) (former 37 C.F.R. § 2.102(a)(2) (now 37 C.F.R. § 2.102(a)(1)) requires ESTTA
filing of extensions of time to oppose Trademark Act 8§ 66(a) applications).

5. See 37 C.ER. § 2.101(e).

6. 37 C.ER. § 2.101(e). See DFC Expo LLC v. Coyle, 121 USPQ2d 1903 (TTAB 2017) (among the
deficiencies, filing, received after the deadline, was not accompanied a certificate of mailing); Vibe Records
Inc. v. Vibe Media Group LLC, 88 USPQ2d 1280, 1283 (TTAB 2008) (untimely opposition dismissed as a
nullity).

7. See 37 C.ER § 2.198(b).

8. See 37 C.ER. §2.107(a); Drive Trademark Holdings LP v. Inofin, 83 USPQ2d 1433, 1436 (TTAB 2007).

9. SeeYahoo! Inc. v. Loufrani, 70 USPQ2d 1735, 1736 (TTAB 2004) (opposition listing the incorrect serial
number of the application dismissed as a nullity). Cf. Quality S Manufacturing Inc. v. Tork Lift Central
Welding of Kent Inc., 60 USPQ2d 1703, 1704 (Comm’r 2000) (Board directed to terminate opposition that
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misidentified serial number associated with application; registration will not be cancelled); and Inre Merck
& Co. Inc., 24 USPQ2d 1317, 1318 (Comm’r 1992) (application misidentified in request for extension of
time).

10. 37 C.ER. § 2.101(e); Chocoladefabriken Lindt & Sprungli AG v. Flores, 91 USPQ2d 1698, 1699 n.3
(TTAB 2009) (“Of course, a potential opposer must complete the ESTTA filing process to be accorded a
valid filing date”) (citing Vibe Records, Inc. v. Vibe Media Group LLC, 88 USPQ2d 1280, 1282 (TTAB
2008) (the official filing date of an ESTTA filing is the date time-stamped when the ESTTA filing and
required fee are received on the USPTO server)).

306.02 Date of Publication of Mark

The date of publication of a mark is the issue date of the issue of the Official Gazette in which the mark
appears, pursuant to Trademark Act § 12(a), 15 U.S.C. § 1062(a), for purposes of opposition. The Officia
Gazette is available in electronic form at http://www.uspto.gov/.

306.03 Premature Opposition

Trademark Act § 13(a), 15 U.S.C. § 1063(a), requires that an opposition to the registration of amark on the
Principal Register be filed within a specified time after the publication of the mark in the Official Gazette.

The ESTTA system will not permit awould-be opposer to file an opposition against an application that has
not yet been published.

In the rare instance that a party files an opposition on paper and it has been permitted by the Director, on
petition, but the filing date is prior to the publication of the mark sought to be opposed, the opposition is
premature, and will be rejected by the Board, even if the mark has been published by the time of the Board’s
action. No proceeding will be instituted, and any submitted opposition fee will be refunded. CL.TBMP §
119.03 and TBMP § 202.03.

306.04 Late Opposition

Because the timeliness requirements of Trademark Act § 13(a), 15 U.S.C. § 1063(a), for the filing of an
opposition are statutory, they cannot be waived by stipulation of the parties, nor can they be waived by the
Board or by the Director on petition. [Note 1.]

Parties using the ESTTA filing system will not face late opposition and other timing errors. The ESTTA
system will not permit awould-be opposer to file an opposition against an application that has not yet been
published or that has been abandoned, or where the statutory time period for filing the opposition has passed.
Accordingly, ESTTA will reject an attempt to electronically file an opposition after the expiration of the
would-be opposer’s time for opposing.

In the rare instance that a party files an opposition on paper and it has been permitted by the Director, on
petition, an opposition that has been filed after the expiration of the would-be opposer’s time for opposing
must be denied by the Board as late. The opposition will not be instituted, and any submitted opposition fee
will be refunded. The fee for the petition to the Director will not be refunded. In either circumstance, the
would-be opposer’s remedy liesin the filing of a petition for cancellation, pursuant to Trademark Act § 14,
15 U.S.C. § 1064 when and if aregistration isissued. [Note 2.]
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For information concerning the effect of fee and signature requirements on the timing of an opposition, see
TBMP § 308.02(b) and TBMP § 309.02(b), respectively.

NOTES:

1. See The Equine Touch Foundation, Inc. v. Equinology, Inc. , 91 USPQ2d 1943,1945 n.6 (TTAB 2009)
(“Thetime for filing a notice of opposition is statutory and cannot be waived by the Board”); In re Sasson
Licensing Corp. , 35 USPQ2d 1510, 1512 (Comm’r 1995) (waiver of now amended United States Patent
and Trademark Office Rule 1.8 regarding certificates of mailing would effectively waive Trademark Act 8§
13,15 U.S.C. § 1063 and, in any event, the fact that potential opposer did not retain executed hard copies
of documentsfiled with Office and cannot prove document was timely is not an extraordinary circumstance
justifying a waiver of Rule 1.8); In re Kabushiki Kaisha Hitachi Seisakusho , 33 USPQ2d 1477, 1478
(Comm’r 1994); Inre Cooper , 209 USPQ 670, 671 (Comm'r 1980). Please Note: In 2003, Trademark Rule
1.8 wasreplaced by 37 C.ER. § 2.197, which is now the applicable rule regarding certificates of mailing.

2. See Drive Trademark Holdings LP v. Inofin, 83 USPQ2d 1433, 1436 n.10 (TTAB 2007).
307 Timefor Filing Petition to Cancel

Trademark Act § 14, 15 U.S.C. § 1064 A petition to cancel a registration of a mark, stating the grounds
relied upon, may, upon payment of the prescribed fee, be filed as follows by any person who believes that
heisor will be damaged, including asa result of a likelihood of confusion of dilution by blurring or dilution
by tarnishment under section 1125(c) of this title, by the registration of a mark on the principal register
established by this chapter, or under the Act of March 3, 1881, or the Act of February 20, 1905:

(1) W/thin five years from the date of the registration of the mark under this chapter.

(2) Within five years fromthe date of publication under section 1062(c) of thistitle of a mark registered
under the Act of March 3, 1881, or the Act of February 20, 1905.

(3) Atanytimeif theregistered mark becomes the generic name for the goods or services, or a portion
thereof, for which it isregistered, or isfunctional or has been abandoned, or its registration was obtained
fraudulently or contrary to the provisions of section 1054 or thistitle of subsection (a), (b), or (c) of section
1052 of thistitle for a registration under this chapter, or contrary to similar prohibitory provisions of such
prior Actsfor aregistration under such Acts, or if the registered mark isbeing used by, or with the permission
of, the registrant so as to misrepresent the source of the goods or services on or in connection with which
the mark is used. If the registered mark becomes the generic name for less than all of the goods or services
for which it is registered, a petition to cance the registration for only those goods or services may be filed.
Aregistered mark shall not be deemed to be the generic name of goods or services solely because such mark
isalso used asa name of or to identify a unique product or service. The primary significance of the registered
mark to the relevant public rather than purchaser mativation shall be the test for determining whether the
registered mark has become the generic name of goods or services on or in connection with which it has
been used.

(4) Atanytimeif the mark isregistered under the Act of March 3, 1881, or the Act of February 20,
1905, and has not been published under the provisions of subsection (c) of section 1062 of thistitle.

(5) Atanytimein the case of a certification mark on the ground that the registrant (A) does not control,
or is not able legitimately to exercise control over, the use of such mark, or (B) engages in the production
or marketing of any goods or services to which the certification mark is applied, or (C) permits the use of
the certification mark for purposes other than to certify, or (D) discriminately refusesto certify or to continue
to certify the goods or services of any person who maintains the standards or conditions which such mark
certifies.
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(6) Atany time after the 3-year period following the date of registration, if the registered mark has
never been used in commerce on or in connection with some of the goods or services recited in the
registration:

Provided, That the Federal Trade Commission may apply to cancel on the grounds specified in
paragraphs (3) and (5) of this section any mark registered on the principal register established by this
chapter, and the prescribed fee shall not be required. Nothing in paragraph (5) shall be deemed to prohibit
the registrant from using its certification mark in advertising or promoting recognition of the certification
program or of the goods or services meeting the certification standards of the registrant. Such uses of the
certification mark shall not be grounds for cancellation under paragraph (5), so long asthe registrant does
not itself produce, manufacture, or sell any of the certified goods or servicesto whichitsidentical certification
mark is applied. Nothing in paragraph (6) shall be construed to limit the timing applicable to any other
ground for cancellation. A registration under section 1126(e) or 1141f of this title shall not be cancelled
pursuant to paragraph (6) if the registrant demonstrates that any nonuse is due to special circumstances
that excuse such nonuse* * * *

Trademark Act § 24, 15 U.S.C. § 1092 Marks for the supplemental register shall not be published for or
be subject to opposition, but shall be published on registration in the Official Gazette of the Patent and
Trademark Office. Whenever any person believes that such person isor will be damaged by the registration
of a mark on the supplemental register--

(1) for which the effective filing date is after the date on which such person’s mark became famous and
which would be likely to cause dilution by blurring or dilution by tarnishment under section 1125(c) of this
title; or

(2) ongroundsother than dilution by blurring or dilution by tarnishment, such person may at any time,
upon payment of the prescribed fee and the filing of a petition stating the ground therefor, apply to the
Director to cancel such registration. The Director shall refer such application to the Trademark Trial and
Appeal Board which shall give notice thereof to the registrant. If it isfound after a hearing before the Board
that the registrant is not entitled to registration, or that the mark has been abandoned, the registration shall
be cancelled by the Director. However, no final judgment shall be entered in favor of an applicant under
section 1051(b) of thistitle before the mark isregistered, if such applicant cannot prevail without establishing
constructive use pursuant to section 1057(c).

37 C.ER. 82.111 Filing petition for cancellation.

(@ A cancellation proceeding is commenced by filing in the Office a timely petition for cancellation
with the required fee.

(b) Any person who believesthat he, sheor it isor will be damaged by a registration may file a petition,
addressed to the Trademark Trial and Appeal Board, for cancellation of the registration in whole or in part.
The petition for cancellation need not be verified, but must be signed by the petitioner or the petitioner’s
attorney, as specified in 8 11.1 of this chapter, or other authorized representative, as specified in § 11.14(b)
of thischapter. Electronic signatures pursuant to 8§ 2.193(c) arerequired for petitions submitted electronically
via ESTTA. The petition for cancellation may be filed at any time in the case of registrations on the
Supplemental Register or under the Act of 1920, or registrations under the Act of 1881 or the Act of 1905
which have not been published under section 12(c) of the Act, or on any ground specified in section 14(3)
or (5) of the Act, or at any time after the three-year period following the date of registration on the ground
specified in section 14(6) of the Act. In all other cases, including nonuse claims not specified in section
14(6), the petition for cancellation and the required fee must be filed within five years from the date of
registration of the mark under the Act or from the date of publication under section 12(c) of the Act.

* % k% %
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(e) Thefiling date of a petition for cancellation is the date of electronic receipt in the Office of the
petition and required fee. In the rare instances that filing by paper is permitted under these rules, the filing
date of a petition for cancellation will be determined in accordance with 88 2.195 through 2.198.

307.01 Petition That May BeFiled at Any TimeAfter Registration

A petition to cancel a registration may be filed at any time in the case of a registration issued on the
Supplemental Register under the Act of 1946, 15 U.S.C. § 1051 et. seq., or under the Act of 1920. A petition
to cancel may also befiled at any time in the case of aregistration issued under the Act of 1881 or the Act
of 1905 which has not been published under Trademark Act § 12(c), 15 U.S.C. § 1062(c). [Note 1.]

In addition, apetition to cancel any registration may befiled at any time on any ground specified in Trademark
Act 8 14(3) or Trademark Act 8 14(5), 15 U.S.C. 8 1064(3) or 15 U.S.C. § 1064(5). [Note 2.]

As permitted by Trademark Act 8 14(3), 15 U.S.C. § 1064(3), a petition to cancel may befiled at any time
on grounds that, for example, the mark has been abandoned; the registration was obtained by fraud; the
mark is generic; the mark is geographically deceptive, [Note 3], the mark falsely suggests a connection with
aperson’s name or identity, [Note 4], the mark comprises matter that, as awhole, is functional [Note 5], or
the mark comprises the flag of the United States [Note 6], or the name of a living individual without the
individual’s consent. [Note 7.] See alsoTBMP § 307.04.

Thefiling date of the petition is the date of electronic receipt in the Office of the petition, with the required
fee. [Note 8] In the rare instance that a paper filing is permitted by the Director, on petition, the filing date
of the petition will be determined in accordance with 37 C.ER. § 2.195, 37 C.ER. § 2.196, and 37 C.E.R.
§2.197, unlessthe petition isfiled by the “Priority Mail Express® Post Office to Addressee” service of the
United States Postal Service (*USPS’) in accordance with 37 C.ER. 8§ 2.198. [Note 9.] If the petition is
filed in accordance with 37 C.ER. § 2.198, the filing date of a petition will be the date of deposit with the
USPS, i.e., thedate shown by the“datein” date onthe* Priority Mail Express®” |abel or other official USPS
notation, unless the “date in” date cannot be determined, in which case the date of receipt in the Officeis
considered the filing date of the petition. [Note 10.]

For additional information on selected grounds for opposition and cancellation, see TBMP § 309.03(c).

For information on filing fees, see TBMP § 308. For information on service of the petition for cancellation,
see TBMP § 309.02(c).

NOTES:

1. See Trademark Act 8 14, 15 U.S.C. § 1064 and Trademark Act § 24, 15 U.S.C. § 1092; 37 C.ER. §
2.111(b).

2. See Trademark Act § 14, 15 U.S.C. 8 1064 and Trademark Act § 24, 15 U.S.C. § 1092; 37 C.ER. 8
2.111(b).

3. See eg., K-Swiss Inc. v. Swiss Army Brands Inc., 58 USPQ2d 1540 (TTAB 2001) (geographic
deceptiveness ground available for registration over five years old); Consorzio del Prosciutto di Parma v.
Parma Sausage Products Inc., 23 USPQ2d 1894, 1898 (TTAB 1992) (“[1]f the registrant fails to perform
actions which are within his control, e.g., he abandons his mark or uses his mark so as to misrepresent the
source of the goods or allows the mark to become, or promotes it as, the generic name for the goods, his
registration can be cancelled because he has, in effect, participated in itsdestruction.”). Cf. CaymusVineyards
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v. Caymus Medical Inc., 107 USPQ2d 1519, 1524-25 (TTAB 2013) (registration over five years old may
not be challenged on a ground that is available only when the registration is less than five years old);
Treadwell's Driftersinc. v. Marshak, 18 USPQ2d 1318, 1320 (TTAB 1990) (ownership of mark not available
ground for registration over fiveyearsold); WesternWorldwide Enterprises Group Inc. v. Qingdao Brewery,
17 USPQ2d 1137, 1139 (TTAB 1990) (registration over five years old may not be challenged on ground
that mark is geographically descriptive under Trademark Act § 2(e)(2), 15 U.S.C. § 1052(e)(2)).

4. SeeTrademark Act 8 2(a), 15 U.S.C. § 1052(a). See also Sentry Chemical Company v. Pennwalt Corp.,
212 USPQ 25 (TTAB 1980) (Section 2(a) claims available for registration over five years old).

Section 2(a)’s clause concerning marks that may disparage or bring into contempt or disrepute was held to
be unconstitutional by the U.S. Supreme Court in Matal v. Tam, 137 S. Ct. 1744, 122 USPQ2d 1757 (2017),
and no longer provides a basis to petition to cancel aregistration.

Section 2(a)’s clause concerning immoral or scandalous matter was held to be unconstitutional by the U.S.
Supreme Court in lancu v. Brunetti, 139 S. Ct. 782, 2019 USPQ2d 232043 (2019), and no longer provides
abasis to petition to cancel aregistration.

5. SeeTrademark Act 8 2(e)(5), 15 U.S.C. § 1052(e)(5) See, eg., Inre MK Diamond Products, Inc., 2020
USPQ2d 10882 (TTAB 2020) (applicant’s configuration mark comprised of a saw blade design found
functional).

6. See Trademark Act 8§ 2(b), 15 U.S.C. § 1052(b).

7. See Trademark Act 8 2(c), 15 U.S.C. § 1052(c).

8. See37 C.ER. §2.111(€).
9. See 37 C.ER. §2.111(€).

10. See 37 C.ER § 2.198(b).

307.02 Petition That Must Be Filed Within Five Yearsfrom the Date of Registration
307.02(a) In General

A petition to cancel aregistration issued on the Principal Register under the Act of 1946, on a ground not
specified in Trademark Act 8§ 14(3), Trademark Act 8§ 14(5), or Trademark Act § 14(6) (for registrations
over three years from the date of registration), 15 U.S.C. § 1064(3), 15 U.S.C. § 1064(5), 15 U.S.C. §
1064(6), must be filed within five years from the date of the registration of the mark. [Note 1.] Similarly, a
petition to cancel aregistration issued on the Principal Register under the Act of 1881 or the Act of 1905,
and published under the provisions of Trademark Act § 12(c), 15 U.S.C. § 1062(c) on aground not specified
in Trademark Act § 14(3), Trademark Act § 14(5), or Trademark Act § 14(6) (for registrations over three
years from the date of registration). 15 U.S.C. § 1064(3), 15 U.S.C. § 1064(5), or 15 U.S.C. § 1064(6), must
be filed within five years from the date of publication under Trademark Act 8§ 12(c), 15 U.S.C. § 1062(c).
[Note 2.]

Although apetition to cancel filed after the expiration of the five-year period, in the case of such a Principal
Register registration, must recite one of the grounds specified in Trademark Act 8§ 14(3), 14(5), or 14(6)15
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U.S.C. §1064(3), 15U.S.C. § 1064(5), or 15 U.S.C. § 1064(6). apetition to cancel filed prior to the expiration
of the five-year period may be based on any ground which could have prevented registration initially. [Note
3.] The grounds for cancellation which are thus available in the case of a petition filed within the five-year
period, but not thereafter, include: al of the grounds specified in Trademark Act 8§ 14(3), Trademark Act §
14(5), or Trademark Act § 14(6), 15 U.S.C 81065(3), 15 U.S.C 81064(5), 15 U.S.C. § 1064(6) as well as
likelihood of confusion under Trademark Act 8 2(d), 15 U.S.C. § 1052(d), [Note 4]; certain grounds specified
inTrademark Act 8 2(e), 15 U.S.C. § 1052(e) (including aclaim that respondent’s mark ismerely descriptive
or deceptively misdescriptive, 15 U.S.C § 1052(e)(1), that respondent’s mark is geographically descriptive,
15 U.S.C § 1052(e)(2), or geographically deceptively misdescriptive, 15 U.S.C § 1052(e)(3), or that
respondent’smark is primarily merely asurname, 15 U.S.C § 1052(e)(4)), [Note 5]; the ground that respondent
isnot the owner of the registered mark; and the ground that there was no bona fide use of respondent’s mark
in commerce to support the original registration.

For additional information on selected grounds for opposition and cancellation, see TBMP § 309.03(c). For
adiscussion of entitlement to a statutory cause of action to file a petition to cancel or anotice of opposition,
see TBMP § 309.03(b).

As stated above, a petitioner may not seek to cancel a Principal Register registration over five years old on
the ground of likelihood of confusion. [Note 6.] However, under Trademark Act § 18, 15 U.S.C. § 1068, a
petitioner may seek to partially cancel aregistration over five years old by restricting the goods or services
therein in order to avoid a likelihood of confusion. For a discussion of a petition to partially cancel a
registration under Trademark Act § 18, 15 U.S.C. § 1068, seeTBMP § 309.03(d).

Note that a petitioner may not seek to cancel a Principal Register registration over five years old on the
ground that it is generic, where the genericness claim is made only as to a portion of the mark and not the
entire mark. However, the alleged generic nature of the portion of the mark may have a bearing on the
likelihood of confusion analysis. [Note 7.]

Thefive-year period specified in Trademark Act § 14(1), 15 U.S.C. § 1064(1), (i.e., “Within five yearsfrom
the date of the registration of the mark under thisAct”) includesthefifth anniversary date of the registration.
[Note8.] Cf.TMEP § 1604.04 and TMEP § 1606.03. Similarly, the five-year period specified in Trademark
Act §14(2), 15 U.S.C. § 1064(2), (“Within five yearsfrom the date of publication under Section 12(c) hereof
of amark registered under the Act of March 3, 1881, or the Act of February 20, 1905"), includes the fifth
anniversary date of the publication under Trademark Act § 12(c), 15 U.S.C. § 1062(c). [Note 9.]

Thefiling date of the petition is the date of electronic receipt in the Office of the petition, with the required
fee. [Note 10.] Intherareinstance that a paper filing is permitted by the Director, on petition, the Certificate
of Mailing procedure described in 37 C.E.R. § 2.197 and the “ Priority Mail Express®” procedure described
in37 C.ER. §2.198 are available. [Note 11.] If the paper filing of the petition to cancel has been permitted
by way of Petition to the Director, the filing date of the petition will be determined in accordance with 37
C.ER.§2.195, 37 C.ER. § 2.196, and 37 C.ER. § 2.197 unless the petition is filed by the “Priority Mail
Express® Post Office to Addressee” service of the United States Postal Service (“USPS’) in accordance
with 37 C.ER. 8§ 2.198. [Note 12.] If the petition is filed by the “Priority Mail Express® Post Office to
Addressee” service of the United States Postal Service (“USPS’) in accordance with 37 C.ER. § 2.198,
then the filing date of the petition is the date the petition was deposited with the USPS i.e., the date shown
by the “datein” date on the* Priority Mail Express®” |abel or other official USPS notation, unlessthe “ date
in” date cannot be determined, in which case the date the notice is received in the Office is considered the
filing date of the petition. [Note 13.]

For information on filing fees, see TBMP § 308.
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To further the USPTO's goal of maintaining the accuracy and integrity of the U.S. Trademark Register, the
Board recently undertook atwo-year pilot program to explore proceduresfor expediting certain cancellation
proceedings that are limited to claims of abandonment or nonuse (or both) where the parties voluntary
stipulate to one or more of the TTAB’sA ccelerated Case Resolution (ACR) options. SeeTBMP § 528.05(a)(2)
and TBMP § 702.04. Under the pilot, the Board, on an ongoing basis, identified eligible newly-filed
cancellation proceedings that may benefit by some form of the Board's existing ACR procedures. [Note 14.]
The Board identified cases that commenced between March 2, 2018 and February 28, 2020.

Information about how the pilot was conducted, and the results and trends identified, can be found at
https://www.uspto.gov/tr ademar ks/ttab/expedited-cancellation-pilot-program.

NOTES:

1. See Otto International Inc. v. Otto Kern GmbH, 83 USPQ2d 1861, 1863 (TTAB 2007) (claim under
Trademark Act 8§ 2(d), 15 U.S.C. § 1052(d), is time-barred under Trademark Act 8§ 14(3), 15 U.S.C. §
1064(3)); Tri-Sar Marketing LLC v. Nino Franco Spumanti SR.L., 84 USPQ2d 1912, 1913 (TTAB 2007)
(same); Arman’s Systems, Inc. v. Armand’s Subway, Inc., 215 USPQ 1048, 1050 (TTAB 1982) (the filing
date of the petition is the operative date in determining whether the cancellation istime barred, not the date
that the notice of the proceeding is mailed to the parties). Cf. British-American Tobacco Co. Limited v.
Philip MorrisInc., 55 USPQ2d 1585, 1590 (TTAB 2000) (Trademark Act § 14, 15 U.S.C. § 1064 does not
limit Board's authority to entertain an action under Article 8 of the Pan American Convention against a
registration over five years old).

2. See Trademark Act § 14(1), 15 U.S.C. § 1064(1) and Trademark Act § 14(2), 15 U.S.C. § 1064(2); 37
C.ER.§2.111(b).

3. See Person’s Co. v. Christman, 900 F.2d 1565, 14 USPQ2d 1477, 1479 (Fed. Cir. 1990); International
Mobile Machines Corp. v. International Telephone and Telegraph Corp., 800 F.2d 1118, 231 USPQ 142,
142 (Fed. Cir. 1986); International Order of Job's Daughters v. Lindeburg and Co., 727 F.2d 1087, 220
USPQ 1017, 1020 (Fed. Cir. 1984); and Kellogg Co. v. Pack’ Em Enterprises Inc., 14 USPQ2d 1545, 1549
(TTAB 1990), aff’d, 951 F.2d 330, 21 USPQ2d 1142 (Fed. Cir. 1991).

4. See Otto International Inc. v. Otto Kern GmbH, 83 USPQ2d 1861, 1862-63 (TTAB 2007) (Trademark
Act 8§ 2(d), 15 U.S.C. § 1052(d) not a legitimate basis for petition to cancel a registered mark where the
registration is more than five years old). Cf. Liberty Trouser Co. v. Liberty & Co., 222 USPQ 357, 358
(TTAB 1983) (claim of likelihood of confusion accepted as proper allegation of petitioner’s standing with
respect to pleaded grounds of fraud and abandonment).

5. See The Equine Touch Foundation Inc. v. Equinology, Inc., 91 USPQ2d 1943, 1945 (TTAB 2009) (petition
to cancel aregistration on the Principal Register on a claim that the mark is descriptive may befiled at any
timewithin five years of the date of registration); Stromgren Supports Inc. v. Bike Athletic Co., 43 USPQ2d
1100, 1108-07 (TTAB 1997) (descriptiveness ground considered because petition to cancel filed before five
year anniversary of registration). Cf. Montecash LLC v. Anzar Enterprises Inc., 95 USPQ2d 1060,
1061(TTAB 2010) (registration more than five years old may not be cancelled based on claim that a portion
of themark isgeneric term); Finanz . Honore B.V. v. Johnson & Johnson, 85 USPQ2d 1478, 1480 (TTAB
2007) (same; mation to strike claim granted).

6. See Otto International Inc. v. Otto Kern GmbH, 83 USPQ2d 1861, 1862-63 (TTAB 2007).
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7. See Montecash LLC v. Anzar Enterprises Inc., 95 USPQ2d 1060, 1063 (TTAB 2010) (petitioner cannot
seek to cancel a mark more than five years old on the ground that a portion of the mark is a generic name,
and the purportedly generic term has not been disclaimed); Finanz . Honore B.V. v. Johnson & Johnson,
85 USPQ2d 1478, 1480 (TTAB 2007) (decision to strike counterclaim as time-barred does not affect
respondent’s ability to argue that a portion of the mark is generic and should be accorded less weight in a
likelihood of confusion analysis).

8. See Strang Corp. v. Stouffer Corp., 16 USPQ2d 1309, 1310 (TTAB 1990) (fifth-year anniversary falling
on aweekend or holiday).

9. Cf. Srang Corp. v. Souffer Corp., 16 USPQ2d 1309, 1310 (TTAB 1990);TMEP § 1604.04 and TMEP
8§ 1606.03.

10. See 37 C.ER. § 2.111(€).

11. See 37 C.ER. 8§ 2.111(¢e), 37 C.ER. 8 2.197(a) and 37 C.E.R. § 2.198(a).

12. See 37 C.ER. § 2.111(€).

13. See 37 C.ER § 2.198(b).

14. Wrecard AG v. Striatum Ventures B.V., 2020 U.S.PQ.2d 10086 (TTAB 2020) (case decided under
expedited cancellation pilot using ACR procedures); TV Azteca, SA.B. de C.V. v. Martin, 128 USPQ2d
1786, 1787 (TTAB 2018) (same).

307.02(b) Trademark Act § 14, 15 U.S.C. § 1064, Limitation is|ndependent of Trademark
Act 815, 15 U.S.C. § 1065, Affidavit

The five-year time limit specified in Trademark Act 8 14, 15 U.S.C. § 1064, barring certain attacks on a
Principal Register registration, “is not dependent on the filing of a declaration under Section 15 which
providesincontestable rights of useto alimited extent (15 U.S.C. § 1065).” [Note 1.]

NOTES:

1. Imperial Tobacco Ltd. v. Philip MorrisInc., 899 F.2d 1575, 14 USPQ2d 1390, 1392 n.5 (Fed. Cir. 1990)
(emphasisinorigina). SeealsoWesternWorldwide Enterprises Group Inc. v. Qingdao Brewery, 17 USPQ2d
1137, 1139 (TTAB 1990); Strang Corp. v. Souffer Corp., 16 USPQ2d 1309, 1311 (TTAB 1990) (concept
of incontestability of aregistration isirrelevant to a cancellation proceeding under Trademark Act 8§ 14, 15
U.S.C. § 1064).

307.02(c) FactorsAffecting the Five-Year Period
307.02(c)(1) Reliance on Registration by Plaintiff

If an opposer relies on a Principal Register registration of its pleaded mark, and the five-year period as to
the pleaded registration has not yet expired when the opposition isfiled, the limitation does not apply to any
counterclaim to cancel such pleaded registration filed in response to the notice of opposition. Thisisso even
if the five-year period has expired by the time the counterclaim is filed. In such cases, the filing of the
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opposition tolls, during the pendency of the proceeding, the running of the five-year period for purposes of
determining the grounds on which a counterclaim may be based. [Note 1.]

Similarly, the limitation would not apply to a counterclaim to cancel such a Principal Register registration
relied on by the petitioner in a cancellation proceeding, if the five-year period had not yet expired with
respect to the registration at the time of the filing of the petition to cancel.

NOTES:

1. See, eg., Williamson-Dickie Manufacturing Co. v. Mann Overall Co., 359 F.2d 450, 149 USPQ 518,
522 (CCPA 1966); UMC Industries, Inc. v. UMC Electronics Co., 207 USPQ 861, 862 n.3 (TTAB 1980)
(grounds not limited where petition to cancel registration pleaded in opposition was not filed until after fifth
anniversary date of registration, because opposition wherein opposer relied on registration was filed before
anniversary date); Humble Oil & Refining Co. v. Sekisui Chemical Co. Ltd. of Japan, 165 USPQ 597, 598
n.4 (TTAB 1970) (grounds were not limited where, although counterclaim to cancel pleaded registration
was not properly filed until after fifth anniversary date of registration, opposition wherein opposer relied
on said registration was filed before anniversary date); Sunbeam Corp. v. Duro Metal Products Co., 106
USPQ 385, 386 (Comm’r 1955). Seealso3J. THOMASMCCARTHY, MCCARTHY ON TRADEMARKS
AND UNFAIR COMPETITION § 20:67 (5th ed. March 2022 update). Cf. regarding concurrent use
proceedings, Arman’s Systems, Inc. v. Armand’'s Subway, Inc., 215 USPQ 1048, 1050 (TTAB 1982)
(five-year period tolled where applicant, prior to expiration of five-year period, files a proper concurrent
application or an amendment converting an unrestricted application to one seeking concurrent use naming
registrant as exception to applicant’s right to exclusive use).

307.02(c)(2) Amendment of Registration

When aPrincipal Register registration has been amended, the registration is subject to attack under Trademark
Act 8§ 14, 15 U.S.C. § 1064, to the extent that the amendment of the registration has in any way enlarged
registrant’s rights, as though the registration had issued on the date of the amendment. That is, even though
the Trademark Act § 14, 15 U.S.C. § 1064 five-year period following issuance of the registration, or
publication under Trademark Act 8 12(c), 15 U.S.C. § 1062(c), may have expired, if a petition to cancel the
registration is filed within the five years following the amendment of the registration, the petition is not
limited to Trademark Act § 14(3), Trademark Act 8§ 14(5), or Trademark Act § 14(6), 15 U.S.C. § 1064(3),
15 U.S.C. § 1064(5) , or 15 U.S.C. § 1064(6) grounds, to the extent that the amendment has in any way
enlarged the registrant’srights. Rather, during the five years after the amendment, “the modified registration,
not having been in existencefor 5 years, may be challenged in acancellation proceeding aslong as petitioner
states grounds [not limited to Trademark Act § 14(3), Trademark Act § 14(5), or Trademark Act 8§ 14(6),
15 U.S.C. § 1064(3), 15 U.S.C. § 1064(5), or 15 U.S.C. § 1064 grounds] for the cancellation indicating how
he believes he is or will be damaged by the modified registration.” [Note 1.] A registration that has been
amended, however, may not be challenged for nonuse under Trademark Act 8§ 14(6), 15 U.S.C. § 1064(6),
until three years from the date of the amendment. SeeTBMP §307.03.

NOTES:

1. Sanspec Co. v. American Chain & Cable Co., 531 F.2d 563, 189 USPQ 420, 423 (CCPA 1976).

See Continental Gummi-Werke AG v. Continental Seal Corp., 222 USPQ 822, 824-25 (TTAB 1984)
(counterclaim would be proper where defendant pleads that the amendment to the mark in the subject
registration resulted in amark materially different from originally registered mark, representing enlargement
of rights conferred by original certificate of registration; that defendant used its mark prior to opposer’sfirst
use of amended mark; and that confusion with amended mark is likely).
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307.02(c)(3) Amendment of Petition for Cancellation

If a petitioner files a cancellation against a registration and the five-year period has not yet expired when
the cancellation is filed, the five-year time limit specified in Trademark Act 8§ 14, 15 U.S.C. § 1064, does
not bar any claims that may be raised by an amended pleading, subject to the provisions of Fed. R. Civ. P
15(a). Thisis so even if the five-year period has expired by the time an amended petition for cancellation
isfiled. In such cases, the filing of the cancellation tolls, during the pendency of the proceeding, the running
of thefive-year period for purposes of determining the grounds on which a cancellation may be based. [Note
1.] See TBMP § 507 regarding motions to amend the pleadings.

NOTES:

1. See Ashland Licensing & Intellectual Property LLC v. Sunpoint International Group USA Corp., 119
USPQ2d 1125, 1128-30 (TTAB 2016) (the commencement of acancellation proceeding prior to thefifth-year
anniversary of the registration tolls Trademark Act Section 14 for the purpose of petitioner adding claims
against the registration during the pendency of the Board proceeding).

307.03 Petition to Cancel for Nonuse

Trademark Act 8§ 14(6), 15 U.S.C. § 1064(6), provides for thefiling of a petition to cancel aregistration on
the ground that the registered mark has never been used in commerce on or in connection with some or all
of the goods or services recited in the registration. A petitioner may not assert such nonuse claim against a
registration until three years after the registration date, but may assert the claim at any time thereafter,
including against a registration over five years old. A registration under Trademark Act 8 44(e), 15 U.S.C.
8§ 1126(e), or Trademark Act § 66(a), 15 U.S.C. § 1141f, may not be cancelled pursuant to Trademark Act
8§ 14(6) if the registrant demonstrates that nonuse is due to specia circumstances that excuse such nonuse.
[Note 1.]

The ground for cancellation based on nonuse under Trademark Act 8 14(6), 15 U.S.C. § 1064(6), is
independent of the procedures for ex parte reexamination and expungement. Termination of an ex parte
expungement or reexamination proceeding in favor of aregistrant does not bar future nonuse cancellation
actions with respect to the registration. [Note 2.]

The ground for cancellation based on nonuse under Trademark Act § 14(6), 15 U.S.C. § 1064(6), also is
independent of other claims for opposition and cancellation based on nonuse, which are not affected by the
three-year limitation. [Note 3.]

For additional information on selected grounds for opposition and cancellation, see TBMP § 309.03(c)(1).

NOTES:

1. CHANGES TO IMPLEMENT PROVISIONS OF THE TRADEMARK MODERNIZATION ACT OF
2020, 86 Fed. Reg. 64300, 64316 (November 17, 2021); 37 C.ER. § 2.111(b). See also 3 J. THOMAS
MCCARTHY, MCCARTHY ON TRADEMARKSAND UNFAIR COMPETITION §20:63 (5th ed. March
2022 update).

2. CHANGES TO IMPLEMENT PROVISIONS OF THE TRADEMARK MODERNIZATION ACT OF
2020, 86 Fed. Reg. 64300, 64306 (November 17, 2021); 37 C.ER. § 2.111(b). For information on
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expungement and reexamination  proceedings, see the USPTO's web page at
https://www.uspto.gov/trademarks/laws/2020-moderni zation-act.

3. CHANGES TO IMPLEMENT PROVISIONS OF THE TRADEMARK MODERNIZATION ACT OF
2020, 86 Fed. Reg. 64300, 64320 (November 17, 2021); 37 C.ER. § 2.111(h).

307.04 Premature Petition to Cancel

Trademark Act § 14 and Trademark Act § 24, 15 U.S.C. § 1064 and 15 U.S.C. 8 1092, provide for thefiling
of apetition to cancel “aregistration of amark.” Until aregistration actually issues, there is no registration
to cancel.

Thus, a petition to cancel a pending application prior to the issuance of the registration is premature, and
cannot befiled through ESTTA. In the rareinstance of a petition to cancel filed on paper that reflectsafiling
date prior to the issuance of registration, the petition will be rejected by the Board, even if the registration
has issued by the time of the Board’s action. The petition to cancel filed on paper will not be instituted, and
any submitted fee for the petition to cancel will be refunded. In either circumstance, petitioner’s remedy
liesin the electronic filing of a new petition to cancel after the registration has issued.

307.05 Late Petition to Cancel

A petition to cancel aregistration issued on the Principal Register under the Act of 1946 on a ground not
specified in Trademark Act 8§ 14(3), Trademark Act 8 14(5), or Trademark Act § 14(6), 15 U.S.C. § 1064(3),
15 U.S.C. § 1064(5), or 15 U.S.C. § 1064(6), must be filed (with the required fee) within five years from
the date of the registration of the mark. Similarly, a petition to cancel a registration issued on the Principal
Register under the Act of 1881 or the Act of 1905, and published under the provisions of Trademark Act §
12(c) (of the Trademark Act § of 1946), 15 U.S.C. § 1062(c), on a ground not specified in Trademark Act
8§ 14(3), Trademark Act § 14(5), or Trademark Act § 14(6), 15 U.S.C. § 1064(3) or 15 U.S.C. § 1064(5), or
15 U.S.C. § 1064(6) must be filed within five years from the date of publication under Trademark Act §
12(c),15 U.S.C. § 1062(c).

If aparty attemptsto electronically file a petition to cancel one of these Principal Register registrations after
the expiration of the five-year period and does not select in ESTTA one or more of the grounds specified
in Trademark Act § 14(3), Trademark Act 8 14(5), or Trademark Act § 14(6), 15 U.S.C. § 1064(3) or 15
U.S.C. § 1064(5), or 15 U.S.C 81064, the petition is late, and ESTTA will not institute the cancellation. In
the rare instance that a petition to cancel has been filed on paper and after the expiration of the five-year
period and does not plead one or more of the grounds specified in Trademark Act § 14(3), Trademark Act
§ 14(5), or Trademark Act 8§ 14(6), 15 U.S.C. § 1064(3), 15 U.S.C. § 1064(5). or 15 U.S.C. § 1064(6) the
petition is late, and will be rejected by the Board. The petition to cancel will not be instituted, and only any
submitted filing fee for the petition to cancel will be refunded. However, the rejection of the petition is
without prejudice to petitioner’s right to electronically file, at any time thereafter, a new petition to cancel
the registration, and to plead therein one or more of the grounds specified in Trademark Act § 14(3),
Trademark Act § 14(5), or Trademark Act 8 14(6), 15 U.S.C. § 1064(3) or 15 U.S.C. 8 1064(5) or 15 U.S.C.

§1064(6).

For information concerning the effect of fee and signature requirements on the timing of a petition to cancel,
see TBMP § 308.02(b) and TBMP § 309.02(b).
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308 Filing Fees

308.01 Feefor Filing Opposition

308.01(a) In General

Trademark Act § 13(a), 15 U.S.C. § 1063(a) Any person who believes that he would be damaged by the
registration of a mark upon the principal register, including the registration of any mark which would be

likely to cause dilution by blurring or dilution by tarnishment under section 1125(c) of thistitle, may, upon
payment of the prescribed feg, file an opposition in the Patent and Trademark Office....

37C.ER.§2.101

(8 An opposition proceeding is commenced by filing in the Office a timely notice of opposition with
the required fee.

* % k %

(c) ....Theopposition must be accompanied by the required fee for each party joined as opposer for
each class in the application for which registration is opposed (see § 2.6).

(d) An otherwise timely opposition cannot be filed via ESTTA unless the opposition is accompanied by
afeethat is sufficient to pay in full for each named party opposer to oppose the registration of a mark in
each class specified in the opposition. A paper opposition that is not accompanied by the required fee
sufficient to pay in full for each named party opposer for each classin the application for which registration
is opposed may not be instituted. If time remainsin the opposition period as originally set or as extended
by the Board, the potential opposer may resubmit the opposition with the required fee* * * *

Therules governing opposition fees are specifiedin 37 C.ER. § 2.101(¢)-37 C.F.R. § 2.101(d). The amount
of the required filing feeis specified in 37 C.ER. § 2.6(a)(17). The required fee must be submitted with the
opposition. The filing date of an opposition (and, hence, the date of commencement of the opposition
proceeding) isthe date of electronic receipt in the Office of both the opposition with the required fee. [Note
1] In the rare instance of a permitted filing of a paper notice of opposition (granted by a Petition to the
Director), the filing date will be determined in accordance with 37 C.ER. § 2.195, 37 C.F.R. § 2.196, 37
C.FR.82.197and 37 C.ER. § 2.198. [Note 2.] See TBMP § 309.

The required fee must be submitted for each party joined as opposer for each class opposed, [Note 3] and
if fewer than the total number of classes in the application are opposed, the classes opposed should be
specified. See TBMP 8§ 304. [Note 4.]

For information on how to pay fees, see 37 C.ER. § 2.206-37 C.ER. § 2.208, and TBMP § 118. For
information on fee refunds, see 37 C.ER. §2.209, and TBMP § 119.

NOTES:

1. See 37 C.ER. 8§ 2.101(e). See also Vibe Records Inc. v. Vibe Media Group LLC, 88 USPQ2d 1280,
1282-83 (TTAB 2008) (where ESTTA filing process not completed because no fee was paid, date appearing
on the ESTTA “Validate” screen isinoperative; opposition dismissed as a nullity).

2. See 37 C.ER. §2.101(€).
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3. See 37 C.ER. §2.101(c) and 37 C.ER. § 2.101(d); Syngenta Crop Protection Inc. v. Bio-Chek LLC, 90
USPQ2d 1112, 1115 n.2 (TTAB 2009) (second named opposer not party to proceeding where notice of
opposition named two opposers, but fee payment sufficient for only one opposer and only one opposer
identified in ESTTA cover sheet); MISCELLANEOUS CHANGES TO TRADEMARK TRIAL AND
APPEAL BOARD RULES OF PRACTICE, 81 Fed. Reg. 69950, 69957 (October 7, 2016) (“With opposers,
regardless of the basis of the opposition application, the opposers identified in the ESTTA cover sheet
determine the fees paid through ESTTA. Any additional opposersnamed only in the accompanying statement,
for whom no fees have been paid, will not be part of the proceeding, regardless of the filing basis of the
opposed application.”).

4. See 37 C.ER. § 2.101(d).

308.01(b) Insufficient Fee

An otherwise timely opposition will not be accepted via ESTTA unless the opposition is accompanied by
afeethat is sufficient to pay, in full, for each named party opposer to oppose the registration of amark in
each class specified in the opposition. [Note 1.]

A notice of opposition against an application based on Trademark Act § 66(a), 15 U.S.C. § 1141f(a), must
be filed electronically through ESTTA and may not under any circumstances be filed in paper form. [Note
2] See TBMP § 309.

A notice of opposition against an application based on Trademark Act 8 1 or Trademark Act § 44, 15 U.S.C.
81051 or 15 U.S.C. § 1126, must be filed electronically through ESTTA. [Note 3.] In rare circumstances,
an opposition may be filed on paper, accompanied by a Petition to the Director and the required fee. [Note
4] See TBMP § 309. Absent the required fee, the opposition may not be instituted. [Note 5.]

The institution notice will identify the parties and classes for which the required fees were submitted. See
TBMP § 310.

The responsibility for filing proper fees rests with the party filing the fees.
NOTES:

1. See 37 C.ER. § 2.101(d); Syngenta Crop Protection Inc. v. Bio-Chek LLC, 90 USPQ2d 1112, 1115 n.2
(TTAB 2009) (second named opposer not party to proceeding where notice of opposition named two opposers,
but fee payment sufficient for only one opposer and only one opposer identified in ESTTA cover sheet);
Vibe Records Inc. v. Vibe Media Group LLC, 88 USPQ2d 1280 (TTAB 2008) (where ESTTA filing process
not completed because no fee was paid, date appearing on the ESTTA “Validate” screen is inoperative;
opposition dismissed as a nullity).

2. See 37 C.ER. 8§ 2.101(b)(3).

3. See 37 C.ER. § 2.101(b)(1).

4. See 37 C.ER. § 2.101(b)(2).

5. See 37 C.ER. § 2.101(d). Seealso DFC Expo LLC v. Coyle, 121 USPQ2d 1903, 1904-05 (TTAB 2017)
(among the deficiencies, filing was not accompanied by the required fee).
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308.02 Feefor Filing Petition to Cancel
308.02(a) In General

Trademark Act § 14, 15 U.S.C. § 1064 A petition to cancel a registration of a mark, stating the grounds
relied upon, may, upon payment of the prescribed fee, be filed as follows by any person who believes that
heisor will be damaged, including asa result of a likelihood of dilution by blurring or dilution by tarnishment
under section 1125(c) of thistitle, by the registration of a mark on the principal register established by this
Act, or under the Act of March 3, 1881, or the Act of February 20, 1905....

* k% * %

Trademark Act § 24, 15 U.S.C. § 1092 Marks for the supplemental register shall not be published for or
be subject to opposition, but shall be published on registration in the Official Gazette of the Patent and
Trademark Office. Whenever any person believesthat heis or will be damaged by the registration of a mark
on the supplemental register--

(1) for which the effectivefiling date is after the date on which such person’s mark became famous and
which would be likely to cause dilution by blurring or dilution by tarnishment under section 1125(c) of this
title; or

(2) ongrounds other than dilution by blurring or dilution by tarnishment, such person may at any time,
upon payment of the prescribed fee and the filing of a petition stating the ground therefor, apply to the
Director to cancel such registration.* * * *

37 C.ER. 8 2.111(d) The petition for cancellation must be accompanied by the required fee for each party
joined as petitioner for each classin the registration(s) for which cancellation is sought (see 8 2.6). A petition
cannot befiled via ESTTA unless the petition is accompanied by a fee that is sufficient to pay in full for each
named petitioner to seek cancellation of the registration(s) in each class specified in the petition. A petition
filed in paper formthat is not accompanied by a fee sufficient to pay in full for each named petitioner for
each class in the registration(s) for which cancellation is sought may not be instituted.

(e) The filing date of a petition for cancellation is the date of electronic receipt in the Office of the petition
and required fee. In the rare instances that filing by paper is permitted under these rules, the filing date of
a petition for cancellation will be determined in accordance with 88 2.195 through 2.198.

The rules governing cancellation fees are specified in 37 C.F.R. § 2.111(d). The amount of the required fee
is specified in 37 C.E.R. § 2.6(a)(16). The required fee for a petition to cancel must be submitted with the
petition; the effective filing date of a petition to cancel (and, hence, the date of commencement of the
cancellation proceeding) is the date of electronic receipt in the Office of both the petition to cancel and the
required fee. [Note 1.] See TBMP § 308.02(b). In the rare instance when an otherwise timely paper filing
of apetition to cancel, accompanied by the required fees, has been permitted on Petition to the Director, the
filing date will be determined in accordance with 37 C.ER. § 2.195, 37 C.ER. § 2.196, 37 C.ER. § 2.197,
and 37 C.ER. §2.198. [Note 2]

The required fee must be submitted for each party joined as petitioner for each class sought to be cancelled,
and if cancellation is sought for fewer than the total number of classesin the registration, the classes sought
to be cancelled should be specified. [Note 3.] See TBMP § 304.
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For information on how to pay fees, see 37 C.ER. § 2.206-37 C.ER. § 2.208, and TBMP § 118. For
information on fee refunds, see 37 C.ER. § 2.209, and TBMP § 119.

NOTES:

1. See37C.ER.82.111(a), 37 C.ER. §2.111(d), and 37 C.ER. § 2.111(€); WiIliamson-Dickie Manufacturing
Co. v. Mann Overall Co., 359 F.2d 450, 149 USPQ 518, 520 (CCPA 1966). Cf. Fred Beverages, Inc. v.
Fred's Capital Management Co., 605 F.3d 968, 94 USPQ2d 1958, 1960 (Fed. Cir. 2010) (Board's decision
denying petitioner’smotion for leave to amend cancellation petition, for failure to submit fee for amendment
at time of filing the motion, reversed; case remanded to Board for further consideration of motion to amend).

2. See 37 C.ER. §2.111(€).
3. See 37 C.ER. § 2.111(d).

308.02(b) Insufficient Fee
A petition for cancellation must be filed electronically through ESTTA. [Note 1.] SeeTBMP § 309.

An otherwise timely petition for cancellation will not be accepted via ESTTA unless the petition to cancel
is accompanied by a fee that is sufficient to pay in full for each named party petitioner to petition for
cancellation of the registration of a mark in each class specified in the petition for cancellation. [Note 2.]

In those rare instances where an otherwise timely petition to cancel has been filed on paper, and such filing
is not accompanied by any fee, or a sufficient fee to pay in full for each named petitioner for each classin
the registration(s) for which cancellation is sought, the petition to cancel will be rejected and the Board will
not institute a proceeding. [Note 3.]

Except to the extent that the five-year period of Trademark Act 8§ 14(3), 15 U.S.C. § 1064(3) or Trademark
Act 8§ 14(5), 15 U.S.C. § 1064(5), or the three-year period of Trademark Act 8§ 14(6), 15 U.S.C §1064(6) is
applicablein aparticular case, thereisno timelimit for thefiling of apetition to cancel anissued registration.
Thus, if the petition is rejected for failure to submit afee, or afee that is sufficient to pay in full for each
named petitioner for each class in the registration(s) for which cancellation is sought, the rejection of the
petition is without prejudice to petitioner’s right to electronically file, at any time thereafter, a new petition
to cancel provided that the five-year period, if applicable, has not expired, or, if expired, that the petition
recites aground permitted after the expiration of the three or five-year period. [Note 4.]

The responsibility for filing proper fees rests with the party filing the fees. [Note 5.]
NOTES:
1. See 37 C.ER. § 2.111(c)(1). Board practice does not permit the filing of a petition for cancellation on

CD-ROM. See 37 C.ER. § 2.126; MISCELLANEOUS CHANGES TO TRADEMARK TRIAL AND
APPEAL BOARD RULES, 72 Fed. Reg. 42242, 42247 (August 1, 2007).

2. e 37 C.ER. §2.111(d). Cf. Syngenta Crop Protection Inc. v. Bio-Chek LLC, 90 USPQ2d 1112, 1115
n.2 (TTAB 2009) (second named opposer not party to proceeding where notice of opposition named two
opposers, but fee payment sufficient for only one opposer and only one opposer identified in ESTTA cover
sheet); Mibe Records Inc. v. Vibe Media Group LLC, 88 USPQ2d 1280, 1282-83 (TTAB 2008) (where
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ESTTA filing process not completed because no fee was paid, date appearing on the ESTTA “Validate”
screen isinoperative; opposition dismissed as a nullity).

3.See 37 C.ER. §2.111(d).

4. Cf. Inre Holland American Wafer Co., 737 F.2d 1015, 222 USPQ 273, 275 (Fed. Cir. 1984) (defective
renewal application must be corrected and refiled within statutory time period); In re Application Papers
Filed November 12, 1965, 152 USPQ 194, 195 (Comm’r 1966) (regarding insufficient filing fee for patent
application).

5. Ci. Inre Holland American Wafer Co., 737 F.2d 1015, 222 USPQ 273, 275 (Fed. Cir. 1984) (regarding
defective renewal application); In re Application Papers Filed November 12, 1965, 152 USPQ 194, 195
(Comm’r 1966) (regarding insufficient filing fee for patent application).

308.02(c) Petition Filed by Federal Trade Commission

Thereisno feefor apetition filed by the Federal Trade Commission to cancel aregistration on the Principal
Register. [Note 1.] Cf. TBMP § 303.04.

NOTES:

1. SeeTrademark Act § 14, 15 U.S.C. § 1064.

308.02(d) Feefor Counterclaim
For information concerning fees for counterclaims, see TBMP § 313.02.
308.03 Feesfor Joint Opposersor Petitioners

Two or more parties may file an opposition, or a petition for cancellation, jointly. However, the required
fee must be submitted for each party joined as opposer, or petitioner, for each class in the application for
which registration is opposed, or for each class in the registration for which cancellation is sought. [Note
1] See TBMP § 308.03. See alsoTBMP § 303. Oppositions and petitions filed through ESTTA must be
accompanied by the proper fees for each party in the position of plaintiff, for each classin each application
opposed or registration sought to be cancelled. [Note 2.] See TBMP § 308.03. If all party plaintiffs are
identified during the ESTTA filing process, the electronic filing system calcul ates the proper fees and will

not institute the proceeding until the appropriate fees have been paid. [Note 3.] In rare circumstances where
an opposition or petition to cancel isfiled on paper by Petition to the Director, the opposition or cancellation
may not beinstituted if insufficient fees have been provided to pay in full for each named party plaintiff for
each classin the application sought to be opposed, or for each party plaintiff for each classin theregistration
sought to be cancelled. [Note 4.]

NOTES:

1. See 37 C.ER. §2.101(d) and 37 C.ER. § 2.111(d); SDT Inc. v. Patterson Dental Co., 30 USPQ2d 1707,
1709 (TTAB 1994).

2.See 37 C.ER. §2.101(d) and 37 C.ER. § 2.111(d).
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3. See 37 C.ER. §2.101(d) and 37 C.ER. § 2.111(d). Syngenta Crop Protection Inc. v. Bio-Chek LLC, 90
USPQ2d 1112, 1115 n.2 (TTAB 2009) (where only one opposer was identified during the filing process,
only one was charged; second named opposer not considered party to proceeding); Giersch v. Scripps
Networks Inc., 90 USPQ2d 1020, 1021 n.1 (TTAB 2009) (second petitioner not added as party plaintiff due
tofailureto pay additional fee). Cf. Vibe RecordsInc. v. Vibe Media Group LLC, 88 USPQ2d 1280, 1282-83
(TTAB 2008) (where ESTTA filing process not completed because no fee was paid, date appearing on the
ESTTA “Validate” screen isinoperative; opposition dismissed as a nullity).

4. See 37 C.ER. §2.101(d) and 37 C.ER. § 2.111(d).

308.04 Feesfor Proceeding Against Multiple Class Application or Registration

The required opposition or cancellation fee must be submitted for each party joined as plaintiff for each
class sought to be opposed or cancelled. [Note 1.] See TBMP §308.04. See alsoTBMP § 304. Oppositions
and petitions filed through ESTTA must be accompanied by the proper fees for each party in the position
of plaintiff, for each class in each application opposed or registration sought to be cancelled. [Note 2.]
SeeTBMP §308.04. In the rare circumstances where an opposition or petition to cancel isfiled on paper by
the Petition to the Director, the opposition or cancellation may not be instituted if insufficient fees have
been provided to pay in full for each named party plaintiff for each class in the application sought to be
opposed, or for each party plaintiff for each class in the registration sought to be cancelled. [Note 3.]

NOTES:

1. See 37 C.ER. § 2.101(d) and 37 C.ER. § 2.111(d).

2.See 37 C.ER. §2.101(d) and 37 C.ER. § 2.111(d).

3. See 37 C.ER. §2.101(d) and 37 C.ER. § 2.111(d).

308.05 Feesfor Consolidated and Combined Complaints

When appropriate, a party may oppose, in a single (i.e., “consolidated”) notice of opposition, different
applications owned by the same defendant. However, the required fee must be submitted for each party
joined as opposer for each class in which registration is opposed in each application against which the
opposition isfiled. [Note 1.] See TBMP § 305 and TBMP §308.05.

Similarly, when appropriate, a party may seek to cancel, in a single (i.e., “consolidated”) petition for
cancellation, different registrations owned by the same defendant. Again, the required fee must be submitted
for each party joined as petitioner, for each class sought to be cancelled, in each registration against which
the petition for cancellation isfiled. [Note 2.] See TBMP § 305 and TBMP §308.05.

A party may not file asingle pleading combining a notice of opposition to one or more applications, and a
petition to cancel one or more registrations, even when each subject application and registration is owned
by the same defendant. See TBMP § 305.02. Filing by ESTTA isrequired, and no ESTTA form exists for
such a combined complaint. [Note 3.] However, to achieve a comparable result a filer may separately
electronicaly file a notice of opposition and a petition for cancellation and simultaneously request
consolidation. [Note 4.] It is recommended to file the request for consolidation in a separate submission in
ESTTA.
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See TBMP § 305 for more information on consolidated and combined complaints and filing in ESTTA. For
information concerning motions to consolidate proceedings, seeTBMP § 511.

NOTES:

1. See 37 C.ER. § 2.104(b).

2. See 37 C.ER. §2.112(b).
3. MISCELLANEOUS CHANGES TO TRADEMARK TRIAL AND APPEAL BOARD RULES OF
PRACTICE, 81 Fed. Reg. 69950, 69953 (October 7, 2016). (“[No] exception to the requirement to file by

ESTTA will be made for acombined filing, and prior case law allowing for this type of combined notice of
opposition and petition for cancellation is superseded by the mandatory online filing requirement.”).

4. MISCELLANEOUS CHANGES TO TRADEMARK TRIAL AND APPEAL BOARD RULES OF
PRACTICE, 81 Fed. Reg. 69950, 69953 (October 7, 2016).

309 Form and Content of Oppositions and Petitionsto Cancel
309.01 In General

37 C.ER. § 2.101(b) Any person who believes that he, she or it would be damaged by the registration of a
mark on the Principal Register may file an opposition addressed to the Trademark Trial and Appeal Board.

(1) Anopposition to an application must befiled by the due date set forth in paragraph (c) of thissection
through ESTTA.

(2) Intheevent that ESTTA is unavailable due to technical problems, or when extraordinary
circumstances are present, an opposition against an application based on Section 1 or 44 of the Act may
be filed in paper form. A paper opposition to an application based on Section 1 or 44 of the Act must be
filed by the due date set forth in paragraph (c) of this section and be accompanied by a Petition to the
Director under § 2.146, with the fees therefor and the showing required under this paragraph. Timeliness
of the paper submission will be determined in accordance with 88 2.195 through 2.198.

(3) An opposition to an application based on Section 66(a) of the Act must be filed through ESTTA and
may not under any circumstances be filed in paper form.

* % % %

37 C.ER. §2.111(b) Any person who believes that he, she or it isor will be damaged by a registration may
file a petition, addressed to the Trademark Trial and Appeal Board, for cancellation of the registration in
whole or in part.

* % % %

37 C.ER. §2.111(c)(1) A petition to cancel a registration must be filed through ESTTA.

37 C.ER. 8§ 2111(c)(2) In the event that ESTTA is unavailable due to technical problems, or when
extraordinary circumstances are present, a petition to cancel may be filed in paper form. A paper petition
to cancel a registration must be accompanied by a Petition to the Director under § 2.146, with the fees
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therefor and the showing required under this paragraph (c). Timeliness of the paper submission, if relevant
toaground asserted in the petition to cancel, will be determined in accordance with 88 2.195 through 2.198.

37 C.E.R. §2.116(c) The notice of opposition or the petition for cancellation and the answer correspond to
the complaint and answer in a court proceeding.

37 C.ER. §2.119(e) Every submission filed in aninter partes proceeding, and every request for an extension
of timeto file an opposition, must be signed by the party filing it, or by the party’ sattorney or other authorized
representative, but an unsigned submission will not be refused consideration if a signed copy is submitted
to the Office within the time limit set in the notification of this defect by the Office.

37 C.ER. 8§ 2.126 Form of submissionsto the Trademark Trial and Appeal Board.

(8 Submissions must be made to the Trademark Trial and Appeal Board via ESTTA.
() Textinan electronic submission must be filed in at least 11-point type and double-spaced.

(2) Exhibits pertaining to an electronic submission must be made electronically as an attachment
to the submission and must be clear and legible.

(b) Inthe event that ESTTA is unavailable due to technical problems, or when extraordinary
circumstances are present, submissions may be filed in paper form. All submissionsin paper form, except
the extensions of timeto file a notice of opposition, the notice of opposition, the petition to cancel, or answers
thereto (see 88 2.101(b)(2), 2.102(a)(2), 2.106(b)(1), 2.111(c)(2), and 2.114(b)(1)), must include a written
explanation of such technical problemsor extraordinary circumstances. Paper submissionsthat do not meet
the showing required under this paragraph (b) will not be considered. A paper submission, including exhibits
and depositions, must meet the following requirements:

(1) A paper submission must be printed in at least 11-point type and double-spaced, with text on
one side only of each sheet;

(2) A paper submission must be 8to 8.5 inches (20.3 to 21.6 cm.) wide and 11 to 11.69 inches (27.9
to 29.7 cm.) long, and contain no tabs or other such devices extending beyond the edges of the paper;

(3) If apaper submission contains dividers, the dividers must not have any extruding tabs or other
devices, and must be on the same size and weight paper as the submission;

(4) A paper submission must not be stapled or bound;

(5) All pages of a paper submission must be numbered and exhibits shall be identified in the manner
prescribed in § 2.123(g)(2);

(6) Exhibitspertainingto a paper submission must befiled on paper and comply with the requirements
for a paper submission.

(c) To be handled as confidential, submissions to the Trademark Trial and Appeal Board that are
confidential in whole or part pursuant to § 2.125(f) must be submitted using the “ Confidential” selection
available in ESTTA or, where appropriate, under a separate paper cover. Both the submission and its cover
must be marked confidential and must identify the case number and the parties. A copy of the submission
for public viewing with the confidential portions redacted must be submitted concurrently.

* * k% %

Submissions, including oppositions and petitions to cancel, must be made to the Board electronically via
ESTTA. [Note 1.] An opposition to an application based on Trademark Act § 66(a), 15 U.S.C. 8§ 1141f(a),
may not under any circumstances befiled in paper form [Note 2], but if ESTTA isunavailable due to technical
problems, or due to extraordinary circumstances, an opposition to an application based on Trademark Act
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8 1 or Trademark Act § 44, 15 U.S.C. § 1051 or 15 U.S.C. § 1126, may be filed on paper, accompanied by
aPetition to the Director and the required fee. [Note 3.] Similarly, if ESTTA isunavailable due to technical
problems, or due to extraordinary circumstances, a petition to cancel against a8 1 or § 44 registration or a
8 66(a) registered extension of protection may be filed on paper, accompanied by a Petition to the Director
and the required fee. [Note 4.]

The notice of opposition, or petition to cancel, corresponds to the complaint in a court proceeding. [Note
5.] For purposes of simplicity, the term “complaint” is often used hereafter in this section to refer to anotice
of opposition or a petition to cancel.

NOTES:

1. See 37 C.ER. §2.126(a); 37 C.ER. § 2.101(b)(1); 37 C.ER. § 2.101(b)(3); 37 C.ER. § 2.111(c)(1).

2. See 37 C.ER. § 2.101(b)(3). See also CSC Holdings LLC v. SAS Optimhome, 99 USPQ2d 1959, 1960
(TTAB 2011) (any opposition to a Section 66(a) application must be filed through ESTTA); Hunt Control
Systems Inc. v. Koninklijke Philips Electronics N.V., 98 USPQ2d 1558, 1561 (TTAB 2011) (same).

3. See 37 C.ER. § 2.101(b)(2).

4.37 C.ER. § 2.111(c)(2).

5. Se 37 C.ER. § 2.116(c).

309.02 Form of Complaint

Theform of acomplaint must meet the general requirements for submissionsto the Board as set forthin 37
C.ER. §2.126. SeeTBMP § 106.03. When the complaint is filed electronically through ESTTA, the text
in the electronic submission must bein at least 11-point type and double-spaced, and any exhibits pertaining
to the el ectronic submission must be made el ectronically as an attachment to the complaint and be clear and
legible. [Note 1.]

An opposition against an application filed pursuant to Trademark Act 8 1, 15 U.S.C. § 1051, Trademark
Act 8§44, 15 U.S.C 81126 or Trademark Act § 66(a), 15 U.S.C §1141f must be filed electronically through
ESTTA. [Note 2.] Similarly, a petition for cancellation, must be filed electronically through ESTTA. [Note
3.] Intherareinstances when acomplaint isfiled on paper, the submission, including any exhibits, must be
in at least 11-point type and double-spaced, may not be stapled or bound or have any extruding tabs or other
such devices, and must otherwise comply with the requirements of 37 C.E.R. § 2.126(b).

NOTES:

1. See 37 C.ER. § 2.126(a)(1), 37 C.ER. 8§ 2.126(a)(2).

2. See 37 C.ER. § 2.101(b)(1); 37 C.ER. § 2.101(b)(3).

3. 37 C.ER. 8§2.111(c)(1).
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309.02(a) Format for Complaint

Parties are required to use ESTTA to commence the proceeding and for general filing purposes. [Note 1.]
Using ESTTA, a person can complete and submit a notice of opposition or petition for cancellation over
theInternet, making an official filing online. ESTTA gives step-by-step instructionsfor properly completing
afiling. In the rare circumstances that a filing through ESTTA cannot be accomplished, see 37 C.ER. §
2.101(b)(2) and 37 C.ER. 8 2.111(c)(2), the ESTTA form (docket) “ cover sheet” created using ESTTA may
be completed and then be printed out for mailing to the Board along with the notice of opposition or petition
to cancel, accompanied by the requirementsfor such apaper filing. [Note 2.] If filed on paper, the certificate
of mailing by first-class mail procedure described in 37 C.E.R. § 2.197 and the Priority Mail Express®
procedure described in 37 C.E.R. § 2.198 are both available. Please Note: Oppositions against § 66(a)
applications cannot be filed on paper under any circumstances.

TheBoard viewsthe ESTTA filing form and the attached pleading as comprising a single document or paper
being filed with the Board. [Note 3.] Uponfiling viaESTTA, thefiler will receive an email acknowledgement
of receipt from ESTTA with the ESTTA tracking number and the filing information. After the proceeding
is instituted, whenever a party submits a filing via ESTTA, the ESTTA cover sheet is automatically
“pre-populated” with the party’sname asthat party islistedin TTABVUE . The electronic files of the Board
are accessible on the Internet via TTABVUE, athough confidential filings will not be made available for
public viewing. SeeTBMP § 108, TBMP § 120.02 and TBMP § 121.

An opposition against an application based on Trademark Act § 66(a), 15 U.S.C. § 1141f(a), must be filed
electronically through ESTTA. [Note 4.] ESTTA requires the opposer of a 8 66(a) application to provide
information essential to the opposition in order to allow the USPTO to meet promptly its notification
obligation to the World Intellectual Property Organization (“WIPO”). Such essential information includes:
1) the specific goods and/or services in the application which are being opposed; 2) the ground(s) for the
opposition; 3) the application or registration number(s) for any mark owned and relied upon by opposer;
and 4) any prior common law rightsin a mark(s) relied upon by opposer and associated goods or services.
[Note 5.] Only the information provided on the ESTTA form is sent to WIPO. [Note 6.]

Complaints in oppositions to applications that have other filing bases and petitions to cancel, in the rare
circumstances that they are filed on paper, (accompanied by a Petition to the Director and the required feg),
need not follow a particular format, but must meet the requirements of 37 C.F.R. § 2.126(b) for paper
submissions and include the necessary information.

The complaint (which in ESTTA is the attachment) typically includes the following information:

Heading: The complaint should bear at its top the heading “IN THE UNITED STATES PATENT AND
TRADEMARK OFFICE BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD.”

Identification of subject application or registration: The heading should be followed by information
identifying the application or registration that is the subject of the complaint with the wording “Serial
No. " for an opposition or “ Registration No. " for a petition to cancel.

Name of proceeding: The application or registration number should be followed by the name of the

proceeding (i.e., “ABC Corporation v. XYZ Company”) and the wording “Opposition No. " oor
“Cancellation No.
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Title of Paper: The title should describe the nature of the paper (i.e., “Notice of Opposition” or “Petition
to Cancel”).

Plaintiff information: The complaint should aso include plaintiff’s name, entity type (i.e., individual,
partnership, corporation, association, etc.), and business address; the names of the partners, if the plaintiff
isapartnership, or the state or country of incorporation, if the plaintiff isa corporation.

Registrant information in petition to cancel:A petition to cancel should indicate the name and
correspondence address and the current email address(es) of the current owner of record of the registration.
[Note 7.] To determine the correspondence address of the owner of the registration, the petitioner may
consult the Office's Trademark Status and Document Retrieval (TSDR) system at http://tsdr.uspto.govi/.
[Note 8] The TSDR display of information includes owner information and information on recorded
assignments. The petitioner may consult the assignments database to determine whether the registration has
been assigned. If the registration has been assigned, and the assignment has been recorded, the assignee is
considered the owner of record and the complaint should name the assignee as defendant in the proceeding.
See TBMP § 309.02(c)(2). Plaintiffs are encouraged to provide information about a new owner, which may
not bein the Office’'sTSDR database, even if thereisadomestic representative. Also, plaintiffs are encouraged
to provide current contact information for attorneys, or in the case of registrations under Trademark Act §
66(a) , current contact information for the designated representative for the international registration, which
may not be in the Office’'s TSDR database. Providing such information facilitates the Board's location and
service of the proper partiesin order to avoid defaults that may subsequently be set aside and thus prolong
the process. [Note 9.]

Substance of complaint: The complaint must aso include a pleading of the substance (i.e., entitlement to
a statutory cause of action and grounds) of the complaint. See TBMP § 309.03.

Signature: The complaint must be signed and include a description of the capacity in which the signing
individua signs, e.g., attorney for plaintiff, plaintiff (if plaintiff is an individual), partner of plaintiff (if
plaintiff isapartnership), officer of plaintiff identified by title (if plaintiff isacorporation), etc. See TBMP
§ 309.02(b).

NOTES:

1. 37 C.ER. § 2.101(b)(1); 37 C.ER. § 2.111(c)(1); 37 C.E.R. § 2.126(a).

2.37 C.ER. §2.101(b)(2) and 37 C.E.R. § 2.111(C)(2).

3. See PPG Industries Inc. v. Guardian Industries Corp., 73 USPQ2d 1926, 1928 (TTAB 2005) (“Since
ESTTA'sinception, the Board has viewed the ESTTA filing form and any attachments thereto as comprising
a single document or paper being filed with the Board”). See also CSC Holdings LLC v. SAS Optimhome,
99 USPQ2d 1959, 1961-62 (TTAB 2011); Hunt Control Systems Inc. v. Koninklijke Philips Electronics
N.V., 98 USPQ2d 1558, 1561 (TTAB 2011); Schott AG v. Scott, 88 USPQ2d 1862, 1863 n.3 (TTAB 2008)
(“[T]he ESTTA generated filing form ... is considered part of the plaintiff’s initial pleading”);
MISCELLANEOUS CHANGES TO TRADEMARK TRIAL AND APPEAL BOARD RULES OF
PRACTICE, 81 Fed. Reg. 69950, 69957 (October 7, 2016) (ESTTA cover sheet is considered part of the
compl ete opposition pleading).

4. 37 C.ER. § 2.101(b)(3).
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5. See Destileria Serralles, Inc. v. Kabushiki Kaisha Dong, 125 USPQ2d 1463, 1466-67 (TTAB 2017)
(ESTTA filing system permits a plaintiff relying on common law marks to identify them); Hunt Control
Systems Inc. v. Koninklijke Philips Electronics N.V., 98 USPQ2d 1558, 1561 (TTAB 2011).

6. See CSC Holdings LLC v. SAS Optimhome, 99 USPQ2d 1959, 1960 (TTAB 2011).

7. S 37 C.ER. 82.112(a). Seealso Informix Software Inc. v. Oracle Corp., 40 USPQ2d 1153, 1155 (N.D.
Cal. 1996) (the proper defendant in suit for cancellation of aregistration is the owner of that registration,
not an exclusive licensee).

8. MISCELLANEOUS CHANGES TO TRADEMARK TRIAL AND APPEAL BOARD RULES OF
PRACTICE, 72 Fed. Reg. 42242, 42243 (August 1, 2007).

9. MISCELLANEOUS CHANGES TO TRADEMARK TRIAL AND APPEAL BOARD RULES OF
PRACTICE, 81 Fed. Reg. 69950, 69958 (October 7, 2016).

309.02(b) Signature of Complaint

The complaint need not be verified, but it must be signed by the plaintiff or by the plaintiff’s attorney, as
specified in 37 C.FR. 8 11.1, or other authorized representative, as specified in 37 C.ER. § 11.14(b). [Note
1.] See TBMP § 106.02 and TBMP § 114.06. Electronic signatures pursuant to 37 C.F.R. § 2.193(c) are
required for complaints submitted electronically via ESTTA. [Note 2.] The Board views the electronic
signature on the ESTTA filing form as pertaining to all attachments thereto. [Note 3.] Thus, a plaintiff’'s
electronic signature on the ESTTA filing form serves as its signature for the entire complaint being filed,
including in the absence of a signature on any attachment to the filing form. [Note 4.]

If an attorney signsthe complaint, it need not be accompanied by awritten power of attorney, but if awritten
power of attorney is filed, the plaintiff must sign it. If a plaintiff signing for itself is a partnership, the
signature must be made by a partner. If aplaintiff signing for itself isacorporation or similar juristic entity,
the signature must be made by an officer of the plaintiff who has authority to sign for the plaintiff and whose
title is given. The signature should be accompanied by a description of the capacity in which the signing
individua signs(i.e., asplaintiff, if plaintiff isanindividual; as counsel for plaintiff; asapartner of plaintiff,
if plaintiff isa partnership; as an officer of plaintiff identified by title, if plaintiff isa corporation; etc.).

Although a complaint must be signed, an unsigned or improperly signed complaint will not be refused
consideration for that reason if a signed copy is submitted to the Board within the time limit set in the
notification of this defect by the Board. [Note 5] See TBMP § 106.02.

However, Trademark Act § 14, 15 U.S.C. § 1064, limits, after a specified five-year period, the grounds on
which certain Principal Register registrations may be cancelled. [Note 6.] See TBMP § 307.02(a). If an
unsigned petition to cancel such aregistration is filed prior to the expiration of the five-year period, but a
signed copy thereof isnot filed until after the expiration of the period, the petition can be entertained by the
Board only to the extent that it pleadsaground for cancellation permitted after the expiration of thefive-year
period. [Note 7.] Cf. TBMP § 308.02(b). Although whenever it comes to the Board's attention, the Board
makes every effort to notify petitioners of unsigned complaints before the expiration of any applicable
statutory deadline, so that theinformality may be corrected prior to the deadline, the Board has no obligation
to do so, and cannot assume the burden of discovering filing errors within any specified time. [Note 8.]
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NOTES:

1. See 37 C.ER. § 2.101(b) and 37 C.E.R. § 2.111(b). See also Media Online Inc. v. El Clasificado, Inc.,
88 USPQ2d 1285, 1286 n.3 (TTAB 2008). Cf. Birlinn Ltd. v. Stewart, 111 USPQ2d 1905 (TTAB 2014)
(signatory not authorized under Trademark Rules, Board applies opportunity to cure provisionin § 2.119(e)
to improperly signed papers).

2.See 37 C.ER. §2.101(b) and 37 C.ER. § 2.111(b).

3. PPG IndustriesInc. v. Guardian Industries Corp., 73 USPQ2d 1926, 1927 (TTAB 2005) (“Since ESTTA's
inception, the Board has viewed the ESTTA filing form and any attachments thereto as comprising asingle
document or paper being filed with the Board.”). See also CSC Holdings LLC v. SAS Optimhome, 99 USPQ2d
1959, 1961-62 (TTAB 2011); Hunt Control SystemsInc. v. Koninklijke Philips ElectronicsN.V., 98 USPQ2d
1558, 1561 (TTAB 2011); Schott AG v. Scott, 88 USPQ2d 1862, 1863 n.3 (TTAB 2008) (“[T]he ESTTA
generated filing form ... is considered part of the plaintiff’s initial pleading.”); MISCELLANEOUS
CHANGES TO TRADEMARK TRIAL AND APPEAL BOARD RULES OF PRACTICE, 81 Fed. Reg.
69950, 69957 (October 7, 2016) (ESTTA cover sheet isconsidered part of the compl ete opposition pleading).

4. PPG Industries Inc. v. Guardian Industries Corp., 73 USPQ2d 1926, 1928 (TTAB 2005).
5. See 37 C.ER. § 2.119(e); Birlinn Ltd. v. Stewart, 111 USPQ2d 1905 (TTAB 2014) (signatory not

authorized under Trademark Rules, Board applies opportunity to cure provision in § 2.119(e) to improperly
signed papers).

6. See Trademark Act § 14, 15 U.S.C. § 1064; 37 C.ER. § 2.111(b).

7. Cf., eg., casesinvolving former requirement for verification, Wlliamson-Dickie Manufacturing Co. v.
Mann Overall Co., 359 F.2d 450, 149 USPQ 518, 520 (CCPA 1966) (the filing date of a petition to cancel
isthe date of receipt in the USPTO of the verified petition and filing fee); Texas InstrumentsInc. v. Conklin
Instrument Corp., 161 USPQ 740, 741 (TTAB 1969) (unverified petition timely filed but ineffective; verified
substitute petition untimely). Cf. also InreL.R. Sport Inc., 25 USPQ2d 1533, 1534 (Comm’r 1992) (timely
payment of filing fee for statement of use is statutory and cannot be waived).

8. Ci. InreHolland American Wafer Co., 737 F.2d 1015, 222 USPQ 273, 275 (Fed. Cir. 1984) (regarding
rejection of renewal application); InreL.R. Sport Inc., 25 USPQ2d 1533, 1534 (Comm'r 1992) (regarding
rejection of statement of use); and In re Application Papers Filed November 12, 1965, 152 USPQ 194, 195
(Comm’r 1966) (regarding insufficient filing fee for patent application).

309.02(c) Service of Complaint

A Board proceeding commences when an opposer or petitioner filesits complaint with the Board, together
with the required fee. [Note 1.]

Service of the complaint is provided by the Board in conjunction with the notice of institution. [Note 2.]
For information on service of the opposition on applicant, seeTBMP § 309.02(c)(1). For information on

service of the petition to cancel on respondent, seeTBMP § 309.02(c)(2). For information on service of
copies of an application for concurrent use registration, seeTBMP § 1106.04.
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NOTES:

1. See37C.ER. §2.101(a) and 37 C.ER. § 2.111(a).

2.See 37 C.ER. §2.105(a) and 37 C.ER. § 2.113(a); MISCELLANEOUS CHANGES TO TRADEMARK
TRIAL AND APPEAL BOARD RULES OF PRACTICE, 81 Fed. Reg. 69950, 69957 (October 7, 2016)
(“[T]he notice of ingtitution constitutes service and will include a web link or web address to access the
electronic proceeding record.”).

309.02(c)(1) Serviceof Opposition on Applicant

37 C.ER. § 2.105 Notification to parties of opposition proceeding(s).

(8 Wnhen an opposition in proper form (see 88 2.101 and 2.104) has been filed with the correct fee(s),
and the opposition has been determined to be timely and complete, the Trademark Trial and Appeal Board
snall prepare a notice of institution, which shall identify the proceeding as an opposition, number of the
proceeding, and the application(s) involved; and the notice shall designate a time, not less than thirty days
from the mailing date of the notice, within which an answer must be filed. The notice, which will include a
Web link or VWeb address to access the electronic proceeding record, constitutes service of the notice of
opposition to the applicant.

37 C.ER. § 2.101(e) The filing date of an opposition is the date of electronic receipt in the Office of the
notice of opposition, and required fee. In the rare instances that filing by paper is permitted under these
rules, the filing date will be determined in accordance with 88 2.195 through 2.198.

37 C.ER. § 2.119 Service and signing.

(d) Except for the notice of opposition or the petition to cancel, every submission filed in the Office in
inter partes cases, ... must be served upon the other party or parties.

An opposition proceeding iscommenced by filing in the Office atimely notice of opposition with the required
fee. [Note 1.]

When an opposer files its notice of opposition with the Board, the opposition, including any exhibits, need
not be served by the opposer on the defendant. Rather, the Board effects service of the complaint on the
defendant. The Board provides notice to the defendant of the opposition proceeding by providing, in the
notice of ingtitution, aweb link or web addressto access the el ectroni ¢ proceeding record, and this constitutes
service of the notice of opposition. [Note 2.] Applicants will receive notification of the Board proceeding
by email. [Note 3.]

As areminder, 37 C.ER § 2.18(c) requires applicants and parties to proceedings to promptly notify the
Office of any changein physical address or email address. In addition, parties are reminded of theimportance
of maintaining correct and current email address information with the Office and taking stepsto ensure that
Office emails are not blocked by servers or spam filters, or diverted to junk mail folders.

Thefiling date of the notice of opposition isthe date of electronic receipt in the Office of the notice and the
required fee. [Note 4.] However, in the rare circumstance that a notice of opposition is filed on paper, and
the paper filing is permitted by the Director, on petition, if the notice of opposition isfiled by the “Priority
Mail Express® Post Officeto Addressee” service of the United States Postal Service (USPS) in accordance
with 37 C.ER. § 2.198, then thefiling date i s the date the notice of opposition was deposited with the USPS
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[Note 5], unlessthe “date in” date cannot be determined, in which case the date the notice isreceived in the
Officeisconsidered thefiling date of the opposition. [Note 6.] The Certificate of Mailing procedure described
in37 C.ER. § 2.197 and the “ Priority Mail Express® procedure described in 37 C.ER. 8 2.198 are available
for thefiling of anotice of opposition on paper. [Note 7.] Facsimile transmission of the notice of opposition
is not permitted, and if submitted, will not be accorded a date of receipt. [Note 8.]

For information on filing fees see TBMP § 308. For information on the service of other filings submitted
to the Board, seeTBMP § 110.03 and TBMP § 113.01.

NOTES:

1.37 C.ER. §2.101(a).

2. 37 C.ER. § 2.105(a); MISCELLANEOUS CHANGES TO TRADEMARK TRIAL AND APPEAL
BOARD RULESOF PRACTICE, 81 Fed. Reg. 69950, 69957 (October 7, 2016) (“[T]he notice of institution
constitutes service and will include aweb link or web address to access the el ectronic proceeding Record.”).

3. See, eg.,, MISCELLANEOUSCHANGESTO TRADEMARK TRIAL AND APPEAL BOARD RULES
OF PRACTICE, 81 Fed. Reg. 69950, 69953 (October 7, 2016) (“notice of the opposition will be sent to the
““email or correspondence address’ of the appropriate recipient”).

4. See 37 C.ER. § 2.101(e).

5. Se 37 C.ER § 2.198(a).

6. See 37 C.ER § 2.198(b).

7.See 37 C.ER. §2.197(a) and 37 C.ER. § 2.198(a).

8.37 C.ER 82.195 (c); Vibe Records Inc. v. Vibe Media Group LLC, 88 USPQ2d 1280, 1283 (TTAB 2008)
(untimely opposition dismissed as a nullity).

309.02(c)(2) Service of Petition on Respondent

37 C.ER. § 2.111 Filing petition for cancellation.

(a8 A cancellation proceeding is commenced by filing in the Office a timely petition for cancellation
with the required fee.

37 C.ER. § 2.113 Notification of cancellation proceeding.

(@) When a petition for cancellation in proper form (see 88 2.111 and 2.112) has been filed and the
correct fee has been submitted, the Trademark Trial and Appeal Board shall prepare a notice of institution
which shall identify the proceeding as a cancellation, number of the proceeding and the registration(s)
involved; and shall designate a time, not less than thirty days from the mailing date of the notice, within
which an answer must be filed. The notice, which will include a Web link or Web address to access the
electronic proceeding record, constitutes service to the registrant of the petition to cancel.

37 C.ER. §2.119 Service and signing.
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(8) Except for the notice of opposition or the petition to cancel, every submission filed in the Officein
inter partes cases, ... must be served upon the other party or parties.

* % k% %

A cancellation proceeding is commenced by filing in the Office atimely petition to cancel with the required
fee. [Note 1.]

When petitioner filesits petition to cancel with the Board, the petitioner need not serve acopy of the petition
on the owner of record for the registration at the owner’s address of record in the Office. Rather, the Board
effects service of the complaint on defendant in a cancellation proceeding. The Board provides noticeto the
defendant of the cancellation proceeding by providing, in the notice of institution, a web address to access
the electronic proceeding record, and this constitutes service of the petition to cancel. [Note 2.] In view of
system enhancements to facilitate email service, the Board now serves defendants by email unless thereis
no email address of record for the defendant, in which case serviceis by U.S. mail. [Note 3.]

Please Note: With respect to aregistered extension of protection under Trademark Act § 66(a), 15 U.S.C.
§ 1141f, while the Board will effect service on the owner of the registration, see 37 C.ER. § 2.113(b), the
Board will endeavor to forward a courtesy copy of the notice to the international registration holder’s
designated representative which will include aweb link or web address to access the el ectronic proceeding
record. [Note 4.]

As areminder, 37 C.ER § 2.18(c) requires registrants and parties to proceedings to promptly notify the
Office of any changein physical address or email address. In addition, parties are reminded of theimportance
of maintaining correct and current email address information with the Office and taking stepsto ensure that
Office emails are not blocked by servers or spam filters, or diverted to junk mail folders.

Thefiling date of the petition is the date of electronic receipt in the Office of the petition and the required
fee. [Note 5.] However, in the rare circumstance that a petition to cancel is filed on paper and the paper
filing is permitted by the Director on petition, if the petition is filed by the “Priority Mail Express® Post
Officeto Addressee” service of the United States Postal Service in accordance with 37 C.ER. 8 2.198, then
thefiling date is the date the petition to cancel was deposited with the USPS, [Note 6], unlessthe “datein”
date cannot be determined, in which case the date the petition is received in the Office is considered the
filing date of the petition to cancel. [Note 7.] The Certificate of Mailing procedure described in 37 C.ER.
8 2.197 and the “Priority Mail Express®” procedure described in 37 C.F.R. § 2.198 are available for the
filing of a petition to cancel. [Note 8.]

For information on filing fees, see TBMP 8§ 308. For information on the service of other filings submitted
to the Board, see TBMP 8§ 110.03 and TBMP § 113.01.

NOTES:

1. See37C.ER. 8§2.111(a).

2. Se 37 C.ER. § 2.113(a); MISCELLANEOUS CHANGES TO TRADEMARK TRIAL AND APPEAL
BOARD RULESOF PRACTICE, 81 Fed. Reg. 69950, 69957 (October 7, 2016) (“[T]he notice of institution
constitutes service and will include aweb link or web address to access the el ectronic proceeding record.”).

3. Seg eg., MISCELLANEOUS CHANGESTO TRADEMARK TRIAL AND APPEAL BOARD RULES
OF PRACTICE, 81 Fed. Reg. 69950, 69954 (October 7, 2016) (“[I]n cancellation proceedings, the Board
intends to serve by U.S. mail, pending system enhancements to facilitate email service at alater date.”).
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4. See MISCELLANEOUS CHANGES TO TRADEMARK TRIAL AND APPEAL BOARD RULES OF
PRACTICE, 81 Fed. Reg. 69950, 69958 (October 7, 2016).

5.37CER. §2.111 (e).

6. See 37 C.ER § 2.198(a).

7. See 37 C.ER § 2.198(b).

8. e 37 C.ER. §2.197(a) and 37 C.ER. § 2.198(a).

309.03 Substance of Complaint

Trademark Act § 18, 15 U.S.C. § 1068 In such proceedings the Director may refuse to register the opposed
mark, may cancel the registration, in wholeor in part. ...

37 C.ER. § 2.99(h) The Trademark Trial and Appeal Board will consider and determine concurrent use
rights only in the context of a concurrent use registration proceeding.

37 C.ER. § 2.101(b) Any person who believes that he, she or it would be damaged by the registration of a
mark on the Principal Register may filed an opposition addressed to the Trademark Trial and Appeal Board.

* k% * %

37 C.ER. § 2.104(a) The opposition must set forth a short and plain statement showing why the opposer
believes he, she or it would be damaged by the registration of the opposed mark and state the grounds for
opposition.

* k% * %

37 C.ER. § 2.111(b) Any person who believes that he, she or it isor will be damaged by a registration may
file a petition, addressed to the Trademark Trial and Appeal Board, for cancellation of the registration in
whole or in part.

* k% * %

37 C.ER. 8§ 2.112(a) The petition for cancellation must set forth a short and plain statement showing why
the petitioner believes he, sheor itisor will be damaged by the registration, state the ground for cancellation,
and indicate, to the best of petitioner’s knowledge, the name and address, and a current email address(es),
of the current owner of the registration.

* k% * %

37 C.ER. § 2.133(c) Geographic limitationswill be considered and determined by the Trademark Trial and
Appeal Board only in the context of a concurrent use registration proceeding.
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309.03(a) In General
309.03(a)(1) Scope of Opposition and Petition to Cancel

In an opposition, the registration sought by an applicant may be opposed in whole, or in part. Similarly, a
petitioner may seek to cancel aregistration in whole, or in part. [Note 1.] SeeTBMP § 309.03(d). However,
geographic limitationswill be considered and determined by the Board only within the context of aconcurrent
use registration proceeding. [Note 2.] SeeTBMP Chapter 1100.

An opposition against a Trademark Act § 66(a), 15 U.S.C. § 1141f(a), application must be filed through
ESTTA. Because ESTTA requires the opposer of a 8 66(a) application to provide information essential to
the opposition in order to allow the USPTO to meet promptly its notification obligation to the World
Intellectual Property Organization (“WIPQ”), the scope of the goods and services being opposed are limited
to those identified in the ESTTA-generated cover sheet. [Note 3.] For the same reason, and because only
the information on the ESTTA-generated cover sheet is forwarded to WIPO automatically without review,
the grounds for a notice of opposition are limited to those selected and reflected on the ESTTA-generated
cover sheet regardless of what any accompanying notice of opposition asserts. [Note 4.]

The Board is an administrative tribunal that is empowered to determine only the right to register; it may not
determine the right to use, or broader questions of infringement or unfair competition. SeeTBMP § 102.01.

NOTES:

1. See Trademark Act § 18, 15 U.S.C. § 1068.

2. See 37 C.ER. 8§ 2.99(h) and 37 C.ER. § 2.133(c).

3. 37 C.ER. §2.104(c). SeeHunt Control Systems Inc. v. Koninklijke Philips Electronics N.V,, 98 USPQ2d
1558, 1561-62 (TTAB 2011) (*... with respect to Section 66(a) applications, all oppositions must be confined
to the opposed goods identified ... on the ESTTA-generated opposition forms.”); MISCELLANEOUS
CHANGES TO TRADEMARK TRIAL AND APPEAL BOARD RULES OF PRACTICE, 81 Fed. Reg.
69950, 69957 (October 7, 2016).

4. 37 C.ER. § 2.104(c); CSC Holdings LLC v. SAS Optimhome, 99 USPQ2d 1959, 1962-63 (TTAB 2011).

See also Destileria Serralles, Inc. v. Kabushiki Kaisha Dong, 125 USPQ2d 1463, 1466-67 (TTAB 2017)
(opposer could not amend notice of opposition against § 66(a) application to add common law trademark
rights not previously identified on the ESTTA cover sheet; ESTTA filing system permits an opposer relying
on common law marks to identify them); Prosper Business Development Corp. v. International Business
Machines Corp., 113 USPQ2d 1148, 1152 (TTAB 2014) (ESTTA form controls scope of permissible
amendments to claims against § 66(a) application, because opposer did not limit grounds to any particular
classon ESTTA form, opposer may seek |eave to amend the attached pleading to assert those grounds against
all three classes even though original attached pleading did not); MISCELLANEOUS CHANGES TO
TRADEMARK TRIAL AND APPEAL BOARD RULES OF PRACTICE, 81 Fed. Reg. 69950, 69957
(October 7, 2016).

309.03(a)(2) Elementsof Complaint —In General

A notice of opposition must include (1) a short and plain statement of the reason(s) why opposer believes
it would be damaged by the registration of the opposed mark (i.e., opposer’s entitlement to a statutory cause

300-51 June 2023



§309.03(a)(2) TRADEMARK TRIAL AND APPEAL BOARD MANUAL OF PROCEDURE

of action -- seeTBMP § 303.03 and TBMP § 309.03(b)), and (2) a short and plain statement of one or more
grounds for opposition. [Note 1.]

Similarly, a petition to cancel must include (1) a short and plain statement of the reason(s) why petitioner
believesit is or will be damaged by the registration sought to be cancelled (i.e., petitioner’s entitlement to
astatutory cause of action -- seeTBMP § 303.03 and TBMP § 309.03(b)) and (2) ashort and plain statement
of the ground(s) for cancellation. [Note 2.]

A pleading should include enough detail to give the defendant fair notice of the basis for each claim. [Note
3.] The elements of each claim should be stated simply, concisely, and directly, and taken together “ state a
claimto relief that is plausible on itsface” [Note 4.] SeeTBMP § 503.02.

All averments should be made in numbered paragraphs, the contents of each of which should be limited as
far as practicable to a statement of a single set of circumstances. [Note 5.] Each claim founded upon a
separate transaction or occurrence should be stated in a separate count whenever a separation would facilitate
the clear presentation of the matters pleaded. [Note 6.] A paragraph may be referred to by number in all
succeeding paragraphs, and statements in the complaint may be adopted by reference in a different part of
the complaint. [Note 7.]

A plaintiff may state as many separate claims as it has, regardless of consistency; a plaintiff may also set
forth two or more statements of a claim aternatively or hypothetically, either in one count or in separate
counts. [Note 8.]

When two or more statements are made in the alternative, the sufficiency of each isdetermined independently.
Thefact that one of them may be insufficient does not mean that the other(s) is (are) also insufficient. [Note
9]

Evidentiary matters (such as, for example, lists of publications or articles in which a term sought to be
registered by an applicant is aleged to be used descriptively) should not be pleaded in a complaint. They
are matters for proof, not for pleading. [Note 10.]

Factual allegations made in the pleadings are not evidence of the matters alleged except insofar as they
might be deemed to be admissions against interest. [Note 11.]

In inter partes proceedings before the Board, as in civil cases before the United States district courts, all
pleadings are so construed as to do justice. [Note 12.]

For adiscussion of the grounds for opposition and cancellation, see TBMP § 309.03(c) and 3 J. THOMAS
MCCARTHY, MCCARTHY ON TRADEMARKSAND UNFAIR COMPETITION 8§ 20:13 et. seq. and
88 20:52 et. seq. (5th ed. March 2022 update), for oppositions and cancellations, respectively. For adiscussion
of the grounds upon which aPrincipal Register registration over five years old may be cancelled, see TBMP
8 307.01 and TBMP § 307.02 and 3J. THOMAS MCCARTHY, MCCARTHY ON TRADEMARKSAND
UNFAIR COMPETITION 88 20:55 et. seq. (5th ed. March 2022 update).

NOTES:

1. See 37 C.ER. § 2.104(a); Young v. AGB Corp. 152 F.3d 1377, 47 USPQ2d 1752, 1755 (Fed. Cir. 1998)
(standing and grounds are distinct inquiries; allegation of “economic damage” while relevant to standing
does not constitute a ground); Consolidated Natural Gas Co. v. CNG Fuel Systems, Ltd., 228 USPQ 752,
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753 (TTAB 1985); Intersat Corp. v. International Telecommunications Satellite Organization, 226 USPQ
154, 156 (TTAB 1985) (allegation of priority without direct or hypothetical pleading of likelihood of
confusion isinsufficient pleading of Trademark Act 8§ 2(d), 15 U.S.C. § 1052(d)). Cf. Fed. R. Civ. P. 8(a).

2. See 37 C.ER. § 2.112(a); Person’s Co. v. Christman, 900 F.2d 1565, 14 USPQ2d 1477, 1479 (Fed. Cir.
1990); International Order of Job’'s Daughters v. Lindeburg and Co., 727 F.2d 1087, 220 USPQ 1017,
1019 (Fed. Cir. 1984); Lipton Industries, Inc. v. Ralston Purina Co., 670 F.2d 1024, 213 USPQ 185, 187
(CCPA 1982); DrDisabilityQuotes.com, LLC v. Krugh, 2021 USPQ2d 262, at *5 (TTAB 2021) (setting
forth standard for pleading, including pleading fraud “with particularity”); Kelly ServicesInc. v. Greene's
Temporaries Inc., 25 USPQ2d 1460, 1464 (TTAB 1992); American Vitamin Products Inc. v. Dow Brands
Inc., 22 USPQ2d 1313, 1314 (TTAB 1992). Cf. Fed. R. Civ. P. 8(a).

3. See Johnson v. City of Shelby, 574 U.S. 10, 135 S. Ct. 346, 347 (2014) (per curiam) (plaintiff’s“[h]aving
informed the city of the factual basis for their complaint, they were required to do no more to stave off
threshold dismissal for want of an adequate statement of their claim™); Bell Atlantic Corp. v. Twombly, 550
U.S. 544, 570 (2007). Seealso Bell’sBrewery, Inc. v. Innovation Brewing, 125 USPQ2d 1340, 1349 (TTAB
2017) (likelihood of confusion claim based on the claimant’s use of two marks conjointly must be pleaded
clearly enough to providefair notice of the claim to the defendant); Hunt Control SystemsInc. v. Koninklijke
Philips Electronics N.V., 98 USPQ2d 1558, 1562 (TTAB 2011) (opposer’s assertion of use on “their related
components” in connection with “lighting control panels and electrical light dimmers’ provided fair notice
to applicant of the scope of opposer’s asserted goods at common law); Fair Indigo LLC v. Style Conscience,
85 USPQ2d 1536, 1538 (TTAB 2007) (elements of each claim should be stated concisely and directly, and
include enough detail to give the defendant fair notice); Levi Srauss & Co. v. R. Josephs Sportswear Inc.,
28 USPQ2d 1464, 1471 (TTAB 1993), recon. denied, 36 USPQ2d 1328, 1330 (TTAB 1994) (although
pleading need not allege particular “magic words,” pleading of mere descriptiveness in this case could not
belogically interpreted as asserting that applicant is not the owner of the mark); McDonnell Douglas Corp.
v. National Data Corp., 228 USPQ 45, 48 (TTAB 1985) (petitioner's Trademark Act 8§ 2(a), 15 U.S.C. §
1052(a) allegations were merely conclusory and unsupported by factual averments).

4. Johnson v. City of Shelby, 574 U.S. 10, 135 S. Ct. 346, 347 (2014) (per curiam) (plaintiff’s “[h]aving
informed the city of the factual basis for their complaint, they were required to do no more to stave off
threshold dismissal for want of an adequate statement of their claim™); Ashcroft v. Igbal, 556 U.S. 662
(2009), quoting Bell Atlantic Corp. v. Twombly, 550 U.S. 544, 570 (2007); Fed. R. Civ. P. 8(a). Seealso Lewis
SlkinLLP v. Firebrand LLC, 129 USPQ2d 1015, 1016 (TTAB 2018) (Board followsfederal notice pleading
standard which includes the requirement that the complaint “state a claim to relief that is plausible on its
face”); 5 C. WRIGHT, A. MILLER & M. KANE, FEDERAL PRACTICE AND PROCEDURE CIVIL §
1219 (4th ed. October 2021 update) (“ The federal rules effectively abolished the restrictive theory of the
pleadings doctrine, making it clear that it is unnecessary to set out alegal theory for the plaintiff’s claim for
relief.”).

5. SeeFed. R. Civ. P. 10(b); Isle of Alog, Inc. v. Aloe Creme Laboratories, Inc., 180 USPQ 794, 794 (TTAB
1974) (while paragraphs were numbered, none of the paragraphs were limited to a statement of asingle set
of circumstances).

6. SeeFed. R. Civ. P. 10(b); WiseF&I, LLC v. Allstate Ins. Co., 120 USPQ2d 1103, 1107 n.9 (2016) (where
opposer set forth asingle set of broad allegations regarding pleaded marks and registrations, Board directed
opposer, if amended notices of opposition were filed, to set forth each pleaded mark and registration in a
separate paragraph so that Applicant could separately admit or deny the allegations with respect to each
mark and registration); O.C. SeacretsInc. v. Hotelplan Italia Sp.A., 95 USPQ2d 1327, 1329 (TTAB 2010)
(“claims must be separately stated . . . . We will not parse an asserted ground to see if any of the elements
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that go to pleading that ground would independently state a separate ground;” motion to amend application
filed under Madrid Protocol denied).

7. SeeFed. R. Civ. P. 10(b) and (c).

8. See Fed. R. Civ. P. 8(d)(2) and (3); Humana Inc. v. Humanomics Inc., 3 USPQ2d 1696, 1698 (TTAB
1987) (applicant could have raised priority issue in a counterclaim by pleading likelihood of confusion
hypothetically notwithstanding the inconsistency of that pleading with its position in the opposition that the
marks are not confusingly similar); Home Juice Co. v. Runglin Cos., 231 USPQ 897, 899 (TTAB 1986)
(pleading construed as hypothetical pleading of likelihood of confusion which isappropriate where petitioner’s
standing is based on itsinability to secure a registration, notwithstanding that it is the senior user, because
the subject registration has been cited as areference by the examining attorney). Seealso Taffy' s of Cleveland,
Inc. v. Taffy's, Inc., 189 USPQ 154, 156-57 (TTAB 1975) (fact that petitioner argued before examining
attorney that its mark and that of respondent were not confusingly similar does not preclude petitioner from
asserting likelihood of confusion as ground for cancellation); Revco, D.S, Inc. v. Armour-Dial, Inc., 170
USPQ 48, 49 (TTAB 1971) (in seeking to cancel on ground of abandonment, plaintiff asserted proper
hypothetical pleading of likelihood of confusion as basis for standing).

9. SeeFed. R. Civ. P 8(d)(2).

10. See McCormick & Co. v. Hygrade Food Products Corp., 124 USPQ 16, 17 (TTAB 1959). Cf. Harsco
Corp. v. Electrical SciencesInc., 9 USPQ2d 1570, 1571 (TTAB 1988) (if evidentiary facts are pleaded, and
they aid in giving a full understanding of the complaint as awhole, they need not be stricken).

11. See Brown Shoe Co. v. Robbins, 90 USPQ2d 1752, 1755 (TTAB 2009) (alegations in defendant’s
application are not facts and must be proven at trial); Baseball America Inc. v. Powerplay Sports, Ltd., 71
USPQ2d 1844, 1846 n.6 (TTAB 2004) (factual allegations made in the pleadings are not evidence of the
matters alleged, except insofar as they might be deemed to be admissions against interest). Cf. Bausch &
Lomb Inc. v. Karl Storz GmbH & Co. KG, 87 USPQ2d 1526, 1530 (TTAB 2008) (opposer’s attempt to
make registrations of record by attaching to its notice of opposition printouts from the Office’s electronic
database records showing the current status and title of its registrations would have been sufficient under
current version of 37 C.F.R. § 2.122(d)(1)).

12. See 37 C.ER. § 2.116(a); Fed. R. Civ. P. 8(e); The Scotch Whiskey Association v. United Sates Distilled
Products Co., 952 F.2d 1317, 21 USPQ2d 1145, 1147 (Fed. Cir. 1991); Corporacion Habanos SA v.
Rodriquez, 99 USPQ2d 1873, 1874 (TTAB 2011).

309.03(b) Entitlement to a Statutory Cause of Action

Any person who believesit is or will be damaged by registration of amark has an entitlement to a statutory
cause of action (previously referred to as” standing”) to fileacomplaint. [Note 1.] SeeTBMP § 303 In 2020,
the U.S. Court of Appeals for the Federa Circuit adopted the framework set forth by the U.S. Supreme
Court in Lexmark International, Inc. v. Satic Control Components, Inc., 572 U.S. 118, 109 USPQ2d 2061
(2014). Lexmark established two requirementsfor determining whether aparty isentitled to bring or maintain
a statutory cause of action: a party must demonstrate (i) an interest falling within the zone of interests
protected by the statute, and (ii) proximate causation. Despite the change in nomenclature, prior Federal
Circuit and Board decisions interpreting Sections 13 and 14 of the Trademark Act, 15 U.S.C. § 1063and 15
U.S.C § 1064, remain equally applicable. [Note 2.] Thereis no meaningful, substantive difference between
the analytical frameworks in the Board's prior “standing” case law, under which a plaintiff must show a
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real interest in the proceeding and a reasonable basis for its belief in damage [Note 3], and the current
“entitlement” case law, under which a plaintiff must show an interest falling within the zone of interests
protected by statute and damage proximately caused by registration. [Note4.] In other words, demonstrating
areal interest in opposing or cancelling aregistration of amark satisfies the zone-of -interests requirement,
and demonstrating a reasonable belief in damage by the registration of a mark demonstrates damage
proximately caused by registration of the mark. [Note 5.].

Please Note: Although there has been a change in nomenclature, use of the term “standing” may appear
interchangeably with the wording “an entitlement to a statutory cause of action” in parentheticals to case
citations throughout the manual. Notwithstanding, parties should refer to the issue in submissions filed in
Board proceedings as “entitlement to a statutory cause of action.”

At the pleading stage, all that is required is that a plaintiff allege facts sufficient to show it has an interest
within the zone of interests protected by statute, i.e., a “real interest” and damage proximately caused by
registration, i.e., a“reasonable basis” for its belief that it would suffer some kind of damage if the mark is
registered. [Note 6.] See alsoTBMP § 303.06 regarding pleading of an entitlement to a statutory cause of
action by joint plaintiffs. To plead a zone of interest protected by statute, referred to in prior case law as a
“rea interest,” plaintiff must allege a “direct and persona stake” in the outcome of the proceeding. [Note
7.] The alegations in support of plaintiff’s belief of damage proximately caused by registration must have
areasonable basis “in fact.” [Note 8.]

Allegations in support of an entitlement to a statutory cause of action which may be sufficient for pleading
purposes must later be affirmatively proved by the plaintiff at trial (or on summary judgment). [Note 9.]
However, there is no requirement that actual damage be pleaded or proved, or that plaintiff show apersona
interest in the proceeding different or “beyond that of the general public” [Note 10], in order to establish an
entitlement to a statutory cause of action or to prevail in an opposition or cancellation proceeding. See
TBMP § 303.03.

Aninterest falling within the zone of interests protected by statute and damage proximately caused by the
registration of amark may be found, for example, where plaintiff pleads (and later proves):

A claim of likelihood of confusion that is not wholly without merit [Note 11], including claims based upon
current ownership of avalid and subsisting registration [Note 12] or prior use of aconfusingly similar mark.
[Note 13.] A registration on the Supplemental Register may be sufficient to establish an entitlement to a
statutory cause of action [Note 14];

Plaintiff has been refused registration of its mark because of defendant’s registration, or has been advised
that it will be refused registration when defendant’ s application maturesinto aregistration, or hasareasonable
belief that registration of its application will be refused because of defendant’s registration [Note 15];

Plaintiff has a bonafide intent to use the same mark for related goods, and is about to file an intent-to-use
application to register the mark, and believes registration of the mark will be refused in view of defendant’s
registration [Note 16];

Defendant has relied on its ownership of its application or registration in another proceeding between the
parties, or defendant has asserted a likelihood of confusion in another proceeding between the parties
involving the same marks. [Note 17.]
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A counterclaimant’s entitlement to a statutory cause of action to cancel a pleaded registration isinherent in
its position as defendant in the original proceeding. [Note 18.] SeealsoTBMP § 313.03.

A plaintiff need not assert proprietary rightsin atermin order to have an entitlement to a statutory cause of
action. [Note 19.] For example, when descriptiveness or genericness of the mark isin issue, plaintiff may
plead (and later prove) its entitlement to a statutory cause of action by alleging that it is engaged in the sale
of the same or related products or services (or that the product or service in question is within the normal
expansion of plaintiff’s business) and that the plaintiff has an interest in using the term descriptively in its
business. (That is, plaintiff may plead that it is a competitor.) [Note 20.] Allegations that plaintiff is a
competitor may be made in connection with other claims as well. [Note 21.]

If aplaintiff can show an entitlement to a statutory cause of action on one ground, it has the right to assert
any other grounds in an opposition or cancellation proceeding. [Note 22.]

NOTES:

1. SeeTrademark Act § 13 and Trademark Act § 14, 15 U.S.C. 8 1063 and 15 U.S.C. § 1064.

2. See, eg., Corcamore, LLC v. SFM, LLC, 978 F.3d 1298, 2020 USPQ2d 11277, at *4-8 (Fed. Cir. 2020),
cert. denied, 141 S. Ct. 2671(2021); Australian Therapeutic Supplies Pty. Ltd. v. Naked TM, LLC, 965
F.3d 1370, 2020 USPQ2d 10837, at * 3 (Fed. Cir. 2020), reh’ g en banc denied, 981 F.3d 1083, 2020 USPQ2d
11438 (Fed. Cir. 2020), cert. denied, 142 S. Ct. 82 (2021); Peterson v. Awshucks SC, LLC, 2020 USPQ2d
11526, at *5 n.34 (TTAB 2020); Major League Soccer, LLC v. F.C. International Milano Sp.A., 2020
USPQ2d 11488, at *5 n.18 (TTAB 2020); Spanishtown Enterprises, Inc. v. Transcend Resources, Inc.,
2020 USPQ2d 11388, at *1-2 (TTAB 2020). But see Brooklyn Brewery Corp. v. Brooklyn Brew Shop, LLC,
17 F.4th 129, 2021 USPQ2d 1069, at *3 (Fed. Cir. 2021) (when a decision of an administrative agency is
appealed in federal court, the appellant also must satisfy the requirements of Article I11 standing).

3. Empresa Cubana Del Tabaco v. Gen. Cigar Co., 753 F.3d 1270, 111 USPQ2d 1058, 1062 (Fed. Cir.
2014).

4. Corcamore, LLC v. SFM, LLC, 978 F.3d 1298, 2020 USPQ2d 11277, at *4-8 (Fed. Cir. 2020)., cert
denied, 141 S. Ct. 2671 (2021).

5. Spanishtown Enterprises, Inc. v. Transcend Resources, Inc., 2020 USPQ2d 11388, at *2 (TTAB 2020)
(citing Corcamore, LLC v. SFM, LLC, 978 F.3d 1298, 2020 USPQ2d 11277, at * 7 (Fed. Cir. 2020)).

6. Corcamore, LLC v. SFM, LLC, 978 F.3d 1298, 2020 USPQ2d 11277, at *4 (Fed. Cir. 2020) (“we discern
no meaningful, substantive difference between the analytical frameworks expressed in Lexmark and Empresa
Cubana), cert denied, 141 S. Ct. 2671 (2021). See also Empresa Cubana del Tabaco v. General Cigar
Co., 753 F.3d 1270, 111 USPQ2d 1058, 1062 (Fed. Cir. 2014); Ritchie v. Smpson, 170 F.3d 1092, 50
USPQ2d 1023, 1025 (Fed. Cir. 1999); Lipton Industries, Inc. v. Ralston Purina Co., 670 F.2d 1024, 213
USPQ 185, 189 (CCPA 1982); Herbko International Inc. v. Kappa Books, Inc., 308 F.3d 1156, 64 USPQ2d
1375, 1377 (Fed. Cir. 2002); Jewelers Vigilance Committee Inc. v. Ullenberg Corp., 823 F.2d 490, 2
USPQ2d 2021, 2024 (Fed. Cir. 1987) on remand, 5 USPQ2d 1622 (TTAB 1987), rev'd, 853 F.2d 888, 7
USPQ2d 1628 (Fed. Cir. 1988) (trade association has standing to maintain opposition); International Order
of Job’s Daughtersv. Lindeburg and Co., 727 F.2d 1087, 220 USPQ 1017, 1020 (Fed. Cir. 1984).
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Shael Norrisv. PAVE: Promoting Awareness, Victim Empower ment, 2019 USPQ2d 370880, at *3-4 (TTAB

2019) (plaintiff’s endeavors and the relationship between the parties establish plaintiff’s reals interest and
reasonable basis for belief of damage); Corporacion Habanos SA v. Rodriquez, 99 USPQ2d 1873, 1876
(TTAB 2011) (allegations that term is an appellation of origin for Cuban cigars owned by plaintiff and that
plaintiff will be damaged by continued registration of designation is sufficient to alege plaintiff’'s real
interest in the case for standing); Spirits International B.V. v. S S. Taris Zeytin Ve Zeytinyagi Tarim Satis
Kooperatifleri Birligi, 99 USPQ2d 1545, 1548 (TTAB 2011) (in view of arguable similarities in the marks
and relatedness of the goods, opposer has shown areasonable belief of damage and that it has areal interest
inthe case); Enbridge, Inc. v. Excelerate Energy L.P., 92 USPQ2d 1537, 1543 n.10 (TTAB 2009) (plaintiff
does not have to prove claims or actual damage to establish standing); Syngenta Crop Protection Inc. v.
Bio-Chek LLC, 90 USPQ2d 1112, 1118 n.8 (TTAB 2009) (licensees have standing to oppose); Bausch &
Lomb Inc. v. Karl SorzGmbH & Co. KG, 87 USPQ2d 1526, 1530 (TTAB 2008) (standing based on parties
agreement); Kellogg Co. v. General MillsInc., 82 USPQ2d 1766, 1767 (TTAB 2007) (standing based on
showing of commercial interest in the mark); Association pour la Defense et la Promotion de L’ Oeuvre de
Marc Chagall dite Comite Marc Chagall v. Bondarchuk, 82 USPQ2d 1838, 1841 (TTAB 2007) (standing
established where (1) individual named in the mark died in 1985, (2) representative is the granddaughter of
the named individual and one of the heirs, (3) representative is a member of the petitioner committee and
the purpose of the committee isto defend the rights and the work of the named individual, and (4) petitioners
claim that the mark at issue falsely suggests a connection with the named individual).

Cf. Meenaxi Enterprise, Inc. v. Coca-Cola Co., 38 F.4th 1067, 2022 USPQ2d 602 (Fed. Cir. 2022) (Board
decision granting petition to cancel reversed because plaintiff failed to establish an entitlement to a statutory
cause of action based on lost sales or reputational injury); NSM Resources Corp. v. Microsoft Corp., 113
USPQ2d 1029, 1033 (TTAB 2013) (“The fact that the word ‘Huck’ may be used in respondent’s written
materials that happen also to bear respondent’s registered mark [XBOX 360], a mark not remotely similar
to the word *Huck,” does not establish a basis upon which to allege standing to cancel the registration of the
subject mark.”); Doyle v. Al Johnson's Swedish Restaurant & Butik Inc., 101 USPQ2d 1780, 1782-83
(TTAB 2010) (even assuming petitioner has a“real interest” and “personal stake” in taking photographs of
goats on aroof, there is no allegation that respondent’s mark prevents petitioner from doing so or how his
interest in taking such photographs relates to respondent’s services).

7. Empresa Cubana del Tabaco v. General Cigar Co., 753 F.3d 1270, 111 USPQ2d 1058, 1062 (Fed. Cir.
2014); Ritchie v. Smpson, 170 F.3d 1092, 50 USPQ2d 1023, 1026 (Fed. Cir. 1999). See also Lipton
Industries, Inc. v. Ralston Purina Co., 670 F.2d 1024, 213 USPQ 185, 189 (CCPA 1982); Schiedmayer
Celesta GmbH v. Piano Factory Group, Inc., 2019 USPQ2d 341894, at *5-6 (TTAB 2019) (personal stake
where plaintiff is named after family and owned by a family member using the mark for keyboard
instruments), aff'd 11 F4th 1363. 2021 USPQ2d 913 (Fed. Cir. 2021); Corporacion Habanos SA v.
Rodriquez, 99 USPQ2d 1873, 1875-76 (TTAB 2011) (Cuban entity has sufficiently alleged standing where
claims do not require assertion of a property interest, a specific license to cancel the registration wasissued
by the U.S. State Department to plaintiff, and standing may be rooted in enforceable rights despite the
existence of an embargo). See also Empresa Cubana Del Tabaco v. General Cigar Co., 2022 USPQ2d
1242, at *22-23 (TTAB 2022) (Cuban entity has entitlement to a statutory cause of action although it does
not and cannot engage in any businessin the United States due to the embargo on Cuban goods), civil action
filed, No. 1:23-cv-00227, (E.D. Va.. Feb. 20, 2023); Corporacion Habanos SA. v. AnncasInc., 88 USPQ2d
1785, 1790 (TTAB 2008) (same).

8. Ritchie v. Smpson, 170 F.3d 1092, 50 USPQ2d 1023, 1027 (Fed. Cir. 1999) (stating that the belief of
damage alleged by plaintiff must be more than a subjective belief) (citing Universal Oil Products v. Rexall
Drug & Chemical Co., 463 F.2d 1122, 174 USPQ 458, 459-60 (CCPA 1972)). Seealso Daylev. Al Johnson's
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Swedish Restaurant & Butik Inc., 101 USPQ2d 1780, 1783 (TTAB 2010) (petitioner’s aleged belief that
he would be damaged by respondent’s registrations is not reasonable).

9. SeeRitchiev. Smpson, 170 F.3d 1092, 50 USPQ2d 1023, 1029 (Fed. Cir. 1999) (citing Lipton Industries,
Inc. v. Ralston Purina Co., 670 F.2d 1024, 213 USPQ 185, 189 (CCPA 1982)). See also,
e.g., Philanthropist.com, Inc. v. General Conference Corp. of Seventh-day Adventists, 2021 USPQ2d 643,
at *16 (TTAB 2021) (petitioner did not maintain a reasonable belief in damage following conclusion of
proceeding brought by respondent under the Uniform Domain Name Resolution Procedure (UDRP)), aff’'d
mem, No. 21-2208, 2022 WL 3147202 (Fed. Cir. 2022); Spanishtown Enterprises, Inc. v. Transcend
Resources, Inc., 2020 USPQ2d 11388 (TTAB 2020) (summary judgment denied because of the existence
of a genuine dispute of material fact as to plaintiff’s entitlement to a statutory cause of action); Stephen
Sesinger Inc. v. Disney EnterprisesInc., 98 USPQ2d 1890, 1895 n.15 (TTAB 2011) (no standing in Board
proceeding where district court decided plaintiff lacked an ownership interest in the marks), aff’d, 702 F.3d
640, 105 USPQ2d 1472 (Fed. Cir. 2012), cert den. 134 S. Ct. 125 (2013); Sinclair Oil Corp. v. Kendrick,
85 USPQ2d 1032, 1037 (TTAB 2007) (opposer established valid ground for grant of summary judgment
in its favor; opposer allowed time to prove its standing); Demon International LC v. Lynch, 86 USPQ2d
1058, 1060 (TTAB 2008) (failureto prove standing); and Boswell v. Mavety Media Group Ltd., 52 USPQ2d
1600, 1605 (TTAB 1999) (at final decision, inquiry is not whether pleading of standing is sufficient but
whether allegations have been proven).

10. See Ritchie v. Smpson, 170 F.3d 1092, 50 USPQ2d 1023, 1027 (Fed. Cir. 1999) (“The crux of the
matter is not how many others share one's belief that one will be damaged by the registration, but whether
that belief isreasonable and reflectsareal interest intheissue”). Seealso Cunninghamv. Laser Golf Corp.,
222 F.3d 943, 55 USPQ2d 1842, 1844 (Fed. Cir. 2000); and Lipton Industries, Inc. v. Ralston Purina Co.,
670 F.2d 1024, 213 USPQ 185, 189 (CCPA 1982); Blackhorse v. Pro-Football, Inc., 98 USPQ2d 1633,
1638 (TTAB 2011) (no requirement that actual damage be pleaded and proved in order to establish standing
or to prevail in the proceeding); Jansen Enterprises Inc. v. Rind, 85 USPQ2d 1104, 1107 (TTAB 2007)
(plaintiff has shown that it is not a mere intermeddler).

11. See Cunninghamv. Laser Golf Corp., 222 F.3d 943, 55 USPQ2d 1842, 1844 (Fed. Cir. 2000); Selva
& Sons, Inc. v. Nina Footwear, Inc., 705 F.2d 1316, 217 USPQ 641, 648 (Fed. Cir. 1983); Lipton Industries
Inc. v. Ralston Purina Co., 670 F.2d 1024, 213 USPQ 185, 189 (CCPA 1982); Otto Roth & Co. v. Universal
Foods Corp., 640 F.2d 1317, 209 USPQ 40, 44 (CCPA 1981) (plaintiff may show standing based on common
law rights in mark that is distinctive, inherently or otherwise); Bausch & Lomb Incorporated v. Karl Storz
GmbH & Co KG, 87 USPQ2d 1526, 1530 (TTAB 2008) (standing established by introduction of parties
agreement); L.C. Licensing Inc. v. Berman, 86 USPQ2d 1883, 1887 (TTAB 2008) (standing established by
properly making pleaded registrations of record); HerbaceuticalsInc. v. Xel HerbaceuticalsInc., 86 USPQ2d
1572, 1576 (TTAB 2008) (standing based on ownership of prior registration not voided by allegation, even
if true, that mark is generic); Grand Canyon West Ranch LLC v. Hualapai Tribe, 88 USPQ2d 1501, 1502
(TTAB 2008) (standing established by testimony as to prior use); Schering-Plough HealthCare Products
Inc. v. Ing-Jing Huang, 84 USPQ2d 1323, 1324 (TTAB 2007) (standing based on ownership of pleaded
registrations); Chicago Bears Football Club Inc. v. 12TH Man/Tennessee LLC, 83 USPQ2d 1073, 1075
(TTAB 2007) (exclusive licensee has standing); Wet Seal Inc. v. FD Management Inc., 82 USPQ2d 1629,
1634 (TTAB 2007) (standing based on common law use of mark); Barbara’s Bakery Inc. v. Landesman,
82 USPQ2d 1283, 1285 (TTAB 2007) (standing established by properly making pleaded registration of
record and asserting non-frivolous likelihood of confusion claim); L. & J.G. Stickley Inc. v. Cosser, 81
USPQ2d 1956, 1964 (TTAB 2007) (cancellation petitioner’s standing based on prior common law use of
elements contained in defendant’s registered marks); Baseball America Inc. v. Powerplay Sports Ltd., 71
USPQ2d 1844, 1848 (TTAB 2004); Time Warner Entertainment Co. v. Jones, 65 USPQ2d 1650, 1657
(TTAB 2002); Metromedia Steakhouses, Inc. v. Pondco |1 Inc., 28 USPQ2d 1205, 1209 (TTAB 1993); The
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Nestle Co. Inc. v. Nash-Finch Co., 4 USPQ2d 1085, 1087 (TTAB 1987); Liberty Trouser Co. v. Liberty &
Co., 222 USPQ 357, 358 (TTAB 1983) (alegation of likelihood of confusion accepted as proper alegation
of petitioner’s standing with respect to pleaded grounds of fraud and abandonment).

12. See Cunninghamv. Laser Golf Corp., 222 F.3d 943, 55 USPQ2d 1842, 1844 (Fed. Cir. 2000); Lipton
Industries, Inc. v. Ralston Purina Co., 670 F.2d 1024, 213 USPQ 185, 189 (CCPA 1982); King Candy Co.
v. Eunice King's Kitchen, Inc., 496 F.2d 1400, 182 USPQ 108, 110 (CCPA 1974) (prior registration but not
priority in use); Double Coin HoldingsLtd. v. Tru Devel opment, 2019 USPQ2d 377409, at *4 (TTAB 2019)
(pleaded registration made of record); Primrose Retirement Communities, LLC v. Edward Rose Senior
Living, LLC, 122 USPQ2d 1030, 1032 (TTAB 2016) (same); Research in Motion Limited v. Defining
Presence Marketing Group Inc., 102 USPQ2d 1187, 1190 (TTAB 2012) (same); Vital Pharmaceuticals
Inc. v. Kronholm, 99 USPQ2d 1708, 1712 (TTAB 2011) (standing established because pleaded registrations
are of record on a motion for involuntary dismissal); Rocket Trademarks Pty. Ltd. v. Phard Sp.A., 98
USPQ2d 1066, 1072 (TTAB 2011) (pleaded registrations of record); SmithKline Beecham Corp. V.
Omnisource DDS LLS, 97 USPQ2d 1300, 1301 (TTAB 2010) (same); Brown Shoe Co. v. Robbins, 90
USPQ2d 1752, 1754 (TTAB 2009) (same); Bass Pro Trademarks LLC v. Sportsman’s Warehouse Inc., 89
USPQ2d 1844, 1849 (TTAB 2008) (same); Corporacion Habanos SA. v. Anncas Inc., 88 USPQ2d 1785,
1790 (TTAB 2008) (same); Boston Red Sox Baseball Club LP v. Sherman, 88 USPQ2d 1581, 1586 (TTAB
2008) (standing established by making of record copies of its pleaded registrations showing the current
status of the registrations and their ownership in opposer); H.D. Lee Co. v. Maidenform Inc., 87 USPQ2d
1715, 1721 (TTAB 2008) (opposer aleged ownership of application that issued during proceeding and
introduced a certified copy of subsequent registration at trial showing current status and title in opposer’'s
name); Apple Computer v. TVNET.net Inc., 90 USPQ2d 1393, 1396 (TTAB 2007) (pleaded registrations
made of record); Sinclair Qil Corp. v. Kendrick, 85 USPQ2d 1032, 1037 n.10 (TTAB 2007) (opposer’s
allegations of ownership of pleaded registrations insufficient to prove standing); Black & Decker Corp. v.
Emerson Electric Co., 84 USPQ2d 1482, 1490 (TTAB 2007) (pleaded registrations made of record; cancelled
registration has no probative value); Christian Broadcasting Network Inc. v. ABS-CBN International, 84
USPQ2d 1560, 1565 (TTAB 2007) (pleaded registrations made of record); Otto International Inc. v. Otto
Kern GmbH, 83 USPQ2d 1861, 1863 (TTAB 2007) (pleaded registrations made of record); B.V.D. Licensing
Corp. v. Rodriguez, 83 USPQ2d 1500, 1505 (TTAB 2007) (pleaded registrations made of record); Truescents
LLC v. Ride &in Care LLC, 81 USPQ2d 1334, 1337 (TTAB 2006) (parties stipulated to status and title of
opposer’s pleaded registrations and applications); Tea Board of India v. Republic of Tea Inc., 80 USPQ2d
1881, 1897 (TTAB 2006) (pleaded registration of record by virtue of the counterclaim brought by applicant);
DC Comics v. Pan American Grain Manufacturing Co., 77 USPQ2d 1220, 1225 (TTAB 2005); Knight
Textile Corp. v. Jones Investment Co., 75 USPQ2d 1313, 1315 (TTAB 2005) (status and title copies of
pleaded registrations made of record).

13. See First Niagara Insurance Brokers Inc. v. First Niagara Financial Group Inc., 476 F.3d 867, 81
USPQ2d 1375, 1378 (Fed. Cir. 2007) (intrastate use by foreign opposer); AT&T Mobility LLC v. Mark
Thomann, 2020 USPQ2d 53785, at * 11 (TTAB 2020) (opposer’s standing confirmed by proof of its corporate
relationship to entity using the mark as part of its trade name); Double Coin Holdings Ltd. v. Tru
Development, 2019 USPQ2d 377409, at *4 (TTAB 2019) (standing also established by testimony with
exhibits of earlier use of confusingly similar mark); Ayoub, Inc. v. ACSAyoub Car pet Service, 118 USPQ2d
1392, 1395 (TTAB 2016) (opposer’s trade name use; admissions by applicant that opposer is direct
competitor); Hunt Control Systems Inc. v. Koninklijke Philips Electronics N.V., 98 USPQ2d 1558, 1565
(TTAB 2011) (prior use established by testimony and conceded by applicant); Syngenta Crop Protection
Inc. v. Bio-Chek LLC, 90 USPQ2d 1112, 1118 n.8 (TTAB 2009) (use of mark established by testimony
sufficient to show reasonable belief of damage even though use “ purportedly based on alicense which has
not been clearly establishedin evidence”); Gierschv. ScrippsNetworksInc., 90 USPQ2d 1020, 1022 (TTAB
2009) (standing established by showing of common law rights); Green Spot (Thailand) Ltd. v. Vitasoy
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International Holdings Ltd., 86 USPQ2d 1283, 1285 (TTAB 2008) (prior use); General Motors Corp. v.
Aristide& Co., Antiquaire de Marques, 87 USPQ2d 1179, 1181 (TTAB 2008) (past use and present licensing);
Kohler Co. v. Baldwin Hardware Corp., 82 USPQ2d 1100, 1106 (TTAB 2007) (prior use).

14. See Otter Products LLC v. BaseOnelLabs LLC, 105 USPQ2d 1252, 1254 (TTAB 2012) (opposer’s
Supplemental Registration sufficient to establish opposer’sreal interest in proceeding).

15. See Empresa Cubana del Tabaco v. General Cigar Co., 753 F.3d 1270, 111 USPQ2d 1058, 1062 (Fed.
Cir. 2014) (plaintiff's application refused based on defendant’s registrations); Hole In 1 Drinks, Inc. v.
Lajtay, 2020 USPQ2d 10020, at * 3 (TTAB 2020) (evidence of record showing petitioner’s pending application
refused regi stration based on respondent’sregistration); Performance ProductsLtd. v. Weapon X Maotor sports,
Inc., 126 USPQ2d 1034, 1039-40 (TTAB 2018) (opposer’s standing established through applicant’s
concessions and admissions that opposer’s pending application would be refused registration should
applicant’s application register); Saddlesprings Inc. v Mad Croc Brands Inc., 104 USPQ2d 1948, 1950
(TTAB 2012) (same); ShutEmDown Sports Inc. v. Lacy, 102 USPQ2d 1036, 1041 (TTAB 2012) (evidence
of record showing petitioner’s pending application refused registration based on respondent’s registration);
Kallamni v. Khan, 101 USPQ2d 1864, 1865 (TTAB 2012) (evidence of record showing petitioner’s pending
application refused registration based on respondent’s registration); Mattel Inc. v. Brainy Baby Co., 101
USPQ2d 