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What is the Patent Trial and Appeal Board?

3

Patent
Challengers

PATENTS
examine patent applications

and grant patents

PTAB
ex parte appeals,

AIA proceedings, other

TRADEMARKS

examine and
register trademarks

TTAB*
ex parte appeals, inter 

partes proceedings

*Trademark Trial and Appeal Board (TTAB)



Appeal byte:
What is a claim?

1

Today’s agenda

4
*INFORMATION NOT INTENDED AS LEGAL ADVICE 

Trial byte:
Motions to Amend

2

Case study:
Ex parte Lewis

3

Meet a 
Law School IP 
Clinic Director

4

Q&A
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To send in questions or comments about the 
presentation, please email:

– PTABInventorHour@uspto.gov

Question/comment submission
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Appeal byte:
What is a claim?

Arthur Peslak, Administrative Patent Judge



What is a claim?
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Claims define the 
subject matter that 

you seek to 
protect and are

part of the patent 
or application’s 

written description



What is a claim?
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Claim
Preamble

Transitional phrase

Body

Wherein/whereby clause*

Functional*

Means plus function*

*optional



Claim – Preamble and Type of Invention
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A Process …

A 
Manufacture 

A Machine . . .

A 
Composition 

of Matter



Preamble

A process for collecting Martian soil to identify indigenous lifeforms
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Claim – transitional phrase
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Comprising

Consisting

Consisting essentially



Claim – body
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1. A process for collecting 
Martian soil to identify 
indigenous lifeforms,
comprising:
i. launching a rocket from 

the United States to land 
on Mars;

ii. digging up soil sample;
iii. putting the sample on a 

slide;
iv. optically imaging the 

sample; and
v. detecting an unknown 

organism.



Claim – wherein, whereby
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Wherein the 
Martian organism 
will not use either 
RNA or DNA as the 
genetic material;



Claim – functional
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. . . And the 
Martian organism 
is transparent to 
infrared rays;



Claim – means plus function
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Where the testing 
also involves a 
means for scanning 
the sample.



Claim

16

1. A process for collecting Martian soil 
to identify indigenous lifeforms, 

comprising:

wherein the Martian organism 
will not use either RNA or DNA 
as the genetic material;

i. launching a rocket from the United 
States to land on Mars;

ii. digging up soil sample;
iii. putting the sample on a slide;
iv. optically imaging the sample; and
v. detecting an unknown organism;

and the Martian organism is 
transparent to infrared rays;

where the testing also involves 
a means for scanning the 
sample.



Dependent claims

17

2. The process of claim 1, wherein the 
rocket is launched from Cape 
Canaveral.

3. The process of claim 1, wherein the 
imaging is performed by a human on a 
microscope.

4. The process of claim 2, wherein the 
Martian organism uses silicon based 
genetic material.



To send in questions or comments about the 
presentation, please email:

– PTABInventorHour@uspto.gov

Question/comment submission
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mailto:PTABInventorHour@uspto.gov


• View dozens of videos:
– USPTO’s Invention-Con
– Tips for registering a trademark
– Science of Innovation series for kids and teachers
– Careers at USPTO
– And a lot more

• https://www.youtube.com/user/USPTOvideo/

USPTO YouTube channel
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https://www.youtube.com/user/USPTOvideo/


Trial byte:
Motions to amend

Ulrike Jenks, Administrative Patent Judge
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Overview of AIA proceedings
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Cannot enlarge 
scope or add 
new matter

Amend any 
challenged 

claim

Cancel any 
challenged 

claim

Patent owner motion to amend
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• Petitioner bears the burden of showing the 
unpatentability of proposed substitute claims

• The Board itself may, in the interests of justice, 
exercise its discretion to grant or deny a 
motion to amend for any reason supported by 
the evidence of record 

Petitioner opposition to motion to amend
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Option 2:  
File a revised MTA

Option 1:  
Request preliminary 

guidance

Motion to Amend Pilot Program
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• Notice regarding options for reissue or 
reexamination during pending AIA 
proceeding

• Published in Federal Register at 84 Fed. Reg. 16654 
(April 22, 2019) 

• Available at https://www.uspto.gov/patents/ptab/
notice-regarding-options-amendments

Other amendment options

https://www.uspto.gov/patents/ptab/notice-regarding-options-amendments


To send in questions or comments about the 
presentation, please email:

– PTABInventorHour@uspto.gov

Question/comment submission
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PTAB Pro Bono Program
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• Under-resourced inventors may receive free 
legal help from volunteer attorneys for ex parte 
appeals before the PTAB

• For more details – watch the recording of the 
April Inventor Hour webinar online or check out 
the PTAB Pro Bono Program at 
www.uspto.gov/ptabprobono

http://www.uspto.gov/ptabprobono


Case file:
Ex Parte Lewis, Appeal No. 2008-0034

Lynne Browne, Administrative Patent Judge



Goals
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Provide insight into patent 
prosecution

Show importance of careful claim 
drafting

Answer questions regarding PTAB’s  
approach



Relevant legal principles

“The name of the game is the claim”

prior art or
combination 
must disclose

all limitations in order to 
anticipate or render 
obvious the claim

limitation not in
the claim cannot 
distinguish claim 

over prior art



Technology of application



Technology of application

pitching area 500

pitching mound 506

remote 
control 
unit 70

catcher mannequin 24

batter mannequin 22

turntable 26
fixed plate 32

rotatable 
head 34



Cited prior art 
U.S. Patent No. 3,525,525 (Rideout)



Cited prior art 
U.S. Patent No. 3,525,525 (Rideout)

rotor 20 consisting of 
four arms 22

motor 26

batter 30

ball 62 & 
bat 126

block 114 with bat 126 in 
position to represent right-
handed batter

target plate 52 (also 54, 56, 58)

detachable element 
164 (also 158, 160, 
162) in form of 
baseball player



Claim 45 anticipated by Rideout?

45. A system for practicing pitching, comprising:
a batter mannequin which rotates to a right 

handed batting position or to a left handed batting 
position.



Claim 45 anticipated by Rideout? 

Examiner: “Rideout 
discloses a batter 
mannequin (batter 30), 
which rotates to a right-
handed batting position 
or to a left handed 
batting position”  

rotor arm 22

motor 26

batter 30



Claim 45 anticipated by Rideout?  
Appellant:  Batting positions 
refers to “specific physical 
relationships” between batter 
and home plate/catcher.  

Rideout batter “cannot … 
change batting hands, 
much less change between 
right and left handed 
batting positions.” 

Fig. 2 Batter 22 in right 
handed batting position

Fig. 5 Batter 22 in left 
handed batting position



Rotor arm 22

Motor 26

Batter 30 in right 
handed batting position

Claim 45 does not require 
rotation to both right 
handed and left handed 
batting positions.

Claim 45 does 
not require 
changing batting 
hands.

Board affirmed rejection of claim 45
Claim 45 does not recite a plate or a catcher, 
and during prosecution Examiner and Board 
gives terms broadest reasonable
interpretation in light of Specification. 



Claim 49 anticipated by Rideout?
47. The system according to Claim 45, further including:

a turntable having a perimeter and a center; and, said 
batter mannequin disposed on said turntable in an off center 
position near said perimeter of said turntable.

49. The system according to Claim 47, further including:
said turntable rotating about 180° to effect said right 

handed and left handed batting positions.



Claim 49 anticipated by Rideout? 

Batter 30

Rotor 20

Examiner: “Rideout shows the turntable 
rotating (arms 22) about 180 degrees and 
the batter (30) is turned 180 degrees to go 
from a right-handed batter to a left-
handed batter.”



Claim 49 anticipated by Rideout?

“No amount of rotation 
can change … handedness 
of the Rideout batter.”

Appellant:  “[S]ince the batter is 
a fixed toy figure, it can never . . . 
go from a right-handed batter 
to a left-handed batter.”

Batter 30

Rotor 20



Rotor arm 22

Motor 26

Batter 30 in right handed batting 
position

“Rideout clearly does not 
disclose a left-handed 
batting position.”

Board reversed rejection of claim 49
“[C]laim 49 specifically recites rotation 
of the turntable to position the batter in 
the ‘right-handed and left-handed 
batting positions’ … (in contrast to 
independent claim 45 … using the 
alternative language ‘or’).”



After the Board decision



Takeaways

Allowed Claims

Including 
limitations not 
suggested by 

prior art

Keeping in 
mind broadest 

reasonable 
interpretation 

in view of 
Specification

Carefully 
describing 
invention in 
the claims



To send in questions or comments about the 
presentation, please email:

– PTABInventorHour@uspto.gov

Question/comment submission
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Law School Clinic Certification Program 

• Over 60 participating law school clinics
• Pro bono legal services to the public, including 

inventors, entrepreneurs, and small businesses
• Participating schools and contact information at: 

https://www.uspto.gov/learning-and-
resources/ip-policy/public-information-about-
practitioners/law-school-clinic-1

46

https://www.uspto.gov/learning-and-resources/ip-policy/public-information-about-practitioners/law-school-clinic-1


Meet a law school IP clinic director:
Glushko-Samuelson IP Law Clinic, American University Washington College of Law
Victoria F. Phillips (Clinic Director) & David Grossman (Adjunct Patent Supervisor)

Christopher Paulraj, Administrative Patent Judge



Vicki Phillips David Grossman

ipclinic@wcl.american.edu



Current nationwide coverage

49



Nationwide coverage
https://www.uspto.gov/sites/default/files/documents/USPTO-Law-School-Clinic-Certification-Map-May-2022.pdf

50

https://www.uspto.gov/sites/default/files/documents/USPTO-Law-School-Clinic-Certification-Map-May-2022.pdf


To send in questions or comments about the 
presentation, please email:

– PTABInventorHour@uspto.gov

Question/comment submission
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Inventor Hour, Episode 14
Thursday, January 26, noon (ET)

Future programs

53
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