
           
               

            
            

              
                   

             
             

             
          
              

                
          

From: Sabino, Michael 
To: Fee.Setting 
Subject: Comments on Proposed Rule “Setting and Adjusting Patent Fees During Fiscal Year 2020”  
Date: Wednesday, September 11, 2019 2:18:36 PM 

The following comments pertain specifically to section (2) New Fees (C) Annual Active 
Practitioner Fee. 

1. In determining a proper fee amount for projected number of registered practitioners expected to              
pay each type of fee, did the OED attempt to take into consideration factors such as the historical                  
trends of active practitioner populations by registration year, including both estimated new            
practitioner registration trends (generally declining over past 10 – 15 years) as well as likely               
attrition rates from older subsets (e.g., 20+ years)? Various analyses I have seen reported (e.g.,               
refer to   https://blog.specif.io/2019/07/05/what-a-maturing-patent-bar-means-for-the-industry/ 
and  https://patentlyo.com/patent/2016/07/practitioner-retirement-practitioners.html) suggest  
that at some point in the not-to-distant future, perhaps within the next 5 or 10 years at most, the                   
total population of active practitioners will be entering a period of significant decline. So, while               
the near-term implementation of proposed practitioner fees may provide sufficient funding for a             
few years, the mid-    to long-term picture (5+ years) does not appear to be easily sustainable in the              
face of declining ranks.    

2. Regarding the Continuing Legal Education (CLE) proposal, I have several comments and/or            
questions: 
a. As a general principle, I am supportive of the notion to incentivize active practitioners to               

enhance/maintain their ongoing legal education awareness and skills by providing a $100            
discount for registered practitioners who certify completion of CLE. However, I do have             
concerns over the details of how this proposal will be administered/implemented and            
affirmed or enforced on practitioners.     

b. The proposed rule states “    The USPTO intends (emphasis added)  to coordinate the delivery of 
CLE programs, assess whether third party CLE programs are adequate, and make the 
completion of CLE—whether offered by the USPTO or third parties—as convenient as possible 
for practitioners to complete, while ensuring that practitioners receive the training necessary 
to stay up to date with current ethics and patent law and practice.” It has been my     
understanding that currently CLE’s really only apply and are approved/certified for attorneys 
through their state bars, but there currently has been no mechanism for CLE’s to be recorded 
for non-attorney patent agents. For instance, I have attended several conferences or training 
workshops (including a USPTO-led STEPP program in Alexandria, VA in September 2018 and 
some USPTO VILT sessions) since becoming a patent agent that could have qualified me for 
CLE credits in patent law or ethics, but since I am an agent and not an attorney there has been 
no mechanism for me to receive official credit for these CLE’s. Furthermore, some states 
(such as my state of residence Maryland) currently have no mandatory CLE requirement for 
lawyers in general, so this may further compound the effort of securing “adequate” credits 
where a practitioner resides or works. In light of these observations: 

i. For the initial implementation or first year of paying an Active Patent Practitioner fee, I 
don’t see how patent agents in particular will be able to avoid paying the full fee (i.e., 
without certifying CLE completion) without procedures or a mechanism established well 

https://gcc01.safelinks.protection.outlook.com/?url=https%3A%2F%2Fblog.specif.io%2F2019%2F07%2F05%2Fwhat-a-maturing-patent-bar-means-for-the-industry%2F&data=02%7C01%7Cfee.setting%40uspto.gov%7C1e5fd51bd035432a19d708d736e47571%7Cff4abfe983b540268b8ffa69a1cad0b8%7C1%7C1%7C637038227158243690&sdata=XHhH9mJ3P580MWVtnkLtZYXCUMPPOE8Pkuu%2Flk1jdsM%3D&reserved=0
https://gcc01.safelinks.protection.outlook.com/?url=https%3A%2F%2Fpatentlyo.com%2Fpatent%2F2016%2F07%2Fpractitioner-retirement-practitioners.html&data=02%7C01%7Cfee.setting%40uspto.gov%7C1e5fd51bd035432a19d708d736e47571%7Cff4abfe983b540268b8ffa69a1cad0b8%7C1%7C1%7C637038227158253689&sdata=Cf8xkEVsvToPM4A7JIFoEk%2F5ukQQvc86Qj%2BVKzoFa2g%3D&reserved=0
https://patentlyo.com/patent/2016/07/practitioner-retirement-practitioners.html
https://blog.specif.io/2019/07/05/what-a-maturing-patent-bar-means-for-the-industry


              
            

        
             

      
              
             

              
             

             
            

            
          

             
             

            
 

               
       

              
               

           
    

 
        

 
  

  
 

                
                  

                
                 

                
                 

                 

 

in advance for patent agents to secure qualifying CLE credits. Would someone be able to 
retroactively reference a training/workshop they attended even if they were not able to 
“officially” receive CLE credits at the time of participation? 

ii. Furthermore, again for patent agents in particular, unless the USPTO in advance actively 
commits resources (emphasis added) to providing regular/frequent and free qualifying 
CLE’s in the required areas (patent law, ethics), the USPTO should also realize that for 
some practitioners there will be an additional financial burden or cost of doing business. 
Namely, a sizeable portion of practitioners may need to begin the practice of setting aside 
a specific travel and training budget to pay for participation to secure CLE’s. This 
potentially could impact the future fee-setting or cost of doing business for clients of 
independent/solo patent agents especially, who do not receive the benefit of either a 
corporate or law firm funded travel and training budget for professional development. In 
the alternative, such independent/solo patent agents will simply forego the higher 
financial burden of a travel/training budget (a few hundred to few thousand dollars) to 
secure CLE’s in favor of choosing a slightly higher Annual Active Practitioner fee, thus 
undermining the stated intent of the USPTO to incentivize practitioners to enhance their 
legal skills. 

iii. How will practitioners be able to determine in advance what third party CLE programs will 
be found acceptable/adequate for meeting the CLE requirement? 

iv. Will the OED be planning to require practitioners to submit formal documentation of the 
practitioner’s CLE training on an annual basis, or will it simply be a matter of each 
practitioner maintaining their own CLE documentation records to support their claim if 
ever audited in the future? 

Thank you for your thoughtful consideration of these comments. 

Michael C. Sabino 
Reg. No 77,051 

This message contains confidential information intended only for the use of the addressee(s) named above and may 
contain information that is legally privileged. If you are not the addressee, or the person responsible for delivering it 
to the addressee, you are hereby notified that reading, disseminating, distributing or copying this message is strictly 
prohibited. If you have received this message by mistake, please immediately notify us by replying to the message 
and delete the original message immediately thereafter. Any views expressed in this message are those of the 
individual sender, except where the sender specifies and with authority, states them to be the views of DENTSPLY 
SIRONA. 

For information on how we process or monitor your personal data, please see our Privacy Policy. 
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